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Summary

Many decisions are examined and interpreted in order to 

clearly establish the relationships of "prior knowledge or use" 

with such confused concepts as reduction to practice (actual and 

constructive), abandoned experiment, lost art, experimental use, 

public use, prior public use, conception of an idea, first and 

original inventor, and prior invention.

The relationships of "prior knowledge or use" with the 

above concepts are set forth in a number of general rules of law. 

An idea, once conceived, must be reduced to a practical use (red

uction to practice) before becoming an invention or a prior know

ledge or use barring a later inventor from obtaining a valid patent 

therefor.

Any use before such reduction is merely an experimental 

use, which, if abandoned, becomes an abandoned experiment, Neither 

experimental use per se or abandoned experiment can ever amount to 

invention or prior knowledge or use;

Once there has been a reduction to practice of the con

ception, there is an invention, which if abandoned becomes an ab

andoned invention. Once a device is invented, even if later aband

oned, it is a prior knowledge or use which will bar a valid patent 

to a later inventor.

Therefore, prior knowledge or use is synonymous with 

prior invention and the "not known or used by others" clause of 

R.S. 4886 requires that an inventor, to obtain a valid patent, must 

be the first and original inventor.

The following exceptions to the general rule above that 

a device once reduced to practice, or once invented, will always 

constitute a prior knowledge or use which will bar a patent to a



later inventor, are discussed:

1, Wen the device or invention is reduced to prac

tice and secreted from the public (secret use)

2. When all memory of the device or invention has 

completely passed from the minds of the inventor 

and all those who knew of it.

Many decisions concerning the exceptions of "secret use" 

and "lost art" are set forth. In a large number of cases where a 

prior invention or use was held to be secret and therefore not a 

bar to a patent to a later inventor, the facts, as interpreted by 

the courts in the language of the decisions, were those of abandoned
I

experiment.

This is also true in almost all the decisions holding a 

prior invention or use ineffective as an anticipation, because it 

had attained the status of a"Iost art ".

The fact that the evidentiary problems in cases of "aband

oned experiment", "lost art" and "secret use" are somewhat the same 

is discussed as a possible source of confusion in those cases giving 

lip service to "secret use" and "lost art" under factual conditions 

of "abandoned experiment".

These decisions cast doubts on whether there are such 

exceptions as "secret use" and "lost art" to the above general rules.

However, the courts have consistently held that ah invent

ion once reduced to practice and thereafter deliberately and success

fully suppressed and concealed from the public until reduced to 

practice by a later inventor, who, believing himself to be the first 

and original inventor thereof, proceeds to diligently file a patent 

application therefor, will not bar such later inventor from obtain

ing a valid patent therefor.

The doctrine of "secret use" or that a use must be "public" 



iii

in order to constitute a prior use barring a later inventor from 

obtaining a patent, lias resulted in the employment by the courts of 

the term public use to designate a prior use which will anticipate. 

The term "public use" is also used to designate a public use by the 

inventor or others for more than one year prior to the filing of the 

inventor's patent application, which will bar the inventor or others 

from obtaining a patent. The result is confusion, since it is imposs

ible to comprehend which use the court is referring to in discussing 

a "public use".

The relationship of "prior use or knowledge" to all of the 

above concepts are designated by a straight line chart of the life 

and death of invention.

After defining and locating on the chart the concept of 

prior knowledge or use, prior knowledge is distinguished from prior 

use. Prior knowledge is essential for prior use, whereas prior use 

is not always essential for prior knowledge. However, in many cases, 

prior use is essential to prior knowledge. Reduction to practice is 

required for both prior use and prior knowledge.

In view of the preceding discussion, amendments to R.S.4886 

are suggested.

Since reduction to practice is the key to "prior use or 

knowledge", R.S. 4886 should be amended to include the term, red

uction to practice.

Since the decisions hold that a prior reduction to practise 

or invention or use deliberately and successfully suppressed and 

concealed from the public will not bar a later inventor from obtain

ing a patent therefor, R.S. 4886 should be amended to require a 

reduction to practice or invention or use not deliberately and 

successfully suppressed and concealed from the public to bar a later 

inventor from obtaining a valid patent therefor.



Chapter I Introduction

R.S. 4886^ states that "any person who has invented or 

discovered any new and useful art, machine, manufacture, or composi

tion of matter, or any new and useful improvement thereof, not known 

or used by others in this country before his invention or discovery 

thereof-----  and not in public use---- in this country for more than

one year prior to his application------ may-------- obtain a patent

therefor*"

The bulk of the decisions interpreting " not known or 

used by others (prior knowledge or use clause)" as defined in 

R.S. 4886 above, are sprinkled with vague and indiscriminate refer

ences to the concepts, reduction to practice (actual and constructive), 

abandoned experiment, abandoned invention, lost art, experimental use, 

public use, prior public use, prior secret use, conception of an 

idea, first and original inventor and invention. The result is 

frustrated confusion as to the meaning of each as distinguished from 

and in relation to each other. Furthermore, even when the curtain of 

confusion is penetrated and the expression " prior use or knowledge" 

is finally reduced to a definite concept, distinct from the others, 

there still remains the problem of distinguishing prior knowledge 

from prior use.

It is an object of this paper to deduce from such dec

isions (1) a definition of the concept of prior knowledge or use as 

distinguished from and in relation to the concepts of reduction to 

practice (actual and constructive), abandoned experiment, invention, 

abandoned invention, lost art, experimental use, public use, prior 

public.use, prior secret use, conception of an idea, first and

1
55 U.S.C. 31
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original inventor . (2) a distinction between the statutory expressions 

prior knowledge and prior use. Another object is to review the pro-
53

posed amendment Ii.R. 9133 to the Patent Laws, in regard to proposed 

changes in the "not known or used by others” clause of R.S. 4886.

It is not an object of this paper to minutely examine and describe 

each of the above concepts, other than "prior .knowledge or use", 

but merely to examine their relationships with each other.
1

It is concluded that R.S. 4886 should be amended by 

substituting, not reduced to practice by another person or persons, 

for, "not known or used by others", and by inserting between the 

last word, "therefor", of the statute and the, "period", thereafter, 

the words, provided that no invention which has been reduced to pracb 

ice by any person or persons in this country and thereafter deliber^ 

ately and successfully suppressed and concealed from the public until 

reduced to practice by a later Inventor, believing himself to be the 

first and original inventor thereof, shall bar said later inventor 

from obtaining a valid patent therefor.

53
H-*R> ^133°, '81st vOong-ress’, 2nd Session ■

See footnote 1, page 1
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Chapter II

Relationship of Reduction to practice, 

invention, and prior knowledge or use.

General Rule of Lav/ that reduction to 

practice of a concention constitutes an

invention which, if not deliberately and 

successfully suppressed and concealed

from the public, is a prior knowledge or 

use barring a later inventor from obtain

ing a patent for the same invention.
1

Prior knowledge or use clause of 4886 

therefore has been interpreted by the 

courts as requiring an inventor to be a 

first and original inventor to obtain a 

patent.

Any patent granted to a person for an invention known

or used b?/- others in this country before that person's invention or 

discovery thereof, has been granted contra to the terms of the R.S.4886 

and therefore without authority. Such a patent is invalid and one may 

defend against a charge of infringement of said patent by proving that

1
See footnote 1, page 1

2
Coffin (vs) Odgen, 18 Wall (85 U.S.)120,21 L.Ed. 821; Egbert (vs) 

Lippman, 104 U.S. 533, 26 L.Ed. 755 (1881); Hall (vs) McHeale,

107 U.S.90, 27 L.Ed. 367 (1883); Standard Auto. Mach. Co. (vs)

Karl Kiefer Mach. Co. 18 F (2) 326, 329, aff'd 18 F (2) 331, CCA 2d
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the thing patented had been knovzn or used by others in this country
3 prior to the alleged invention.

In such cases, the issue resolves itself to what is meant

by "known or used by others in this country prior to his invention

or discovery thereof (prior knowledge or use)"?

The word "known" has acquired esoteric meaning, imputed

by the courts to accomplish the purpose of the statute. Mere acquaint

ance with the invention by others is not enough; nothing short of
3.1 

reduction to practice by others will do.

The courts have repeatedly held that before an invention

can be anticipated by prior knowledge or use there must have been a
4 reduction to practice in this country by the prior knower or user.

Therefore, a prior use or knowledge in this country before

the inventor's invention hr discovery will (1) bar his rights to obtain
4 

a patent and (2) invalidate such a patent if it is obtained. But if

a person in this country has merely a knowledge of a reduction to

practice in a foreign country, it is insufficient to constitute such
4.1 prior knowledge or use. There must have been an actual reduction

Imhauser (vs) Buerk, 101 U.S. 647,25 L. Ed.945; Chapman (vs) Beide, 

296 F 956, 54 App. D.C. 209
>.1

Block (vs) Kathan Anklet Support Co., 9 F (2) 311, CCA. 2 (1935) 

DeKando (vs) Armstrong, 37 App. D.C. 314; Harper (vs) Zimmerman, 

41 F(2) 261; Dashiell (vs) Grosvenor, 162 U.S. 425, 16 S.Ct. 805 

Coffin (vs) Ogden, 18 Wall (85 U.S.) 120, 21 L.Ed. 821; Clark Thread 

Co. (vs) Willimantic Linen Co., 140 U.S. 481,11. S.Ct. 846; Dolbear 

(vs) American Bell Tel. Co., 126 U.S.l, 8 S.Ct. 778
;.l

DeKando (vs) Armstrong, 37 App. D.C. 314



(5)
4.1

to practice in this country. "Bare knowledge" of the invention is 
insufficient^The prior knowledge of the statute is not the simple 

knowledge which a layman might believe. The knowledge sufficient 

to defeat a patented invention or the right to a patent for a 

conception which has been reduced to practice must be more than 

mere knowledge of a conception of an idea, or disclosure of such 

a conception. Knowledge of a reduction to practice in this country
4.2

is required.

Hence there arises the ancillary issue of whether there 

has been a reduction to practice in this country? Once the ancillary 

issue of reduction to practice is settled, the primary issue of prior 

knowledge or use follows. The question then resolved is, what con

stitutes a reduction to practice?

A process is reduced to practice when it is successfully 

performed,, a machine, when it is assembled, adjusted and used success

fully, a manufacture, when it is completely manufactured and its 

utility proven, a composition of matter when it is completely composed,
Qand its use demonstrated. It is not the date of completion of a machine,

7 
but the date of its actual test that establishes reduction to practice.

4.1
See footnote 4.1, page 4

4.2
Automatic Weighing Mach. Co. (vs) Fneumatic Scale Corp., 158 F. 415,

Reversed 166 F. 288, 92 C.C.A. 206
6
Corona Cord Tire Co. (vs) Dovan Chem. Corp., 276 U.S. 359, 48 S.Ct. 380

7
Smith (vs) Warnock, 271 F. 556, 1921 C.D. 186; Field (vs) Knowles

183 F (2d) 593, 86 0G 373
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A reduction to practice must produce something of practical use coupled 

with, a knowledge, preferably by actual trial, that the thing will work
44 

practically for the intended purpose.

'Im Northwestern Extinguisher Co. (vs) Philadelphia
7.3

Fire Extinguisher Co., the court stated:

”An experiment may be a trial, either of an in

complete mechanical structure to ascertain what changes 

or additions may be necessary to make it accomplish 

the design of its projector, or of a completed machine 

to illustrate its efficiency. Obviously in the first 

case the incompleteness of the experimentor’s efforts, 

if they were abandoned, would have no effect upon the 

rights of a subsequent inventor. It is but an aband

oned experiment (it has not been reduced to practice).

44
Sydeman (vs) Thoma, 32 App, D.C. 362 (1909); Standard Sanitary Mfg. 

(vs) Iron City Sanitary Mfg. Co., 222 F. 671, 158 C.C.A. 219

Imperial Brass Mfg. Co. (vs) Nelson, 194 F. 165; Automatic Weighing 

Mach. Co.(vs)Pneumatic Scale Corp.158 F. 415; Stitt (vs) Eastern

R. Co., 22 F. 649; General Electric Co. (vs) DeForest Radio Co.,

17 F(2d) 90; Dovan Chem. Corp, (vs) Corona Cord Tire Co., 10 F(2d)598 

Leon Co. (vs) Higgens, 105 U.S. 580; Simmons (vs) Hansen, 117 F(2d)49 

Allis (vs) Buckstaff, 13 F 879; Pitts (vs) Wemple, Fed. Cas. 11194,

1 Bliss 87

7.3
Northwestern Fire Extinguisher Co. (vs) Philadelphia Fire

Extinguisher Co., Fed. Cas. 10337, C.C.A. Pa.(1874)



(7)

But if the experiment proves the capacity of the 

machine to effect what its inventor proposed (red

uction to practice), the lav/ assigns to him the merit 

of having produced a complete invention*

It is herein before shown that the theory of Dr.

Graham (the inventor) attained this practical condition 

(reduction to practice) and there apparently his efforts 

ceased. But why? Repulsed from the Patent Officeuby the 

arbitrary assumption that his enterprise was imprac

tical with the employment of any mechanical auxil

iaries whatever, his poverty, not his will, consented 

to his abandonment of further efforts to secure the 

full benefit of his invention to himself and the public. 

But this will not help the complainants. The most that 

can be predicted of his inaction is that he abandoned 

his invention to the public, although I do not affirm 

this hypothesis. But if he did, it will not reduce 

his matured invention to the grade of a mere experiment 

and open the way to appropriate the title of first 

inventor to the complainant."

The court, in speaking of reduction to practice as a nec

essary element of invention, follows the well known concept that to 

constitute invention it is necessary that there be (1) a conception
8 

of an idea plus (2) a reduction to practice of that conception.

8
U.S. (vs) Dubilier Condenser Corp., 289 U.S. 178, 77 L.Ed. 1114;

Symington Co. (vs) National Malleable Casting Co., 250 U.S. 583,

63 L. Ed. 1045-49



8 2
But in G.E. Co. (vs) DeForest Radio Go. the court stated:

"Though novelty of a manufacture is negatived 

only by prior knowledge or use-------- of that thing

reduced to practice, the credit for inventing that 

manufacture is denied to him who merely discovers 

the process or means for embodying in tangible form 

the conception by another. But the fact that the mental 

operation alone (conception of an idea) does not con

stitute an invention, is not denial of the principal 

that to be sole inventor of a product so as to obtain 

a patent, the patentee must have conceived it as well 

as have reduced it to practice."

This case holds that although reduction to practice alone 

is sufficient to prove prior knowledge or use, both conception by 

the inventor plus reduction to practice by the inventor, or on his 

behalf, is necessary to constitute a patentable invention. This is 

true because no patentee is considered the first and original 

inventor if one other member of the public has already conceived and 

another member of the public has already reduced to practice the same 

device, since this, figuratively speaking, makes the public as a 

whole the first inventor. On the other hand, a person, to obtain a 

patent, must himself "invent", the term "invent" meaning (1)conception 

by him and (2) reduction to practice by him.

Reduction to practice is therefore the essential ingredient 

of both prior use or knowledge and invention. Any use or knovzledge prior 

to such reduction is classified as only experimental use or knowledge 

and if abandoned is but an abandoned experiment. Such abandoned experiment

8.2
C-.E. Co. (vs) DeForest Radio Go. / 17 F. (2) 90
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per se never bars a later inventor from obtaining a patent for the same 

device, and is never tantamount to an invention. However, once the magic 

reduction to practice is complete the experiment becomes a full-fledged 

invention and as well, prior use or knowledge, which constitutes a bar 

to a later inventor from obtaining a valid patent. If this full-fledged 

invention is afterward abandoned it is an abandoned invention but 

still a bar. Although by abandoning his invention, once it is determined
J

to be a full-fledged invention (after reduction to practice), an in

ventor loses his own right to obtain a patent he is still de facto the 

first inventor. Hence, any later inventor is barred from obtaining a
7.1

valid patent.

7.1
Evans (vs) Eaton, 1 Pet. (U.S.) 323; Sayles (vs) Chicago and N.W.R.Co., 

Fed. Gas. 12414; Hitchcock (vs) Shoninger Melodion Co., Fed. Cas.6537;

Pennington (vs) National Supply Co., 91 F.(2d) 291, C.C.A. Tex. 1938 

Buser (vs) Novelty Tufting Machine Co., 151 F. 478; Indiana and 

Illinois 9oai Corp, (vs) Clarkson, 91 F(2d) 717; Gamewell Fire

Alarm telegraph Co. (vs) Municipal Signal Co., 61 F. 948;

Northwest Fire Extinguisher Co. (vs) Philadelphia Fire Extinguisher 

Co., Fed. Cas. 10537, C.C.A. Pa. (1874); Wittlesey (vs) Ames,13 F. 893; 

McCormick (vs) Howard, Fed. Cas. 8719; TruaX (vs) George F. Childs

Adjustable Parlor Chair Co., 162 F* 907; McNish (vs) Everson, MaCrum 

and Co., 2 F. 899; Winans (vs) N.Y. and H.R. Co., Fed. Cas. 17864;

Webb (vs) Quintard, Fed. Cas. 17324; Roberts (vs)Dickey, Fed. Cas.11899

Steinfur Patents Corp, (vs) J. Meyerson, 56 F(2d) 372, Modified by

62 F(2d) 238; Featheridge Rubber Co. (vs) Miller Rubbex* Co., 250 F.255; 

Electrol Inc. of Mo. (vs) Merrill and Co., 39 F(2d) 873; Midland 

Flour Milling Co. (vs) Bobbitt, 70 F(2d) 416; Colt (vs) Mass. Arms

Co., Fed. Cas. 3030; Merrimac Mattress Mfg. Co. (vs) Feldman, 133 F.64

Rich (vs) Lippencott, Fed. Cas. 11758

9
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However, if such full-fledged invention has been deliber

ately and successfully suppressed and concealed from the public and no 

attempt has been made to patent it until it has been reduced to prac

tice by a later inventor believing himself to be the first and orig

inal inventor thereof, the courts have held that such a later inventor 

if he diligently files a patent application therefor is, de juro, the
7 .2 first inventor and entitled to a valid patent.’

The following exerpts from actual court decisions illustrate 

the above principals:

"If the prior invention relied upon to defeat

a subsequent patent existed and was used, it is of 

no consequence whether it was patented or not, or
8.3 whether it was abandoned or not."

"Successful use of an art or instrument (red

uction to practice) is not experimental use and 

invention or discovery (resulting from such success

ful use) is not abandoned experiment,merely because
9it was not applied to commerical use."

"Were the idea of a machine has been conceived, 

and the conception carried into effect by construction 

of the machine which is used or is capable of being

7.2
Mason (vs) Hepburn, 13 App. D.C. 86, 1898 C.D. 510, 84 O.G. 147;

Kendall (vs) Winsor, 21 How (-61 U.S.) 322
8.3

Colt (vs) Mass. Arms Co., Fed. Cas. 3030, C.C. Mass. 1951
9
Midland Flour Milling Co. (vs) Bobbitt, 70 F(2d) 416
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used for the purpose for which it is designed (red

uction to practice), it is no longer an experiment 

but an invention and the subsequent abandonment of 

the use of the machine does not render it an aband

oned experiment nor lessen its effect as an antici

pation which will invalidate a subsequent patent to 

another for the same machine. It is at most an 
abandoned invention~*~Q

"An unsuccessful experiment which is later aband

oned does not negative novelty in a new and useful 

device, but the existence and operation of a machine 

abandoned after its complettbnr.and sufficient use 

to demonstrate its practicality (reduction to prac

tice) is evidence that the same ideas incorporated 

in a later development along same lines do not amount
„11

to invention."

"If an invention is an experiment only and ends 

in experiment and is laid aside as unsuccessful,how

ever far it may have advanced, however many ideas 

may have combined in it, which subsequently taken 

up, mi^ht, when perfected, make a good machine

10
Busar (vs)

11
Pennington

Novelty Tufting Machine Co., 151 F. 478, G.C.A. Ohio 1907,

(vs) National Sqpply Co., 95 <F(2d) 281, C..C.A. Tex.' 1938
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(reduction to practice), still, not having been per

fected, it has not come before the public as a use

ful thing and is therefore inoperative as effecting 

the rights of those coming later (merely an aband

oned experiment).

"Where an unpatented mechanical device was re

duced to practice by construction and use and its 

exhibition by the inventor to others, it cannot be 

abandoned so as to change its effect as an anticipa-
13

tion."

"Where one is engaged in producing some new and 

useful instrument and has embodied it into a machine 

and endeavored to reduce it to practice by experiment, 

if he fail of success and abandon it, that consider

ation affords no impediment to another who has taken 

up the same idea and has gone on perseveringly until 

he has perfected it and brought it into practical
14and useful operation."

"If, however, the machine or other thing is com

plete and capable of producing the result sought to be 

accomplished (reduction to practice); it has passed 

the experiment al st age and becomes invention, and 

in order that it may constitute an anticipation, it 

is immaterial how well it becomes known or how much
10

it was used.

12
I-Iowe (vs) Underwood, Fed. Cas. 6775

13
Merrimac Mattress Mfg. Co. (vs) Feldman, 133 F. 64, C.C. Mass. 1904

14
Winans (vs) N.Y. and H.R. Co., Fed. Cas. 17864

•^See footnote 10, page 11
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"If then an allegeci invention is in fact an 

invention (shown to be by reduction to practice), no 

subsequent .abandonment of it can be said to be an 

abandoned experiment. At most, it is an abandoned 

invention* But an invention that has been abandoned
15

is an anticipation."

It may be seen by the above decisions that up to a certain 

point (whatever that point is) after conception of an idea, there is 

only experimentation which will never invalidate or bar a patent, but 

after that critical point is reached, it becomes invention. That 

point is named reduction to practice by the courts. Beyond this 

point, where invention occurs, also lies prior knowledge or use. 

Therefore it may be stated that every prior knowledge or use entails 

prior invention by one or more of |;he public which prevents a later 

patentee from being the first inventor. This statement of course must
< 

be modified by the rule that an invention (after reduction to practice) 

deliberately and successfully suppressed and concealed from the public 

until invented by a later inventor, believing himself to be the first 

and original inventor thereof is never such a prior knowledge or use
7.2 

as will bar the later inventor from obtaining a patent.therefor.

The following court citations further.illustrate these 

principals:

"Now the circumstance that a person has had an 

idea of an improvement in his head or has sketched

15
Gaylor (vs) Wilder, 10 How. 496, 13 L. Ed. 540 

7.2
See footnote 7.2, page 10
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it upon paper, has drawn it and then gives it up

and neglects it, does not in judgement of law, 

constitute.; him a first and original inventor. It 

is not the person who has only produced the idea

who is entitled to protection as an inventor, but 

the person who has also embodied the idea into a 

practical machine and reduced it to a practical use.
”14 

He who has first done that is the first inventor,,

“The patent having been granted to plaintiff 

and now being attacked on the ground that the pat

entee was not the first inventor (prior use or know

ledge) , it is not enough for the defendant to show 

that Hall had conceived the same idea and had made

drawings or models and experiments with his models, 

but the defendant must establish that Hall reduced 

what he conceived to practice in the form of an 

operative machine and embodied it in some practical
16

and useful form."

Thus, the courts have interpreted "not known or used by 
1 v

others" of R.S. 4886 as. "not invented by others" and therefore a

requirement by Congress that only the first and original inventor

14
See footnote 14, page 12

16
Electric R.R. Signal Co. (vs) Hall R.R. Signal Co., 6 Fed.603, 605

■ 1
See footnote?1, page 1
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may obtain a valid patent.- If the device is known or used (has been 

invented) by others in this country before the applicant’s or pat

entee’s invention or discovery thereof, he cannot'be the first
. . 16,17,18,19

inventor and so may not obtain a valldtpatent-; and this is true

even where the prior user has merely reduced to practice without 

conceiving, so that such prior user is not himself the inventor, 

entitled to a patent, as discussed in the G.E. Co.(vs) DeForest
5 Radio Co. Case. However/ by the wording of R.S. 4886, prior use or 

knowledge (invention) in a foreign country, is no bar to a patent, 

evan though, in effect, the applicant or patentee would still not be 
the first and original inventorf* 1»1^»Moreover, even though the 

invention or discovery has been made in a foreign country, the inventor 
19.1or discoverer may obtain a valid patent in this country.

16
See footnote 16, page 14

17
Christie (vs) Seybold, 55 F.

18
Detroit Lubricator Mfg. Co.

19
Reed (vs) Cutter, Fed. Cas.

5
Gen. Elec. Co. (vs) DeForest

4.1
See footnote 4.1, page 4

19.1
Electric Storage Co. (vs)

69, 76, 5 C.C.A. 35, 40 

(vs) Renchard, 9 F. 293 

11, 645

Radio Co., 17 F.(2d) 90

Shimadzu, 59 S. Ct. 675
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It has been stated above that any use not amounting to 

reduction to practice is merely an experimental use whish Jis ..nevjer 

tantamount to invention. Hence the experimental user can never be 

a first inventor. '• "

Experimental use is defined as a use primarily for the 

purpose of testing a device to determine if it is successful in 

carrying out its intended purpose. It is a use carried out in 

attempting to reduce'’ to practice, but is never tantamount to a
20 

reduction to practice until, successful. ‘ If successful, it becomes 

a reduction to practice and constitutes invention, which if not de

liberately suppressed and concealed, is a prior use or knowledge. 

The following court decisions demonstrate the concept of experimental 

use:

"The invention or discovery relied on as a 

defense must have been complete and capable of 

producing the results sought to be accomplished. 

If the thing were embryonic or inchoate, if it rested 

on speculation or experiment, if the process pursued 

for its development had failed to reach the point 

of consumation (reduction to practice), it cannot 

avail to defeat a patent founded upon a discovery 

or invention which was completed. While in the former 

case, there was progress, however near that progress 

might have been approximated to the end in view, it 

is insufficient to defeat a patent. The law requires 

not conjecture but certainly (reduction to practice).

Aerowax Corp, (vs) Polynet Kfg. Corp., 67 F(2d) 860, C.C.A. 2 (19330

Elizabeth (vs) Pavement Co.., 97 U.S’. 126
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As thus exhibited, the conception must have been 

clothed in substantial form, which demonstrates 

at once lt’S> practical efficiency and utility.

Until his work is done the inventor gives nothing 
to the public."^

"It is true that invention is not anticipated 

by experimental efforts which are abandoned before 

accomplishing the event achieved by the inventor. 

But in the instant case, the experiment was success

ful and Successful use of an art or instrument (red

uction to practice) is not experimental use, and an 

invention or discovery (after reduction to practice) 

is not to be considered as an abandoned experiment
201 

merely because it was not applied to commercial use."

From all the above decisions there emerges a general rule 

of law that although an experimental use which is later abandoned 

will never anticipate a later patent to the same deviceP once such 

experiment has been reduced to a practical use (reduced-£0 practice) 

it becomes a prior invention which constitutes a prior knowledge or 

use barring any later inventor from obtaining a valid patent for the 

same device.

2
See footnote 2, page 3

20.1
Midland Flour Milling Co. (vs) Bobbitt, 70 F(2d) 416
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Chapter III

Exceptions of "lost art" and “secret use" 

to the General Rule of Law of Chapter II

However, there appear to be two exceptionsto the above 

general rule, wherein, even after a reduction to practice of the 

device, it will still not anticipate as a prior knowledge or use. 

In such cases there would be reduction to practice and therefore in

vent ion without prior knowledge or use.

These two exceptions are (1) the "lost art" doctrine, 

wherein the completed invention has become lost from the memory of 

man (2) the doctrine of "secret use", wherein the completed invent

ion is”secreted".

The doctrine of "lost art" was laid down by the court in
/ s 15the case of Gaylor (vs) Wilder, v/here it was stated:

"for if the Conner safe had passed away from 

the memory of Conner himself and of those who had 

seen it, and the safe itself disappeared, the know

ledge of the improvement was completely lost as if 

it had never been discovered. The public would derive 

no benefit from it until it was discovered by another 

inventor and if Fitzgerald made his discovery by his 

own effort without any knowledge of Conner’s safe, 

he invented an improvement that was then new and at 

that time unknown and it was none the less new and

15
See footnote 15, page 13
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unknown because Conner’s safe was recalled to his 

memory by the success of Fitzgerald."
21 ■ . 

Robinson fully approves the decision of Gaylor (vs)

Wilder,
10 

The court in Buser (vs) Novelty Tufting Machine Co.

referring to the Gaylor Case states:

"the doctrine of "lost art" has probably never 

been applied in a subsequent case. Appellee’s counsel 

cite the cases of-------- as applications of the doctrine.

Possibly it may be said that the doctrine is approved 

in those cases. But a careful examination of the facts

will disclose that they were all cases of abandoned 

experiments (entailing no reduction to practice at all).’’
, x 15In reading over the case of Gaylor (vs) Wilder, it is 

evident that the court had some doubt as to the reduction to practice 

of the device, since stress is laid, in the decision, on the fact 

that there was no evidence to show that the safe was actually used 

in such a manner as to establish utility. Further, the court points 

out that Conner used other types of safes, thereafter, indicating that 

he did not consider the improvement of great value. 'Tlie court stated:

"Upon the same principal (re-inventor of lost 

art entitled to patent) and upon the same rule of

21
Robinson on Patents, Vol. 1, page 528

10
See footnote 10, page 11 

15
See footnote 15, page 13



construction, we think that Fitzgerald, must be 

regarded, as the first and original inventor of the 

safe in question. The case, as to this point, admits, 

that, although Conner’s safe had been kept and used 

for years, yet no test had been applied to it,and 

its capacity for resisting heat was not known. There 

was no evidence to show that any particular value 

was attached to it after it passed from his poss

ession, or that it was ever afterwards used as a 

place to secure papers. And it appears that he him

self did not attempt to make another'.like--’the- one 

he was suppose to have invented,butt used a diff

erent one. ”

These facts smack of abandoned experiment.
JI

The doctrine of lost art as defined by the court in 

Gaylor (vs) Wilder and all later decisions in support of Gaylor 

(vs) Wilder presuppose a prior invention (necessarily a prior red

uction to practice), which has passed from the memory of the inventor 

and all others who knew of it. Yet in the Gaylor case which established 

the doctrine, it is evident that the court was never convinced there 

had ever been a reduction to practice. If there had never been a red

uction to practice, there could never had been an invention to forget, 

and the dogma of "lost art" set forth by the court in the Gaylor case 

would only be dicta. From this point d>f view, the court’s doubts in 

the Buser case, as to the existence of such a doctrine, may be easily 

understood.



(21)

21 . 3In the Pyrene Mfg. Go. (vs) Boyce case * the court 

stated:

"In considering the several alleged prior uses

set up by the respondent, we do no find that within 

the authority of Gaylor (vs) Wilder, they were so far 

persisted in as to become an established fact access

ible to the public and contributing definitely to the 

sum of human knowledge."

By such language the court interpreted Gaylor (vs) Wilder 

to be a case of abandoned experiment not persisted in sufficiently 

to amount to reduction to practice.
. . 2

The case of Coffin (vs) Odgen also cast some doubt on 

the validity of the so-called "lost art" exception, as well as the
22 decision in Diamond Patent Co. (vs) S.E. Carr. In the latter case

21 3the language of the Pyrene case ’ was reiterated and in referring 

to the Gaylor case as controlling law, this court stated:

"the prior use must have been of an article which 

was complete and capable of producing the result 

accomplished by the patented article and not merely 

one which by modification could be made to perform 

the s am?, func t i on."

Certainly this language interprets the case of Gaylor (vs) 

Wilder as one of abandoned experiment short of reduction to practice 

of the device as patented.

21.3
Pyrene Mfg. Co. (vs) Boyce, 292 F 480, C.G.A. 3

2
See footnote 2, page 3

22
Diamond Patent Co. (vs) S.E.Carr Co., 217 F. 400, C.C. A 9 (1914)
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23’Walker states that the doctrine is applicable to a 

forgotten art or process because a.process is intangible and exists 

only while its constituent acts are being performed; that the doctrine
V ii

of lost or forgotten arts is not applicable to a machine or manufacture 

which still exists in its entirety and can be found whenever it is di

ligently sought, and can be understood whenever it is intelligently 

inspected; that the doctrine is not applicable to any composition of 

matter, which is patentably independent of any environment, which still 

exists, and can be found and identified when it is sought and analyzed.

This language of Walker would indicate that the issue of 

’’lost art” is merely an evidentiary one; that if some proof exists 

such as the successful machine, itself, or the compound, then, there 

can be no lost art. Such proof is usually, but not always, that re

quired to prove reduction to practice.

The decisions therefore indicate that the exception of a 

"lost art" to the rule that once a concept is reduced to practice, 

resulting in an invention, it is always a bar to a patent to a later 

inventor, and, that prior use and knowledge is synonymous with prior 

invention, is a weak one and in some dispute.
15

Gaylor (vs) Wilder is also cited as establishing the 

second exception to the above rule, namely that, if the invention

23
Walker on Patents, Vol.l, page 264, Deller's Edition 1937; Taylor

(vs) Wood, 12 Blatch 110 Fed.Cas. 13808; Cahoor (vs) Ring, 1 Clifford

592, Fed.Cas. 2292; Faye (vs) Allen, 24 Fed. 804, C.C.K.D.1T.Y. (1885)
15

See footnote 15, page 13



(assuming it. nhas-.attained such a status by a reduction to practice) 

is secreted from the public, it is not such a prior knowledge or 

use as will bar a future inventor from obtaining a valid patent.

The doctrine is based upon the following passage in

Gaylor (vs) Wilder:

"the prior use must be so far understood and 

persisted in as to become an established fact access

ible to the public and contributing definitely to the 

sum total of human knowledge.”

The words of the Gaylor decision underlined above repeat- 
24

edly appear in those decisions. supporting the doctrine of "secret 

use." The courts reason that to be accessible to the public and to 

contribute..-definitely to the sum total of human knowledge, the invent ion 

must be disclosed to the public.

24
Diamond Patent Co. (vs) S.E.Carr Co., 217 F« 400, 133 C.C.A. 310

Acme Flexible Clasp Co. (vs) Cory Mfg. Co., 96 F. 344, affirmed 

in 101 F. 269; Kendall (vs) Winsor, 21 How. (61 U.S.) 322;

Welsback Light Co. (vs) Cohn, 181 F. 122; Hall (vs) Bird, Fed.

Cas* 5926; Ostby and Barton Co. (vs) Jungerson, 65 F (Supp.) 652; 

Hall (vs) Austin, Fed.Cas. 5926;

(United Chromium Co. (vs) Gen. Motors Corp., 11 F (Supp.) 699

(Reversed in United Chromium Co. (vs) Gen. Motors Corp.,85 F(2d) 577;

Steinfur Patents Corp, (vs) J.Meyersoh, 56 F(2d) 372; Davis Temp.

Control Co. (vs) National Stearns Specialty Co., 164 F* 191 ;

Zinsser (vs) Kremer, 39 F. Ill; Simmons (vs) Hansen,117 F(2d) 49
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However, as was set forth, in discussing the ’’lost art'1 

doctrine, these words merely ssseim to indicate the necessity for a 

reduction to practice in order that the conception shall have become 

an established fact rather than a mere abandoned experiment which 

contributes nothing to the sum total of human knowledge in that it 

establishes nothing concrete which can be used to advantage. A 

conception without a concrete reduction to practice is so nebulous 

that nothS35gis accessible to anyone including the inventor.

This interpretation seems to be especially feasible in 

view of the court’s own interpretation of the facts of the Gaylor 

case, in that part of the decision of the Gaylor case set forth in 

the discussion of the "lost art" doctrine above. By the court’s 

own words,in the decision of the Gaylor case, it was not convinced 

that there had been a reduction to practice. If the facts of the 

case, as interpreted by the very court deciding the case, are such 

that there was no reduction to practice, then there was never a 

bona fide invention to be secreted. Therefore the court's language 

in the Gaylor case,ev®nnif|;itobh"iinherpnet.edc:tD.emean!’that-.'ani’dn- 

vention or prior knowledge kept secret is not such a prior knowledge 

or use as referred to in the statute, and therefor not a bar, 

is merely dicta at most.

These same underlined words of that part of the Gaylor 

decision quoted above have also been interpreted as a basis for the 
23

doctrine of "lost art" In that, since the device had been com

pletely forgotten it was known to noone, not even the inventer, 
and so not accessible to the public or a part of the sum total of 

human knowledge.

23
See footnote 23, page 22
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Most of the decisions affirming the doctrine of secret 

use, as expressed in the Gaylor case, are clothed in the identical 

language used in that case; and in all these decisions, ore cannot 

but note the doubts of the court in each case, as to whether there 

had been a successful reduction to practice.
24.1 

As an example of this, in the United Chromium case,

the lower court very carefully and expressly pointed out that the 

alleged prior use of one Udy was secret and so not such a prior use 

as would bar a patent. One of the bases of their decision was the 

doctrine that a secret use will not bar a later inventer from obtain

ing a patent. However, it was evident that the court was not con

vinced that the process had been carried out successfully so as to 

amount to reduction to practice, in spite of evidence of company 

research reports and conferences.
35.1

In reversing the lower court's decision, the appelate 

court made no mention of the doctrine of secret use, but merely stated 

"Udy’s was no abandoned experiment'.'

Evidently, the appelate court considered that the only 

issue involved was whether there had been such a reduction to practice 

as to prevent Udy’s work from being merely an abandoned experiment.
-. ’ ... .1 ■ '

Pid the apphl-lAte court consider the lengthy .discussion of secret 

use by the lower court as so much verbiage, or did the higher court

'ft

24.1
United Chromium Co. (vs) Gen. Motors Corp. 11 F. (Supp.) 699

35.1
United Chromium Co. (vs) Gen. Motors Corp. 85 F(2d) 577
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consider that , the lower court had been referring to reduction to 

practice and abandoned experiment all the time as a basis for their 

decision;

In the lower court’s decision the following was stated:

"As to the original discoverer the law recognizes 

no distinction between the lost art,the abandoned 

experiment and the secret process. Whether the con

ception slumbers buried in the ashes of the past, 

lies inchoate in the brain of the would be inventer, 

or is locked in the breast of its creator, it cannot 

afterwards be dug up, developed and set free to ques

tion the title of the complete creation first brought 

forth into the world of knowledge* As against an 

original inventor, anticipation is not shown by 

prior use of the invention under conditions which 

fail to disclose its composition or operation. Such 

knowledge should be accessible to the public."

The result of such language is confusion. The court failed 

to point out that "lost art" and "secret use" connotes reduction to 

practice, whereas in abandoned experiment there is no reduction.
24

This case is but one of many which give lip service 

to "secret use" and "lost art" under factual conditions of abandoned 

experiment due to lack of proof of reduction to practice.

There is no doubt that the evidentiary problems encount

ered in cases of "lost art", "secret use" and"abandoned experiment" 

24
See footnote 24, page 23
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are somewhat identical. If the use has been secret, reduction to 

practice might be difficult to prove. Also, if the device is so 

buried in the past as to have become a "lost art", reduction to 

practice is difficult to prove.

But if reduction to practice is not proven, then there

is no prior knowledge or use. Under such conditions, it is at most an 

abandoned experiment, and expressions such as lost art and secret use 

are needless and only serve to confuse.

Although oral testimony alone -is usually not sufficient 

to prove prior knowledge or use (reduction to practice) in the 

absence of at least some contemporary documentary evidence, it plays
25

an essential part in such proof. Since such oral testimony involves
25 

acts and events occurring and existing many years in the past, 

it is difficult to determine by such testimony whether reduction 

to practice has actually taken place. The courts are prone to look
25

with suspicion on such oral testimony, and their logical conclu

sion is, that had the device or art been .successful, it would not
25,2 6 '

have been abandoned. On the other hand, the courts are unanimous

in holding that On'ce a reduction to practice is proved, disuse by

25
Washburn and Moen Mfg. Co. (vs) Beat1 em all Barbed Wire Co., 143 

U.S. 275, 12 S.Ct. 443; International Carbonic Eng. Co. (vs)Nat-ural 

Carb. Products, 57 F (Supp.) 248;
26

Hall (vs) Bird, Fed.Cas. 5926; Winans (vs) N.Y. and H.R.R.Co.,

Fed. Cas. 17864; Hoyt (vs) Slocum, 26 F. 329; American Bell

Tel. Co. (vs) American Cushman Tel. Co., 35 F. 734
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the inventor, alone,, or. lack of commercial use, will, under no
- ‘ :< v‘.. ‘ 27 , >

circumstances, make it any less of an anticipation. Although the courts 

are, hesitant to brand th'©" testimony of-witnesses concerning prior 

devices as wholly untrue they hold that even though such testimony 

may be true and such a device actually existed, it had never been 

reduced to practice, and was therefore merely an experiment later 

abandoned.

In most of the cases studied, where the evidence is other

wise credible, if the successful machine originally constructed and 

used, or authentic photographs of such can be produced, there is
10

usually a holding of prior* use. On the other hand, if there is no 

machine or authentic photographs, a holding of abandoned experiment
28

is likely. ■

A lack of sufficient proof of reduction to practice renders
4. 

the device at best, an abandoned experiment in the eyes of the court. 

The confusion in the decisions apparently rests on their failure 

to make this clear. As has been stated, the decisions in many cases 

of clear abandoned experiment, rest on the doctrine of "lost art." 

and"secre| It would appear that the question of "lost art"

27
Merrimac Mattress Mfg. Go. (vs) Feldman, 133 F. 64; U.S.Shoe Mach.

Co. (vs) Greenman, 145. F. 538; Richard (vs) Gilbert, Fed Gas. 10651 
10

See footnote 10, page 11
28

Standard Sanitary Mfg. Go. (vs) J.L.Mott Iron Works,152 F. 635
4

See footnote 4, page 4



and "secret use" should not arise unless there has been a reduction
28.1

to practice. Whether there has been a reduction to practice is a 

question of fact in each case.

One can ascertain how the confused language of the courts 

results in apparently contra decisions by the following hypothetical 

situations: In one ©aisie under a certain set of facts wherein red

uction to practice has actually occurred, the court bases its dec

ision of non prior knowledge or use on "secret use" or "lost art", 

although in actuality, the true basis of the decision is the failure 

of the evidence (disbelief of the witness, etc.) to convince the 

court that a true reduction to practice had occurred (abandoned 

experiment). ;’ <

In the next case, the identical set of facts (which the 

prior court did not believe proved by sufficient evidence) arise 

again wherein the court is convinced by the evidence of such facts 

that reduction to practice did occur; there is a holding of prior 

knowledge or use. The two decisions would prima facia appear to be 

contra whereas in reality they differ not in law but merely in the 

evidence submitted to prove the facts.
29

The Bliss case, recognizing this apparent confusion,stated:

"There is no doubt that an inventor who makes 

up his mind not to patent his invention at all or 

not to patent it until he thinks someone else is 

about to invade his monopoly, forfeits all rights

28.1
Robinson on Patents, Vol.l, page 328 

29
E.W.Bliss Co. (vs) Southern Can Co., 251 F. 907
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to a patent. To whom does the benefits enure---- -

the public or a subsequent inventor. (If it enures 

to the former, it is a bar to all future patentees 

and applicants. If it enures to the latter, then the 

latter may obtain a valid, patent on the ground that

■ the prior inventor’s use was a secret use and so 

not a bar).

. • In many cases in which are to be found express

ions relied upon by the plaintiff (for the doctrine 

of secret use), there was more or less doubt whether 

the invention in controversy therein had ever been 

perfected (reduced to practice) by him who was said 

i. to be the first to make it. The evidence left it 

doubtful whether it had ever amounted to anything 

more than an unsatisfactory and abandoned experiment. 

The fact that it was used for a short time, if at 

all, and was then relegated to the scrap heap was 

suggestive if not persuasive that it lacked some

thing usually found in a newcomer’s creation. It 

may not have been possible from the testimony to 

discover precisely what was missing, but it was some

thing which made all the difference between success 

and failure." - ■ .

One of the above oases referred to by the court, as in-
• ■ 24

volving abandoned experiment, is the Diamond Patent Go. case, 

usually cited to support the doctrine of "secret use", wherein, the
24Acme Flexible Glass case was cited as controlling law.

The court in the. Bliss case then continues by stating: 

"If any exception as that contended for by the

24 ' ..
See footnote 24, page 23
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plaintiff1 has-been established (and it is not in* 

tended to intimate that it has), it is limited to 

where (1) the first inventor deliberately made up 

his mind to practice his invention secretly because 

he could thereby make out of a monopoly in.fact, 

more than he could obtain from patents and (2) 

his efforts were successful."

The court finally found that even if there is such a 

doctrine as "secret use", there was none in the case being adjud-- 

icated. Photographs of the machine had been produced in evidence.

Many of the decisions relied upon for the doctrine of
30

"secret use" are Interference decisions, where the secret prior 

user or inventer is merely estopped to allege prior invention or 

use by his secretion of the invention and failure to file a patent 

application. Since such prior inventor is estopped from alleging 

he is the first inventor, the court must hold that as between the 

litigants the actual later inventor is the first inventor.

But, as stated in the Bliss case, these decisions do 

not establish the principal that such "secret use" or invention, 

will not bar a valid patent from being issued to the winner of the
3ol,37

infringement suit. The issue of whether the prevailing party

to an interference may obtain a valid patent or not is between 

the public ’and such, winner whereas the issue of the interference 
was between the two inventors.

30.
Dieckman (vs) Brune, 37 App. D.C. 399; Mason (vs) Hepburn, 13 App 

D.C. 86, 1898 C.D. 510, 84 0.0. 147
30.1

9 George Washington University Lav; Review, 980-982
57

Miller (vs) Hayman, 46 F(2d) 188, 194 C.C.P.A. (1931)
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The initial decision holding that a "secret use" delib

erately concealed from the public will anticipate, is Reed (vs)
31

Cutter, where the court stated:

"Kot known or used by others does not require 

the invention should be known or used by more than 

one person, but merely:'indicates that the use should 

be by some other person or persons than the inventor."
10 33

The Buser case and Walker affirm this doctrine by 

stating:

"Novelty is negatived by prior knowledge and 

use in this country by even a single person. This 

rule applies even where that knowledge and use were 

purposely kept secret and it applies no matter 

how limited the use has been."
37Rich (vs) Lippencott also affirmed the Reed case. Aiken

37.1
(vs) Dolan required only that the product or work be seen by 

other persons.

31
Reed (vs) Cutter, Fed. Cas. 11645

10
See footnote 10, page 11

33
WalkerJs,Law on Patents, 5th Ed. 1917, par. 71

37 ■
Mich (vs) Lippencott, Fed. Cas. 11758, 2 Fish Pat. Cas. 1; Electric

Storage Battery Co. (vs) Shimadzu, 307 U.S. 5, 59 S.Ct. 675; Andrews

(vs) Hovey, 123 U.S. 267, 8 S.Ct. 101
37.1 '

Aiken (vs) Dolan, Fed. Cas. 110, 3 Fish Pat. Cas. 197
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33.1
In the Standard Auto, Mach, case, the court in discus

sing the history of the "secret use concept," sets up the Gaylor (vs) 
15

Wilder case as the source of the doctrine of "secret use", but cites
2 24

the Coffin case as contra. The Acme Flexible Clasp case is referred
24 

to as affirming the Gaylor case, and the Diamond Patent case is cited 

as having relied upon the Acme Flexible Clasp Co.case, but it was noted
24 

that the appellate court in the appeal of the Acme Flexible Clasp case

affirmed the decision on the basis of lack of sufficient evidence to
24 

prove reduction to practice and not on the basis of "secret use".
' . 34

The court, continuing, cites the 20th Century Machine Co. case and 
34

the MacBeth-Evans Glass Co. case as refuting the Diamond Patent Co.

case and supporting the Coffin case; The court finally decided that 

even if there was such a doctrine as "secret use", there was none in 

the particular case in issue.

33.1
Standard Auto.Mach. Co. (vs) Karl Kiefer Mach. Co., 18 F(2d) 326

15
See footnote 15, page 13

2
See footnote 2, page 3

24
See footnote 24, page 23
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Karl Kiefer Mach. Co., 18 F(2d) 326; Freydberg (vs) Hamburger, 17 

F(2d) 300; Mayer (vs) Mutschler, 237 F. 654; E.W. Bliss Co. (vs)

Southern Can Co., 265 F. 1018; McElrath (vs) Industrial Rayon Corp., 

35 F. Supp. 198; MacBeth-Evans Glass Co. (vs) General Electric Co., 

231 F. 183, aff’d 246 F.695; £’,3th Century Mach. Co. (vs) Loew Mfg.

Co., 243 F, 379; Bannerman (vs) Sanford, 39 C.C.A. 534; Perkins (vs) 

Nashua Cord Co., 2 F. 451
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A summary of the law on the subject is contained in 9
30 a 

George Wash. U. Law Rev. 980-982 where it is stated:

"Only the second circuit seems consistently to 

maintain that a secret use is not a sufficient prior 

use, (cases cited) whereas outside the second cir

cuit the rule seems to be otherwise (cites cases).
32

Even Robinson, who states that a secret use is no
33

bar, differs from Walker, who states that a secret 

use is a bar#

It is well established that if the first inventor 

is practicing his invention as a trade secret and 

a later inventor makes his invention public by 

patenting or otherwise, the first inventor may not 

receive a valid patent, and that if an interference 

is declared between two inventors, and there is proof 

of concealment by the first inventor until he learned 

the other inventor had entered the field, the award 

of priority will go to the second inventor (cites

, cases). But this does not mean that the second in

ventor necessarily is entitled to a patent, and if 

a patent does issue to the second inventor after 

such an interference, the first inventor may not

30.1
See footnote 30.1, page 31

32
Robinson, I, Law of Patents (1890) par. 317, 326

33
See footnote 33, page 32
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set up his prior inventor as a defense against an 

infringement suit based upon the patent (cites cases). 

The Supreme Court case of Gaylor (vs) Wilder states 

that if and only if those few who had known of his in

vention had completely forgotten about it so that 

it was recalled to their minds only by a later invent

or, the invention was '"lost to the art" and was no
2

bar. Coffin (vs) Ogden cast doubt on this. In both
7 

Coffin (vs) Ogden and the Corona Cord Tire Co. cases, 

uses of very restricted nature were held to be good 

anticipations, although in neither case did the in

ventor attempt to practice his invention as a trade 

secret. It seems that in no case does the Supreme 

Court unequivically hold that a secret use is a bar." 

In reviewing the exception of "secret use" to the general 

rule of Chapter II, some decisions reiterate the doctrine of Reed 

(vs) Cutter wherein a prior invention ho matter how suppressed and 

secreted from the public is a prior knowledge or use, which will bar
34,35,29 

a patent to a later inventor, but the majority of.the courts

2
See footnote 2, pageS.

7
See footnote 7, page 5

34
See footnote 34, page 33

35““
United Chromium (vs) Gen. Motors Corp.,. 85 F(2d) 577; Corona Cord

Tire Co. (vs) Dovan Chem. Corp., 10 F(2d) 598; Reversed by 48 S.Ct.

380, 276 U.S. 558, 72 L. Ed. 610; Tumbler (vs) Baltimore Paint and

Color Works, 12 F. Supp. 966 modifying 11 F, 183; Acme Flexible Clasp

Co.(vs) Corey Mfg.
29

Co. 101 F. 269

See footnote 29, page 29
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appear to agree (at least they do not deny) that a prior ’’secret use” 

will not bar a patent to a later inventor, but do not agree as to 

what constitutes a "secret use".

The decisions appear to follow the pattern set forth in
29

the Bliss case, wherein a deliberate and successful concealment and 

suppression of the invention from the public so that the public re

ceives no benefits from it whatsoever is required to make out a "Secret
24 

use" which will not bar a patent to a later inventor. Most of the cases 

in which a prior use was held to be "secret" involved devices which 

were delibertely concealed in a garage or a cellar, not put to any 

substantial commercial use so as to benefit the public, abandoned, and 

finally destroyed. Even in these cases the courts did not appear to be 

convinced of a reduction to practice, which is obviously difficult to 

prove under such circumstances. . ' ■ •

\7here the lower courts have applied the doctrine to facts 

deviating from deliberate and successful suppression and concealment 

and appeals were taken, the appellate courts, in most instances,
35

considered the cases as abandoned experiments, and where no appeals

were taken, other courts, in discussing the decisions, refer to
29,33,1

t^hem as cases of abandoned experiments.

In most cases where the invention was utilized commer

cially and successfully as a trade secret in factories where employees

29
See

24
footnote 29, page 29

’ See footnote 24, page 23
35

See footnote 35, Page 35
• 33.1

See footnote 33.1, page 33
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used the machine or process under no oath of secrecy, even though it
34.2

was not understood, and, where the public ultimately gained from 

its use by obtaining the product manufactured, there were holdings 

of no "secret use", even though the public was kept out of the plant.,
34

In the Freydberg Brothers case, the court stated that prior use need 

not extend beyond a single factory to the public.

Cases which appear to be contra are Wilsback Light Co. (vs)
34.1 24

Cohn, and Kendall (vs) Windsor. However, in the former case there 

was some doubt as to whether there had been commerci.alluse of the 

invention or whether there had ever been a reduction to practice 

since the court stated that it had been used "privately". It is 

evident that a successful commercial use has great evidentiary value 

in proving successful reduction to practice, whereas in cases of secret 

and concealed use, successful reduction to practice is difficult to 

prove•

In most cases where the conception was reduced to practice 

by large corporations and such reduction was reported in company reports 

according to usual company policy, was under consideration for, or, 

had been considered for, or, was in commercial use, and there was 

no deliberate attempt to suppress the invention so that the public
35 

could gain no benefit therefrom, there were holdings of no "secret usel’

34 -
See footnote 34, page 33

*34.2
Standard Auto Mach. Co. (vs) Karl Kiefer Mach. Co.,18 F.(2d)326

34.1
Wilsback Light Co. (vs) Cohn, 181 F. 123

24
See footnote 24, page 23

35
See footnote 35, page 35
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Again, it is noted that under such circumstances there are usually a 

large number of research personnel who can testify as to the successful 

reduction to practice and there is authentic written evidence of the 

conception having been reduced to practice* Under these circumstances 

the courts are more easily convinced of a reduction to practice then 

in those cases where a device was secreted in a cellar, seen only 

by a few relatives or friends, and finally discarded with no auth

entic and written evidence that the device had operated successfully.

In view of the cases cited above, one cannot but speculate 

as to whether there are such exceptions as ’’secret use” and "lost 

art" to the rule, that a device once reduced to practice, rand there

fore invented, bars a later inventor from ever obtaining a valid 

patent therefore, or whether the so-called exceptions of "secret use" 

and "lost art" are merely abstract terms to denote "abandoned experiment", 

or lack of proof of reduction to practice.



Chapter IV ' . .

Prior use (vs) Public use for more

than one year before applying for

the patent.

As a direct result of the secret use doctrine,the courts 

have unfortunately adopted the phrases prior public use or public 

use in referring to that prior use which is referred to in the sta

tute, as distinct from a secret use which does not come within the
36

statute. Confusion arises then as to whether the court is referring
1

to the prior use portion of R.S. 4886, or to the one year public 

use clause, which reads, "not---- — in public use for more than one

year prior to his application." Furthermore, the term secret use 

is utilized by the courts to mean not only that concealed use which 

is insufficient to amount to a prior use, but also that use which 

is not a public use for more than one year before the inventor’s
36

application. Hence, more confusion.

An article in 46 Columbia Law Review 47’7 recognized thl-S- 

confusion as follows:

"There is a genaral misapprehension of the

36
Ostby and Barton Co. (vs) Jungerson, 65 F. Supp. 652; McElrath (vs) 

. i
Industrial Rayon Corp., 35 F. Supp. 198; Egbert (vs) Lippman, 104 

U.S. 336, 26 L. Ed* 755; International Carbonic Eng. Co. (vs) 

Natural Carb. Products,. 57 F. Supp. 248; Becker (vs) Electric 

Supplies Co., 98 F(2d) 356
1 “ . ..... <

See footnote 1, page 1 ' '
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significance of a prior secret use of an invention 

caused by lack of judicial perception of the dis

tinctions involved in two separate defenses available 

in a patent infringement suit (1) patent invalid for 

lack of novelty because anticipated by prior use of 

the same invention (2) that the patent is invalid 

because the patentee had, by competitive exploitation 

of his invention for more than one year prior to his 

application for a patent, forfeited his rights to a 

patent. Both defenses are encompassed by the phrase 

"prior public use" but different considerations 

govern them. In evaluating the first defense the 

basic test applied to prior use constitutes a subst

antial contribution to the art and whether knowledge

of such use is accessible to the public. The second 

defense is designed to discourage the prolongation of 

the patent monopoly by the inventor*"

The courts, in Rich (vs) Lippencott and Electric Storage 
x 37

Battery Co. (vs) Shimadzu, bring out the distinction between prior 

use and public use for more than one year prior to the inventor^ 

application. The latter case also contributes an excellent statutory 

history of both types of uses. Prior use refers to use or knowledge 

(reduction to practice) by others beside the inventor, whereas 

public use for more than one year originally referred to use by the
37

inventor or with his knowledge or consent, which in effect, is

37
See footnote 37, page 32



tantamount to an abandonment of the invention.

Furthermore, prior use must be prior to the inventor’s 

invention or discovery thereof, vzhereas the public use must be for 

more than one year prior to the inventor’s application date.Wen the 

public use is by the inventor, himself, it must necessarily be after 

his invention or discovery thereof, as explained below.

The long line of decisions on public use for more than one 

year, dwell mostly oh (1) the aspect of an objective holding out to 

the public generally that the inventor does not intend to take ad

vantage of the Patent Laws to monopolize his invention as constituing 

an intent to abandon the invention and (2) profits reaped from the 

public Use before filing a patent application as a prolongation of
39

the monopoly afforded by the Patent Laws.

If the courts consider public use for more than one year 

as an abandonment of the invention, it is presupposed that there 

has been an invention, and so a reduction to practice. In this one 

sense then it is similar to prior use. Since a reduction to practice 

is necessary for a public use for more than one year, then an experi

mental use can never be a public use for more than one year.If the 

device is used at a profit, it is evidence of the fact that it is 

no longer an experiment but has been successfully reduced to practice, 

as well as an indication of an attempted prolongation of the seventeen 

year monopoly afforded by the Patent Laws. Therefore, the courts have

38
Andrews (vs) Hovey, 123 U.S. 267, 124 U.S. 694; Glauber (vs)

H.Mueller Mfg. Co., 3,69 F.110
39

Smith (vs) Griggs Mfg. (vs) Sprague, 123 U.S. 249; Midland Flour

Milling Co. (vs) Bobbitt, 70 F(2d) 416, 421 C.C.A. 8 (1934) 
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stated that if the device -. is used primarily for profit, it is not
: 39.2

an experimental use but a public use for more than one year. , However,
39.2 

profit is not essential to make out public use.

Although public use for more than one year is usually 

considered as a constructive abandonment wherein the public use by 

the inventor or with his consent or knowledge demonstrates an intent 

to abandon, it has been held that public use by one other than the 

inventor without his knowledge or consent for more than one year
52

(two years under former statutes) constitutes such a public use 

for more than one year as will bar the inventor from obtaining a
39.1

valid patent.

This is true even if the public use is by one who fraud- 
40.2 

ulently and surreptitiously obtained knowledge from the inventor.
40 

However, there are cases to the contra.

It would appear that in these cases the inventor is charged 

with knowledge of such a public use for more than one yean much as 

in the common law cases of adverse possession or dedication of an 

easement to the public. In all three cases the title-holder loses 

his rights by sleeping on them for a definite time period during 

which another or others publically holds out -that he or they rather**

39 2
Elizabeth (vs) Pavement Co., 97 U.S. 126 (1878)

52
Sec.f7co£ the'Patent ;Act of 1839 (5 Stat. 80 page 354)

39.1
Andrews (vs) Hovey, 123 U.S. 267, 8 S.Ct. 101; Electric Storage 

Battery Co. (vs) Shimadzu, 307 U.S. 5, 59 S.Ct. 675; Hunt (vs) 

Lowe, Fed. Cas. 6891; Detroit Lubricator Co. (vs) Lunkenheimer, 

30 F 190; U.S, Electric Light Co. (vs) Edison Lamp Co.,51 F 24, 28
40.2

Lorenz (vs) Colgate, 77 U.S.P.Q., 138
40

Eastman (vs) Mayor of N.Y.C., 134 F. 844 (1904)
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than, the title-holder are 'the true owners. In all three cases the law 

charges the title-holder with the knowledge of the public use even 

though there is no actual notice. The only difference is that at 

common law the adverse possesser attains title to the land whereas in 

patent law the public attains title to the invention. There is not 

even this difference in common law cases of dedication of an ease

ment •

In such cases, it is evident that such public use for more 

than one year, in that it is by others than the inventor, appears 

to be similar to non-secret prior use. What is the difference, in 

kind, between a public use for more than one year and a true prior 

use (assuming prior use as a use not secret which is termed prior 

public use by many courts to distinguish from a prior secret use 

not tantamount to a prior use)? How would a so-called secret use 

(used by the courts to distinguish from a public use for more than 

one year) differ from a use which is not prior use (also called a 

secret use by the courts)? Both may occur by others than the inventor. 

Non doubt,a deliberate concealment and suppression of an invention 

would be neither a public use for more than one year, or a prior
24,30 

use. No decisions were found, however, in which the courts des

ignate whether a public use for more than one year must be more public 

than a prior use. Let us suppose the following hypothetical situation:

Suppose A, reduced a concept to practice before B, but B, 

after reducing to practice, publicly used the device for more than

24
See footnote 24, page 23

30
See footnote 30, page 31



one year prior to A’s application for a patent . Definitely here is not 

a case of prior use by B before A’s invention or discovery thereof. 

It is a case of public use by B for more than one year prior to A’s 

application. 1st: such a use by B required to be more public than a 

prior use, such as A’s use,■■.which will bar B from obtaining a patent? 

Would the kind of a use which might qualify as a prior use (in the sense 

that it was not secreted) always comply with the requirements of a 

public use?

The answers to these questions are not within the scope of 

this paper, since its object is only to point out the broad concepts 

in order to define their relationship to each other. Its main purpose 

is to distinguish the concepts broadly one from the other, rather than 

to minutel y describe each.

However, the confusion resulting from the terminology prior 

public use and public use applied by the courts to designate a prior 

use is evident. It all stems from the doubtful doctrine that a "secret 

use" is not a prior use, or to be a prior use it must be a public use. 

In ’ ?os‘r'' f3in .passinghfrom the subject of secret use, it is noted that
1

nowhere within R.S.4886 is there any indication that a "secret use" 

does not amount to a prior use. In fact, by principals of statutary 

interpretation, the fact that the word public was inserted in the 

public use for more than one year clause, and was conspicuously 

omitted before the not known or used by others clause, would indicate 

that Congress did not intend the clause to mean not publicly known 

or used by others.

1
See footnote 1, page 1
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The above decisions appear to form a definite pattern, 

may be described as a straight line chart of the conception. , 

and death-of an invention, and which is drawn below.
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IE?

Chapter V

Straight line chart of conception,

birth and death of invention.

C R
*-------- 4-----------------

Abandoned Experiment Abandoned Invention

C- Conception of an idea

R- Reduction to practice where invention occurs

Completion of one year of public 
f

use of -the invention

D- Point where the invention dies and

passes from the minds of men (lost art)

Point C represents the conception or germination of an 

idea in the human mind, much as a foetus is germinated in the womb. 

It marks the beginning of the prenatal period in the life of an 

invention. After C follows experimentation, construction, and tests 

in attempting to reduce the concept to a practical use at R. Until 

it is so reduced to practice the invention is not yet born in the 

eyes of the law but is still in the prenatal stage. The experiments 

are but "labor pains'.' Whatever constitutes a reduction to practice 

(and we are not concerned here with a definite definition),there 

is no legal invention until it occurs, just as a human being does 

not exist as such until he is born. Not only must there have been 

a reduction to practice but there must be sufficient evidence to 

convince the court of the reduction. Whatever evidence is required 
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to prove such reduction to practice, when it is so proven, it is the 

birth of invention. Reduction to practice is that point where an ex

periment ripens into an invention, just as in the common law of contracts 

there is that one point where preliminary contract negotiations (offer, 

acceptance, etc.) "click’1 into a full-fledged legal and enforceable 

contract. As in the law of contracts, where one body of law applies 

to the full-fledged contract different from the body of law applying 

to the preliminaries, so in patent law, one body of law applies to 

the prenatal stage between G-R different from that body of law apply

ing to the post natal stage of invention following the point R. There

fore, it would seem plausible that in patent lav; the primary issue is 

first, whether there has been a reduction to practice, just as in the 

common law of contracts the primary issue is whether a legal contract 

actually exists. If there has been such a reduction a certain bundle 

of legal relations should apply different from that bundle of legal 

relations applying where no reduction has been proved.

The prenatal area between G and R may be called the ex

perimental stage. Finally, the invention born at R may die at point 

D by passing completely from the minds of the inventor and all others 

acquainted with it. At this point it becomes a "lost art". Whether 

there is such a point D depends upon whether the courts actually up

hold the "lost art" doctrine. If not, one may state that the invent

ion lives forever, or at least, until that point is reached where the 

evidence of reduction to practice becomes so antiquated that such 

reduction to practice becomes impossible to prove. In fact, as has 

been stated above, there is some doubt as to whether the whole $lost 

art" doctrine is not based upon such an impossibility to prove red

uction to practice. As far as the court is concerned such a failure 

to prove reduction to practice is tantamount to no reduction to 

practice (R).



Between points R and D (or after R if there is no D) there 

is a living invention which, if not deliberately and successfully 

suppressed and concealed from the public, constitutes a prior know

ledge or use barring any other later inventor from ever obtaining a 

valid patent for the same invention. Hence, the area R-D may be des

ignated prior knowledge or use in those cases where the invention is 

not deliberately concealed and suppressed (assuming the cnurtsi uphold the 

"secret use" doctrine and it is not merely the situation where there 

is insufficient credible evidence to convince the court that R had 

ever been reached). Once the point R is reached and can be provenj 

without subsequent deliberate concealment and suppression, there 

is a prior knowledge. Any non-suppressed and non-concealed use at R 

or after R and before D is a prior use.Any use before R is an exper

imental use. If the concept is abandoned between C-R it is abandoned 

experiment and is no bar. If there is abandonment between R and D, 

it is abandoned invention, and a bar. The term invention should never 

be used until R has been reached. If the use by the first inventor, 

or by another person or persons, after R has been reached is public, 

for more than one year and in this country with no patent application 

having been filed, a point p’is reached , after which, the first invent

or as well as any other later inventors are barred from obtaining a 

valid patent for the same invention. Naturally, an experimental use 

cannot be a public use, since the former is between C-R and the latter 

is between R-D. F must be located somewhere between R and D since the 

public use must be of an invention and therefore can not begin until 

after R has been reached. Furthermore, P must be somewhere on the life 

line R-D at least one year after,reduction to practice (R) in order 

that there be one year's public use of the full-fledged invention.



It is possible that’p might never appear at all if there never was a . 

public use, if it was not for more than one year, or if the public use 

was not in this country.

R signifies a reduction to practice whether actual or 

constructive. Such a reduction to practice is presumed to occur on 

the filing date of an application for', aipatent providing the patent
- 41 - ..

later issues, or, in cases of interferences, providing the claims
■ ' : . ' 41.3

later becomes allowable by the Patent Office. If the application . 

does not issue into a patent and becomes abandoned, reduction to
41.1

practice on the application date will not be presumed. This 

presumed reduction is termed a constructive reduction to practice.

The logic of this rule of law is apparently based upon the theory 

that if the Patent Officers acbpdyto^ expert s/&>e-^ufficienti^ -cohVinced 

the required utility and operativeness of the device, from the or

iginal specification, to issue a patent, a presumption arises that 

there was sufficient actual utility at the time of the application,
41 to fulfill the requirements of an actual reduction to practice.

however, if the patent is not issued and is abandoned, then the appli

cation is merely evidence of a conception but-not of a reduction to

41
Alexander Milborn Co* (vs) Davis-Bourneville, 270 U.S. 390, 46 S, Ct. 

324; In Re Yonker 1935 C.D. 658, 461 0.G-., 10; Minn. Mining and Mfg. Co.

(vs) Coe, 1938 C.D. 100, 497 O.G. 766; Monarch Marking Co. (vs)

Denison Mfg. Co., 92 F(2d) 90; Fessenden (vs) Wilson, 48 F (2d) 422
41.3

Mark (vs) Greenanwalt, 32 App* D.C. 253, 138 O.G. 965
41/1

Miller (vs) Walker Patent Pivoted Bin Co., 138 F. 919; Fessenden 

(vs) Wilson, 48 F(2) 422; Article by Fredericko, 28 J.P.O.S. 160, 

March 1946; Interurban Ry. and Terminal Co (vs) Westin^LQUse Elec.
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practice, since the Patent Office has not been convinced of ,its utili-
■ 41.1'

ty. Since a mere conception, alone, is insufficient to constitute 

a prior knowledge or use, as shown in the above cases, the aband

oned application itself is not considered a bar. However, if the 

applicant can adequately prove h&tual. reduction at the time of filing,
41>41.1

it is an anticipation as of the date of the actual reduction.

The logic applied in holding a patent application which has ripened 

into a patent a reduction to practice, would not appear to apply to
41.2 

abstracts of abandoned applications published in the Official Gazette*

Another factor to be consid.ered is that an abandoned appli

cation which has never become a patent cannot be advanced as evidence 

of a prior use,since it is secret, and therefore unavailable to the 

courts in determining prior use. No such difficulty exists in cases 

of applications which have become patents or abstracts of abandoned
41.2 

applications v/hich have been published in the Official Gazette.

However, even if the abandoned application were available, how does 

it prove an actual reduction to practice? It is merely evidence of a 

conception of an idea.

Some courts have considered an application which has ripe

ned into a patent as tantamount to a printed publication as of the

and Mfg. Co., 18$,F 166, C.C.A. 6; Cornplanter Patent, Brown (vs) 

Guild, 23 Wall (90 U.S.) 181, 211 L.Ed. 161; Monarch Marking

Co. (vs) Denison Mfg. Co., 92 F(2) 90; United Chromium (vs) Gen.

Motors Corp., 11 F (Supp.) 694
41.1

See footnote 41.1, pages 49-50
41

See footnote 41, page 49
41.2

Notice of Jan. 25, 1949, 619 O.G. 258
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54 • ’ . . ■ ■ ♦
time of the filing. Apparantly,-it becomes a printed publication, 

ab initio, as soon as the patent issues. The same logic would appar

ently apply to abstracts of abandoned applications published in the
41.2' '

Official Gazette. Since this paper does not include a discussion 

of printed publications as a bar, no further comment will be advanced.

The patent law applicable to the prenatal area C-R is diff

erent than that applicable 'to the area R-D. Once R has been reached 

there is an invention, which if not deliberately, and successfully 

Concealed arid suppressed from the public, constitutes a prior knowledge 

■or use barring any other later inventor from obtaining a valid patent. 

This is true even if the device is abandoned after R and becomes an 

abandoned invention. If R has not been reached, and the device is 

abandonedjit is an abandoned experiment and will not bar another who 

has later invented the same device from obtaining a valid patent. Once 

R is reached-for the first time in this country the inventor becomes 

the first and original inventor in this country. The only time a prior 

invention by a first and original inventor in this country is not a bar 

is (1) if it is deliberately and successfully concealed and suppressed 

from the public, or (2) if it becomes a ’’lost art". Therefore,except 

for these two exceptions, prior invention is synonymous with prior 

knowledge or use and both constitute that part of the line to the 

right of R.

54
Old Town Ribbon and Carbon Co. (vs) Columbia Ribbon and Carbon Mfg.

Co., 159 F(2d) 379;Article by Fredericko, 28
41.2

See footnote 41.2, page 50

J.P.O.S. 160, March,1946
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If the point p is reached by the first inventor before he 

files a patent application, said inventor is barred from' obtaining a 

valid patent. According to some decisions stated above, if the point 

Pis reached by a later inventor^or by .any person ^before another and 

prior inventor files his application, it constitutes a bar to the is

suance af a patent to that prior inventor even though his reduction 

to practice was prior and he is the first and original inventor.

If R .is reached and there is thus invention, it may be ab

andoned somewhere between R and D so as to prevent the inventor from 

obtaining a patent. However, it might still bar a later inventor from 

obtaining a valid patent. For instance, if R has been reached by a 

first inventor and there has been concealment or laches in filing an 

application, the first inventor might be estopped from proving his 

prior reduction in an interference proceeding with a later inventor, 

resulting in a holding that the later inventor is the first and or

iginal inventor.- But, since the device is in the critical R-D (post 

natal’X area, it may still bar the later inventor from obtaining a 

valid patent unless there has been a deliberate suppression and conceal

ment from the public by the first inventor until the invention is red

uced to practice and a patent application has been filed by the later 

inventor. Thus, once the R-D stage is reached (with the exception of 

the "secret use" doctrine) it is always a bar to any later inventor 

in spite of any alteration in the rights of the inventor himself, where

as within the range C-R it is never a bar. It must be kept in mind 

that there are always three parties involved in such cases, the prior 

inventor, the later inventor, and the public. Thus}there are three se

parate bundles of legal relations as between the two inventors, as be

tween the first inventor and the public, and as between the second 

inventor and the public. Merely 'Because one such bundle is affected,
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does not necessarily change the character of* the second or third bundle.

The only doubtful case is where the device is conceived

by one, x, after the point G is initiated by one, y, and is reduced

to practice and patented by x before the point R is reached by y 

although y has been diligent from the time x entered the field until
56

y finally reaches R. It has been held in interference suits under 

such circumstances, that he who conceives first and is diligent from 

the time others entered the field to final reduction to practice, 

is prior to he who conceives later but who is first to reduce to 

practice. However, merely because conception plus diligence will 

win in an interference suit between two inventors, does not necess

arily mean that the patent which the winner receives will not be 

invalidated by the prior reduction to practice. As stated above in 

the discussion of "secret use" as a bar, the issue of whether the 

prevailing party to the interference may obtain a valid patent or not, 

is between the public and such winner* whereas the issue of the in

terference was between the two inventors.
57In Miller (vs) Hayman, the court stated:

"It must be remembered that patentability of an' 

invention is not involved in an interference proceed

ing. Whether either party should receive a patent* is 

not for us to determine here. We have to do only with 

the rights of the parties upon the question of. prior* 

ty of invention."

56
Harper (vs)- Zimmerman, 41 F(2d) 261, 268 D.G. Del. (1930); Walser

(vs) Scott, 285 F. 966, App. D.G. (1923)
57

See footnote 57, page 31
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However, in Automatic Weighing Machine Co. (vs) Pneumatic
4*3 ■ ■ - -Scale Co., a different court designated, that the only time drawings 

and.conception are enough to anti cipat eon. a later patentee is when 

diligence is shown in actually reducing to practicetfrom the time the 

other person entered the field. This would indicate that in cases of 

diligence, point R would fictionally be carried back to C so that for 

legal purposes they t/ny would be considered one and the same. Although- 

actually (insofar as actual reduction is concerned) the line remains 

the. same in such cases, by legal fiction, legal delations are deter

mined as though R was at C. The holding of the Automatic Weighing Mach

ine Co. was merely dicta since theiisBue at bar was whether drawings 

alone will constitute a reduction to practice. There was no diligence 

involved*

To constitute a bar as prior knowledge, conception (c) 

may be by one person and R by another, since this would, figuratively 

speaking, constitute a prior invention by others (the public), prevent

ing the later inventor from being the first inventor. However, in 

order to obtain a patent, C and R both must be by the same person, 

or on his behalf, since the statute requires him alone to be the inventor.

Reduction to practice, the key word In this chart, is a 

broad legal concept, but sunhepbnceptsnarerneBe*stary.r-b6v arrive at 

a logical summaryyof the law*

It is believed that if the overall relationship between 

the various concepts mentioned in the first of this paper are kept 

clearly in mind with the aid of a chart similar td> that described 

above, much confusion in legal language may be avoided.

4.3
Automatic Weighing Mach. Co. (vs) Pneumatic Scale Corp.,

166 F. 288, 92 C.C.A. 206 '

I
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Chapter VI

Distinction (vs) Prior

Knowledge ancl Prior Use.

ft
Nov/ that we have isolated the concept of prior use or 

knowledge as that portion of the line designated as R-D the ques

tion arises as to the distinction between prior knowledge and prior 

use.

Since the statute reads "not known or used", one would 

infer that either one or the other will suffice.

However, there are decisions which state that "bare know-
42

ledge without a use is never anticipation". Other decisions refer
43

to prior knowledge and use as essential to anticipation.

Prima facie, if "bare prior knowledge" is insufficient

as a bar without a prior use, there is an inference that the defini

tion of prior knowledge includes prior use. If such is true then the 

or use portion of the statute is superfluous. If a prior knowledge 

and a prior use are essential (evidently inferring that the defini

tion of prior knowledge does not include a prior use) then one would 

expect the statute to read and rather than or.

The questions resolved are whether prior use is essential 

to the prior knowledge referred to in the statute, and whether prior

42.
Stephens (vs) Felt, Fed* Cas. 13368a; DeKando (vs) Armstrong, 37

App. D.C. 314; Bartholemew (vs) Sawyer, Fed.Cas. 1070, 4 Blatch 347 
43

Western Tube (vs) Rainear, 156 F.49, 159 F. 431; Ajax Metal Co. (vs)

Brady Brass Co., 155 F. 409; Corona Cord Tire Co. (vs) Dovan Chem.

Corp., 276 U.S. 358, 72 L. Ed. 610
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knowledge is .a prerequisite for prior use.

If it be kept in mind that reduction to practice (R) is 

required for either prior knowledge or use (R-D), then the issue 

resolves to what constitute a reduction to practice (R).

• If prior use is prerequisite to a reduction to practice, 

then it follows, that it must be a prerequisite for a prior knowledge. 

On the other hand if prior knowledge is essential to reduction to 

practice, then it must be a prerequisite to prior use.

There are decisions holding that a use is not always
44

prerequisite for a reduction to practice. Some of these holdings, 

as in the Imperial Brass Manufacturing case, the Leon case, the Gor-
44

ona Cord Tire case, and the Simmons case, indicate that drawings 

shown to others are sufficient without even an actual embodiment 

of the machine, while cithers, such as the Stitt case, and the Allis
44 

case, require at least a specific embodiment of the machine or device.
44

The Stitt case required that the anticipating device 

be complete and obviously capable of producing the same result as 

the patented device without the necessity of a use. The court stated 

that ordinarily the invention must have been tested and found satis

factory, although' some devices are' so simple that no test is nec

essary so long as a single full scale embodiment of the device was 

completed. The Imperial Brass case held that knowledge by others of 

a device in a form adapted to practical use before its alleged inven

tion by an applicant for a patent, constitutes an anticipation and 

renders it unpatentable, although it was not actually used. The facts

44
See footnote 44, page 6
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of the case showed only drawings disclosed to others. The Automatic 

Weighing Mach. Co. case, the G.E. case, the Dovan ©hem. case and the 

Leon case all held that where the conceiver made known his invention 

to another and exhibited drawings or a model, such disclosure, if of 
sufficient fullness to enable one skilled in^art to construct the device, 

completed the invention within the meaning of the patent laws, with 

full effect as an anticipation.■Howeverthe Automatic Weighing Mach.
4 • 3 

Co. was reversed on this point, and the holding of the Dovan dec

ision appears to be merely dicta.

Furthermone, in the majority of these cases, wherein the 

court held anticipation without an actual embodiment or test, there 

were drawings and descriptions in writing disclosed to others, which, 

in effect, amount to a bar as a printed publication, wherein reduction 

to practice is not a consideration. Hence, it is uncertain whether 

the decision were based on the disclosure being a printed public

ation for more than one year prior to the application or on prior use.
44

The Allis case required, only, that the anticipating device be
44 

capable of a practical use. The Simmons case held that, although 

actual construction and use is the best evidence of its prior dis

covery, it is not essential if discovery has been so manifested that 

one skilled in the art would be able to reproduce it.

There are also a long line of decisions requiring prior
44.1

use as .essential to a prior knowledge.

4.3
See footnote 4.3, page 54

44
See footnote 44, page S

44.1
Detroit Lubricator -Mfg.GO'. .(v)Renchard, 9 F 293, G.C.Mich. 1881;

Piper (vs) Brown, Fed. Cas. 11180 C.C.A. Mass. 1870; Thomas-

Houston Electric Co-. (vs) Ohio Brass Go., 130 F. 542



.In Harper (vs) Zimmerman, the court stated that novelty of 

a machine or manufacture is not negatived by prior unpublished draw

ings no matter how completely the drawings may exhibit the patent-
46

ed invention. This holding is affirmed in the Detroit Lubricator
47

and other cases. Note that reference was made to unpublished draw

ings, whereas those cases referred to in the proceeding paragraphs 

involved drawings disclosed to others (published drawings).

The court in the Detroit Lubricator case stated that actual 

use was a requirement for reduction to practice. No exceptions were
47

included. In the Simonds case the court held that anticipatory 

matter which has never gone into a practical use, is to be narrowly
47

construed. The Howe case required the making of a complete machine.
47 47

The Piper and Thomas-Houston cases stated that actual use is a 

condition precedent to reduction to practice.

45
Harper (vs) Zimmerman, 41 F(2d) 261

46 •-
Detroit Lubricator Mfg.1 Go. (vs) Renchard, 9 F. 293, 297, C.G.Mich.1881

47
Reeves (vs) Keystone Bridge Co., 5 Fish 456, Fed. Cas. 11660; Winans 

(vs) N.Y. and H.R. Co., Fed. Cas. 17664; Electric R.R. Signal Co.

(vs) •Hall R.R. Signal Co., 6 Fed. 603; Automatic Weighing Mach. Co.

(vs) Pneumatic Scale Corp., 158 F. 415; Uhlmann (vs) Bartholomae 

and Leicht Brewing Co., C.'C. Ill. 1887, 41 F. 132; Simonds Rolling 

Match Co. (vs) Hathorn Mfg. Co., 90 F* 201; Howe (vs) Howard, Fed.

Cas. 6775, 1 Fish Pat. Cas. 160; Piper (vs) Brown, Fed. Cas. 11180, 

C.C.A. Mass. 1870; Thomas-Houston Electric Co. (vs) Ohio Brass Co., 

130" F. 542; Parker (vs) Hulme, Fed. Cas. 10740, 1 Fish Cas. 49



In reviewing the apparently conflicting cases, the‘decision
■ 44 

of the court in the Sydeman case is perhaps appropriate. The court 

stated:

"Decisions involving this often litigated ques

tion of actual reduction to practice may be divided 

into three general classes. The first class includes 

devices so simple and of such obvious efficiency 

that the complete construction of one of a size 

and form intended to be used, and capable of pract

ical use, is held sufficient without a test by actual 

use. The second class consists of those where a machine

embodying every essential element of the invention, 

having been tested and its practical utility for the 

intended purpose demonstrated to reasonable satis

faction, has been held to have been reduced to prac

tice notwithstanding it may not be a mechanically 

perfect machine. In other words it is sufficient red

uction to practice although a more desirable commer

cial result may be obtained by some simple and obvious 

mechanical improvement, or by substituting another 

well known material for the one used in the original 

construction, as for example, metal for wood, cast 

metal for sheet metal and the like. The third class 

includes those where the machine is of such a character 

that the particular use for which it is intended must 

be given special consideration and requires satisfact- 

44
See footnote 44, page 6
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tory operation in the actual execution of the object

It is obvious that prior use means a successful test of 

the machine, article, process, or compound, proving that the new 

and useful improvement is as alleged. If the thing is so simple that 

it is obvious that it will work successfully, the courts have deemed 

that an actual test is not necessary. The decisions in each case 

depend upon the particular facts.
47.1

Field (vs) Knowles gives an excellent review of the law 

concerning reduction to practice and prior use.

The only addition to the Svdeman case deemed appropriate, 

are those cases cited above wherein only drawings are required to 

constitute prior use. Since these cases are few in number, a defense 

of prior knowledge or use based only upon such drawings is a weak 

defense. This is especially true in view of the fact that most of 

the decisions holding that drawings alone are sufficient;expressly 

specify that such drawings must have been disclosed to others or made 

public, making it tantamount to a printed publication wherein no 

reduction to practice is ever required.

Cases involving compounds and processes should follow 

the logic of the Sydeman case. However, the properties of chemical
55 

compounds and the results of chemical processes are not predictable

47.1
Field (vs) Knowles, 183 F(2d) 593, 86 O.G. 373

55
G.E. Co. (vs) Lace Phillips Co., 233 F 96; Ex Parte Chamberlain

1931 C.D. 10; Ex Parte Kharasch, 19 U.S.P.Q. 185; Corona Cord Tire

Co. (vs) Dovan Chem. Corp., 273 U.S. 692
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and, hence, in such cases, an actual test would probably always be re

quired.

The only exceptions to the rule of the Sydeman case are

(1) where the patent application is considered as a constructive red

uction to practice, and (2) where conception plus diligence is con

sidered a fictional reduction. In the former case, the court assumes 

utility, if the Patent Office is sufficiently convinced of such utility 

from the four corners of the specification to issue a patent.

It is concluded from the above decisions that since prior 

use is not always essential for reduction to practice, it is not always 

essential for prior knowledge, which requires reduction to practice.

The next question is whether there can be a prior use as 

referred to in the statute, without a prior knowledge.

It is generally agreed by the courts that an accidental 

use or use without knowledge is insufficient to constitute a red

uction to practice which will anticipate a later patentee of the
49

same device, process or product, although an accidental disclosure

49
Eibel Process Co. (vs) Minnesota and Ontario Paper Co., 43 S. Ct. 32^,

261 U.S. 45; H.K. Aeger and Sons (vs) Scott and Williams, 63 F(2d) 229, 

reversing 57 F(2d) 242, C.C.A. N.Y. 1933; United Chromium (vs) Inter

national Silver Co., 60 F(2d) 913; United Verde Copper Co. (vs) Pierce

Smith Converter Co., 7 F(2d) 13; Woodbury Patent Planing Mach. Co. (vs) 

Kieth, 101 U.S. 479; Karfiol (vs) Rothmer, 165 F. 923; Western Tube Co. 

(vs) Rainear, 156 F. 49, 159 F. 431;Janette (vs) Folds, 38 F(2d) 361;

Munising Paper Co. (vs) American Sulfite Pulp Co., 228 F. 700; Toch (vs)

Zibell Damp Resisting Paint Co., 233 F 993; J.C. Ferguson Mfg. Works (vs)

American Lecethin Co., 94 F(2d) 729; American Stainless Steel Co. (vs)

Rustless Iron Corp, of America, 2 F. Supp. 742; Ashcraft (vs) National
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50
m a printed publication constitutes an anticipation as a printed 

publication. But if the benefits dr ensuing results from such use 

are appreciated or recognized and it is known what is being used,
51

it is an anticipation. Therefore, it is not necessary that the one 

who previously used the process to accomplish the same result under-
51 49

stood the scientific principal. Howener, the United Chromium case 

stated that chance success without knowing what such success depended 

upon and without being able to rely upon reproducing it will not 

anticipate. ‘

The conclusion from the above decisions is that there can 

be no reduction to practice, and, hence, no prior use, as referred 

to in the statute, without a prior knowledge.

Hence, on the straight line chart, when R is reached, there 

must always be a prior knowledge but not necessarily a prior use. Prior 

use might occur simultaneously with and as an element of prior knowledge 

at R in those cases where it is necessary for reduction to practice, but 

in other cases, it might not appear at all or it might appear at some 

point between R-D.

Theatre Supply Co., 25 F. Supp. 426; Balaban (vs) Polyfoto Corp.,

47 F. Supp*. 472; Livesay (vs) DrdTet, 38 F. Supp. 885
50

App. of Seid, 161 F(2d) 229; In Re Von Bramer, 542 O.G. 183, 127

F(2d) 149
51

Balaban (vs) Polyfoto Corp., 47 F. Supp. 472; Toch (vs) Zibell Damp

Resisting Paint Co., 233 F. 993
49

See footnote 49, pages 61,62
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Chapter VII

Proposed Amendment to the Patent Laws 

in Relation to Prior Knowledge or Use.

53
The new proposed amendment to the Patent Laws makes no 

attempt to clarify (1) whether a "secret use" is a prior use and if 

so (2) what constitutes such a "secret use" and (3) the distinction 

in kind, between such a "non secret" prior use and a public use 

for more than one year before an-application is filed and (4) whether 

an invention once reduced to practice may become a "lost art" which 

will not anticipate.

Sec. 101 (g) states that an invention shall not be cons

idered new or capable of being patented if the invention'was in fact 

invented before the applicant’s invention thereof, by another who had 

not abandoned the invention and who was using reasonable diligence 

in adapting and perfecting the same.

It is suggested that conceived should be substituted for the 

word "invented" and the word conception should be substituted for the 

word "invention" (second occurence), since it is felt that the word 

invention should be reserved to designate a point reached after red

uction to practice.

Although the proposed amendment makes no mention of "secret 

use", the Preliminary Draft of the Revision .and Amendment of the
58

Patent Laws, Chapter 2, Sec. 24, proposed that no patent shall be

H.R. 9133, 81st Congress, 2nd Session
58

Proposed Revision and Amendment of the Patent Laws (Preliminary Draft

With Notes), U.S. G-ov. Printing Office Publication.
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refused, or. if granted, held to be void, soley on account of the 

invention having been known or used by some other person, before 

his invention or discovery thereof, unless it was disclosed or used 

in the United States by such other person in such a maimer that it 

had become available to the public, or described in a printed public

ation, before the date of the application for patent.

This proposal, if it had been adopted, would appear to be 

more than a mere codification of existing law, since it requires 

that the invention be made available to the public in order to 

constitute a bar, whereas the courts require only that it not be 

deliberately and suscessfully suppressed and concealed from the public.

Many inventions while not available to the public, are 

also not deliberately and successfully suppressed and concealed from 

the public. For instance, take the case of an employee of a corporation 

who invents a process which is witnessed by other employees and is 

recorded in research reports according to corporation procedure, which 

reports are read in due course by other employees. It is finally de

cided that either due to lack of importance or current market demand, 

or lack of finances, or due to patent office rules preventing full 

patent protection commensurate with the necessary disclosure, it 

would be advisable not to file a -patent application. The weight of the
34 

courts’ decisions in such a case would indicate that the use by the 

corporation was a prior use which would bar a valid patent to a later 

inventor even though the invention was not available to the public.

34
See footnote 34, page 33
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Chapter VIII

Conclusions

In conclusion it is felt that in order to codify existing
1

law, R.S. 4886 should be amended by substituting not reduced to 

practice by another person or persons for "not known or used by others" 

and by inserting between the last word "therefor" of the statute and the 

"period" thereafter, the words "provided that no invention which has 

been reduced to practice by any person or persons in this country and 

thereafter deliberately and successfully suppressed and concealed from 

the public until reduced to practice by a later inventor believing him

self to be the first and original inventor thereof, shall bar said later 

inventor from obtaining a valid patent therefor.

The proposed changes comply with the tenure of the courts’ 

decisions forbidding deliberate suppression and concealment of the 

invention rather than the mere non-publicity of the invention.

The language of such a statute would force the courts to 

determine prior knowledge cases on the basis of reduction to practice, 

an expression well known in the field of patent law.

The main issue would then be, as it should, has there been a 

reduction to practice by another in this country?

Since reduction to practice is the key expression used by 

the courts in deciding such cases, it would appear proper to adopt it 

into the statute.

1
See footnote 1, page 1
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Furthermores this language would settle once and for all the 

confusion of "secret use" and "lost art" since the only test to be 

applied once reduction to practice is established is whether the in

vention so reduced to practice was deliberately and successfully supp

ressed and concealed from the public.

It is believed that such language is in full accord with 

the majority of court decisions on the subject.



General Gonelusloris

It is concluded that:

A. As a general rule of patent law, although an experimental 

use which is later abandoned, will never anticipate a patent 

to a later inventor for the same invention, once such experi

ment is reduced to practice, whether it is later abandoned or 

not, it becomes a prior invention which constitutes a prior 

knowledge or use barring any later inventor, believing himself 

to be the first and original inventor thereof, from ever ob

taining a valid patent for the same invention.

B. But if an invention is reduced to practice and is there

after deliberately and successfully suppressed and concealed 

from the public until reduced to practice by a later inventor, 

who, believing himself to be the first and original inventor 

thereof, has diligently filed a patent application therefor , 

it will not bar said later Inventor from obtaining a valid 

patent therefor.

C. Both prior knowledge and prior use require reduction to 

practice.

D. Every prior use requires a prior knowledge but every prior 

knowledge does not require a prior use.

E. In view of conclusions A and B, R.S. 4885 should be amended 

by substituting the words not reduced to practice by another 

person or persons for the vzords "not known or used by others" 

and by inserting between the last word "therefor" of the statute 

and the "period" thereafter, the words provided that no invention 

reduced to practice by another person or persons in this country



(68) • • . -

and-thereafter deliberately suppressed and concealed from the 

public until reduced to practice by a later inventor, believing 

himself to be the first and original inventor, thereof, shall 

bar said later inventor from obtaining a valid patent therefor*


