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Attorneys practicing in the intellectual property arena often face ethical dilemmas that are 
much different from the run-of-the-mill ethics questions. For example, intellectual property 
attorneys rarely face questions about the balance of their trust accounts or whether they may 
permissibly have a personal relationship with their clients. Even the commonly encountered 
issues of conflict of interest and duty of loyalty often involve a unique twist when they arise in 
the context of the prosecution of a patent application or registering a trademark. This paper will 
provide an overview of the sources of rules and guidelines related to professional responsibility 
for intellectual property attorneys and then will pose specific real-life examples to which those 
rules and guidelines must be applied. 

Source of ethical rules 

Intellectual property attorneys can look to three sets of rules and guidelines, two of which may 
govern their conduct; the third is advisory only. These are: 

1. The American Bar Association's Model Code of Professional Responsibility and its 
successor, the Model Rules of Professional Conduct; 

2. The rules of each state's bar licensing associations (and in some cases, local bar 
associations); and 

3. The United States Patent and Trademark Office's Canons and Disciplinary Rules. 

The American Bar Association ("ABA"), as part of its mission to serve the needs of the legal 
profession, has adopted suggested rules for the internal governance of the practice oflaw. The 
ABA adopted the Model Code of Professional Responsibility (the "Model Code'') in 1969, the 
Model Rules of Professional Conduct (the "Model Rules'') in 1983. The Model Code and Model 
Rules have formed the basis of many of the rules of the various states' bars and, although 
technically without any binding authority, have on several occasions been applied in federal 
court to determine the outcome of a motion to disqualify counsel.1 The ABA's Standing 
Committee on Ethics and Professional Responsibility is engaged in the ongoing revision of the 
Model Rules and provides assistance to federal and state jurisdictions as needed in the 
consideration and adoption of the Model Rules. 2 

The licensing body for attorneys in each state typically administers and enforces the ethical rules 
adopted in that state. Alternatively, the state bar association takes that role. The primary source 
materials that states use to develop their own set of ethical rules are the Model Rules and Model 
Code. Both have been adopted in whole or in part in numerous states. These local rules are 

1 See, e.g., European Cmty. V. RJR Nabisco, Inc., 134 F. Supp.2d 297, 304 (E.D.N.Y. 2001Xreferencing the Canons 
of the Model Code as the proper reference for the court); In Re: American Airlines, Inc, AMR Corporation, 972 F.2d 
605 (5111 Cir. 1992)(distinguished with respect to standard ofreview but followed with respect to the application of 
both state and national standards of ethical attorney behavior); In Re: Dresser Industries, Inc., 972 F.2d 540 (5111 Cir. 
1992)(distinguished as to standard ofreview by the 5111 circuit, criticized by the 7th Circuit with respect to the 
applicable test for hearing a request for a writ of mandamus but again, followed with respect to the application of the 
ABARules). 
2 Overview of American Bar Association Activities, January 2002, at 33. Viewed at < 
http://www.abanet.org/ftp/pub/media/oveivw2002.pdf> (February 5, 2003). 
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often the most important source of attorney regulation since they usually carry the most onerous 
penalties for failure to comply. Penalties can range from sanction to disbarment.3 

The U.S. Patent and Trademark Office ( .. PTO" or "Office") adds a third layer gloss over ethical 
issues. The PTO's Canons and Disciplinary Rules, codified at 37 C.F.R. 10.20 et. seq., govern 
proceedings before the Office. They apply to attorneys engaged in "an application, a 
reexamination, a protest, a public use proceeding, a patent interference, an inter partes trademark 
proceeding, or any other proceeding which is pending before the Office.',4 A violation of the 
PTO Rules may lead to a reprimand or to suspension or exclusion from the Patent Bar and from 
all involvement with the PTO and the practice of patent and trademark law.5 

Although there are no general, federal ethical rules, federal circuit courts have, as noted above, 
used the Model Rules, the Model Code and the local rules applied by district courts when 
determining (pursuant to an appeal or a request for a writ of mandamus) whether or not an 
attorney or firm mat continue to represent a client in federal court following an allegation of 
conflict of interest. 

Duties generally under the various rules and codes 

The rules of professional responsibility, whether they are promulgated by the ABA, PTO or local 
state bars, share several common themes. These include requirements that attorneys: 

(a) be competent to represent their clients; 
(b) be diligent with their work for clients; regularly communicate with their clients; 
( c) maintain as confidential their work product on behalf of, and the correspondence between 
them and, their clients; and 
( d) be loyal to their clients, representing only those to whom they can devote their attention 
without personal or professional conflicts of interest. 

3 See e.g., MD RULES Rule 16-72l(a). For members of the Maryland State Bar, "One or more of the following 
sanctions or remedies may be imposed upon an attorney for professional misconduct: (1) disbarment by the Court 
of Appeals; (2) suspension by the Court of Appeals; (3) reprimand by the Court of Appeals or, with the attorney's 
consent, by the Commission [the Attorney Grievance Commission of Maryland]; (4) conditional diversion in 
accordance with a Conditional Diversion Agreement entered into pursuant to Rule 16-736; and ( 5) termination of a 
disciplinary or remedial proceeding accompanied by a warning pursuant to Rule 16-735." See also, 27NCAC 2 
.0123(a). For members of the North Carolina State Bar, ''upon the final determination ofa disciplinary proceeding 
wherein discipline is imposed, one of the following actions will be taken: {l) Admonition . . . (2) Reprimand ... (3) 
Censure, suspension or disbarment." See also 15 V AC5-60-701.2.b. For members of the Virginia State Bar, "if the 
[disciplinary] board concludes that ... there has been presented 'clear and convincing' evidence that the respondent 
has engaged in misconduct, then the board shall ... impose the following sanction: {l) dismissal with terms; (2) 
issuance of an admonition or public reprimand, with or without terms; (3) suspension of the license of the 
respondent for a stated period not exceeding five years; or (4) revocation of the license of the respondent." 
4 37 C.F.R. § 10.l(s)(2002). 
5 See 37 C.F.R. §§ 10.130, 10.158 (2002). 
6 See supra n. 1. Because circuit courts, including the 2nd and 5th circuits have used not only the New York or Texas 
or other applicable state bar rules but also the ABA Rules, the latter may in some ways be considered "national" 
rules. 
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The nature of the practice of intellectual property law can raise special issues under each of these 
requirements. The remainder of this paper will discuss specific situations that may arise in an 
intellectual property attorney's regular practice. 

Multi-State Practice 

The practice of intellectual property law rarely takes place solely within one state or judicial 
district. The vast majority of transactions involving intellectual property take place between 
parties from different states or with the PTO and often invoke a third state's law or contain a mix 
of federal and state law issues. This gives rise to the question of whether an attorney who is not 
licensed in a state may nevertheless represent a client in a transaction that takes place in that state 
or is governed by that state's law. Although on the surface the question is one of competence, 
that consideration often is not the only factor that enters into the ethical decision. 

In a recent case dealing with the issue of whether an out-of-state attorney could practice in 
California7

, the allegation of the unauthorized practice oflaw may have arisen not so much out 
of a concern about the attorneys' competence as out of the desire of the local attorneys to reserve 
work from local clients for themselves. The outcome of that proceeding was that the out-of-state 
attorneys were prohibited from receiving fees for services provided while physically in 
California conducting negotiations and participating in an arbitration. 

Until recently, no set of ethical rules addressed multi-state practice. The ABA now has 
attempted to fill that gap by adopting Model Rule 5.5. This Rule, which has not yet been 
adopted by any state professional responsibility regulator, permits an attorney to provide services 
on a temporary basis in a state where the attorney is not admitted if: 

(a) the attorney engages local counsel; 
(b) the services are reasonably related to a proceeding in which the attorney is authorized to 
appear (i&.. pro hac vice); 
( c) the services are reasonably related to alternative dispute resolution for a proceeding that is 
pending in a jurisdiction where the attorney is admitted; or 
( d) the services are reasonably related to the attorney's practice in a jurisdiction where he is 
admitted. 

The last provision would seem to cover the majority of transactional work engaged in by 
intellectual property attorneys and should provide guidance to local bars that consider the issue. 
In any event, an attorney asked to handle a matter that will require the attorney to work outside 
his or her own state should advise the client of the fact that he or she is not licensed to practice in 
the pertinent state and should engage local counsel when necessary for issues peculiar to that 
state's law. 

7 Birbrower, Montaldo, Condon & Frank, P.C. v. Superior Court, 949 P.2d I (Cal. 1998). 

CHARJ\687951_ 3 703 



Conflict of Interest 

The second ethical issue commonly faced by intellectual property attorneys is conflict of interest, 
particularly as to subject matter. 

Rule 1.7 of the Model Rules governs conflicts of interest and provides: 

(a) A lawyer shall not represent a client if the representation of that client will be 
directly adverse to another client, unless: 
(1) the lawyer reasonably believes the representation will not adversely affect the 

relationship with the other client; and 
(2) each client consents after consultation. 

(b) A lawyer shall not represent a client if the representation of that client may be 
materially limited by the lawyer's responsibilities to another client or to a third 
person, or by the lawyer's own interests, unless: 
(3) the lawyer reasonably believes the representation will not be adversely 
. affected; and 

( 4) the client consents after consultation. When representation of multiple clients 
in a single matter is undertaken, the consultation shall include explanation of 
the implications of the common representation and the advantages and risks 
involved.8 

The comparable Model Code provision, replaced by MR 1. 7 read, "except with the consent of his 
client after full disclosure, a lawyer shall not accept employment if the exercise of his 
professional judgment on behalf of the client will be or reasonably may be affected by his own 
financial, business, property or personal interests."9 The Model Code added that a lawyer 
should "decline proffered employment if .. .it would be likely to involve him in representing 
differing interests, except ... a lawyer may represent multiple clients if it is obvious that he can 
adequately represent the interest of each and if each consents to the representation after full 
disclosure of the possible effect of such r~resentation o~ the exercise of his independent 
professional judgment on behalf of each." 0 

A situation in which an attorney is directly adverse to one of his client's interests, such as 
representing clients on opposing sides of a lawsuit, are relatively easy to identify and rarely 
cause ethical dilemmas because the rules are clear and specifically address the issue. More 
challenging are situations that fall under the purview of Model Rule 1. 7 (b) because they may 
"affect the quality of the lawyer's representation." These include positional, or issue conflicts 
where, for example, representing a client in one matter may be detrimental to the interests of a 
second client in another matter. These also include concerns with sequential representation of 
clients, in which the confidential information learned from one client may bleed over into, and 

8 Annotated Model Rules of Professional Conduct (hereafter ''Model Rules"), R 1.7 (2000). 
9 Model Code of Professional Responsibility (hereafter, ''Model Code") DR 5-l0l(A)(as cited in the Model Rules, at 
96) 
10 Id., at DR 5-105(A), (C). 
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affect a lawyer's representation of, a client who later comes to him or her for advice on a similar 
issue. 

This issue arises quite often in transactions related to intellectual property. For example, 
attorneys who negotiate and draft software licenses may perform that service for a variety of 
clients and in so doing, face an equal number of potentially adverse parties in the companies that 
are the other contracting parties to these deals. Must an extensive conflict analysis be performed 
for all of the parties to each software license that an attorney reviews to make sure that the firm 
does not represent the other side in some capacity? This issue generally is not a problem in small 
firms or in firms that focus on a single client, but in a larger firm, the chance that a firm attorney 
has performed work for one or the other party in a transaction becomes far greater. 

If a firm has performed work for the opposing party in a transaction, what type of work will give 
rise to a conflict? Does the fact that a firm has performed any work at all for the other party 
preclude the attorney from advising a client in the transaction? If a firm performs work for a 
client related to registration of trademarks, is that firm precluded from being adverse to that 
client in a suit for a breach of a materials supply contract for a different product? What if the 
current representation is a patent infringement suit? The general rule, of course, is that when the 
prior representation resulted in the lawyer or the firm gaining confidential information that 
would be of use in the current representation, then a conflict of interest is present and the current 
representation is not permitted. Where is the line drawn in the foregoing examples? Often firms 
attempt to construct a "Chinese wall" that is intended to prevent access by attorneys involved in 
a current representation to confidential information previously received by other attorneys in the 
firm. How practical is that in a small firm? Another approach is to obtain a waiver of conflict 
from both parties under which each party is informed of the situation and asked to consent to the 
current representation. A twist on that approach involves the firm choosing one party as the 
primary client and asking the other party to consent to all future representation of the first party. 
This usually occurs when one of the clients is much larger and more likely to need the services of 
the attorney and the firm in the future. 

A related concern is determining what constitutes representation and when representation begins. 
One pitfall is intentionally or unintentionally permitting a potential client to contact the firm and 
to inform it of facts related to the matter for which representation is sought prior to a firm 
attorney actually accepting representation. This type of disclosing communication most often 
occurs via a firm's website. Many firms provide a link to the email address of each firm attorney 
in the biographical information about the firm's lawyers. When a prospective client sends an 
email communication to an attorney setting forth in some detail the particular facts that underlie 
a request for representation, the firm, through that attorney, may be deemed to have received 
information that must be kept confidential. The duty of confidentiality extends to prospective 
clients as well as existing ones if an attorney-client relationship is deemed to have been formed. 11 

This would preclude representation of an opposing party in the future even if the attorney 
declines representation of the prospective client. To prevent this, a common fix is to interpose a 
notification similar to the following message warning the client not to provide such information: 

11 Model Rules, R. 1.8. 
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NOTICE: If you are not an existing client, do not send to us any information 
about any matter until you have received from us an engagement letter setting 
forth the terms under which we will represent you. Until that time, no 
information that you provide will be treated as confidential. 

The best method is to require a prospective client to click on an "I accept" in a separate window 
that contains the foregoing message thus indicating assent to those terms. This will provide 
some assurance that no attorney-client relationship has been created merely by receipt of an 
unsolicited email communication. fu most states, the creation of an attorney-client relationship 
depends on the reasonable expectations of the prospective client. 12 Notification and acceptance 
as a prerequisite to sending an email provides evidence that a prospective client should 
reasonably have known that no relationship could be formed solely through that unsolicited 
contact. 

Other Potential Conflict Situations 

Other issues that create ethical dilemmas for intellectual property attorneys arise from the duty of 
loyalty and specifically, from this duty's invocation of the attorney/client privilege. How far 
does that privilege extend? For example, can a paralegal forward the results of a "knockout"13 

search to a client? The work product doctrine will provide protection for information and 
documents prepared by an attorney and his agents, 14 so a report prepared by a paralegal under the 
attorney's direction and supervision is likely to be protected from disclosure. What if the 
paralegal forwards the results directly to the client? This is a more troublesome situation. 
Arguably, the paralegal is acting under the supervision of the attorney, but without actual review 
of the findings by the attorney, that argument may not prevail. To be safe and to avoid any 
unauthorized practice of law claims, to say nothing of any potential for malpractice, an attorney 
ought to review all reports sent to the client. 

How far can you extend the attorney-client or work product privileges when you obtain 
unfavorable search results? Do you send the client any communication at all when a potentially 
conflicting mark is found? What is your duty if the client insists on adopting the mark anyway? 
This area is particularly difficult. As to the legal duty to perform a search, generally the answer 
is there is none. One court has gone so far as to confirm that there is no duty to obtain an 
attorney's opinion.15 Once a search is conducted, however, questions arise as to how extensive 
the search should be and what follow-up investigation should be performed. Facing the 
questions of adequacy of clearance searches, the decisions of two courts show significant 

12 See generally, Model Rules, R 1.8, Comment 2: "A person who communicates information unilaterally to a 
lawyer without any reasonable expectation that the lawyer is willing to discuss the possibility of forming a lawyer-
client relationship is not a "prospective client" within the meaning of paragraph (a) [defining who is a prospective 
client]." 
13 A preliminary search of state and federal registered trademarks focusing primarily on registered marks that exactly 
matches the proposed mark. 
14 Fed. Rule Civ. Proc. 26(b)(3). 
15 Nabisco, Inc. v. PF Brands, Inc., 191 F.3d 208 (2d Cir. 1999). 
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disagreement on this issue.16 In any event, an attorney should assume that any results of that 
search will be discovered despite the most vigorous efforts to shield it through privilege. 

What is the duty to former clients? Assume that you represent a franchisor and assist the 
:franchisor in obtaining federal registrations for its trademarks. That representation ends. Several 
years later a :franchisee requests your help in handling a suit against the :franchisor, alleging that 
the :franchise violates several state :franchise laws and the federal registration requirements. 
What if in the same suit is a claim by the :franchisor that the :franchisee is selling products that are 
deceptively similar to the :franchisor's goods? At least one court has held that representing the 
:franchisee is acceptable so long as (a) there is no "substantial relation'' between the previous 
representation of the :franchisor (or in other words, no confidential information obtained in the 
first representation is relevant to the second r1resentation) and (b) no evidence of the attornef s 
actual use of confidential information exists.1 In the referenced case, the task of registering 
trademarks the court deemed ''perfunctory'' where, despite the franchisor's claim of deceptive 
similarity, the elements composing the :franchisee's goods were in no way derived from the 
:franchisor's materials. 18 

Turning to an example that may invoke considerations of professional courtesy rather than 
strictly ethics, what is an attorney's duty when she receives an email from an opposing party's 
attorney that was meant for his client and that outlines his entire litigation strategy? Must the 
attorney delete it without reading? What if she reads part of it before realizing the opposing 
attorney's mistake? 

Conclusion 

As the examples above indicate, the practice of intellectual property law frequently and 
inevitably raises thorny ethical questions. Multi-jurisdictional practice, positional conflicts and 
questions of privilege are the norm, not the exception. As a result, intellectual property attorneys 
need to familiarize themselves with the ABA, state and PTO rules governing professional 
conduct and to approach each representation both diligently and responsibly. 

16 Compare Int'l Star Class Yacht Racing Ass'n v. Tommy Hilfiger, U.S.A., Inc., 80 F.3d 749, 38 U.S. P. Q. 2d 
1369 (2d Cir. 1996)(additional history, vacated in part on other grounds) with Sands, Taylor & Wood Co. v. Quaker 
Oats Co., 978 F.2d 947 (71h Cir. 1992)(additional history with respect to other issues). 
17 Original Appalachian Artworks, Inc. v. May Department Stores Co., 640 F. Supp. 751, 755 (N.D.lli. 1986). 
is Id. 
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