
\l ADVOCACY 

• EndRun informs its attorney, Esquire, that it expects to be sued for patent 
infringement in the near future. Since Endrun has not yet been served with a 
complaint, may Esquire counsel his client that now would be a good time to perform 
a yearly file clean out? 

~• Al: NO. Rule 3.4(a). An attorney may not obstruct another party's access to evidence if the 
attorney should reasonably know that the evidence is or may be the subject of discovery 
or subpoena in any pending or imminent proceeding. 

Q2: Bullet Dodge is an attorney who has agreed to pay a damages expert witness for his 
or her testimony at trial contingent upon the outcome of the case? Any violation? 

A2: YES. Rule 3.4. Comment 3 

While assisting Leslie Lawyer with the preparation for an appeal, Ivan Inventor 
tells the attorney that he lied at trial about when he conceived of the invention that 
was patented and the subject of the trial. A false !l!Y~~$~n da~~ coukf,.}Jl,Y&.r 
impacted the !!i~!'s out~_ome. Should Leslie Lawyer inform the court? 

• 'f 
J A3. ~uie 3.3. Comment 6. 

~iril fred fdes a patent i)lfringement suit without independently verifying any 
of the Any violation?~ - .... 1 ii d ..invr:,. 

A4: According to Rule 3.1, a suit is "not frivolous merely because the facts have not 
een fully substantiated or because the lawyer expects to develop vital evidence only 

be discovery. 

In moving that an att?rney be disqualified !s c11~el in a trial, the moving pa~ty 
argues that the opposmg party could have~rese~n\ ,!!t_e_l!!ed ,!!>_~$' opposmg 
party's counsel as a witness because the attorney had prepared an opinion letter 
prior to litigation regarding the patent infringement at issue. Is such an argument 
in a motion ethical? 

AS: YES. Rule 3.7. Comment 4. It is relevant that one or both parties could reasonably 

J ~=b:: ::::.~;:~up::b~~ :: •f:~:::~e:::::;::,
0

::id du:my 
~: review of the case, that the defendant willfully infringed." Is this statement by an 

attorney to the jury within the bounds of ethics? 

A6: NO. Rule 3.4(c). An attorney shall not assert a personal opinion as to the culpability of a 
civil litigant. 

Q7: Attorney Al attaches his own affidavit to a complaint filed by the Al, who truly 
expects his sworn facts to be verified upon the completion of discovery? 

A7: YES. Rule 3.3. Comment 2( An;~t know that an assertion before a court is 
true or believes it to be true on the--bas;s of a reasonable inquiry. , 
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MacroComputer in-house corporate attorney promises an employee hired from a 
competitor that the confid~iality of communications between the employee and the 
attorney will be maintained. Any violation? ~ 

AS: YES. The attorney's duty of CQnfidentiality runs to the corporation. Rule 4.3 requires 
that a lawyer make reasornfuie" efforts to correct an unrepresented person's 

B 
misunderstanding of the lawyer's role. 

," Patentee Pat informs the Lawyer Larry that she has just become aware of a prior 
art reference that is more relevant than any other item of prior art that is of record. 
Patent validity and enforceability are at issue in the case. Must Lawyer Larry 
reveal t~ference to tt'ecourt? 

A9: YES. Rule 3.3. Comment 2. Assuming the attorney plans to argue that the most 
pertinent art is before the court, the failure to disclose the reference may be seen as an 
affirmative misrepresentation. 

Smith represents XYZ Corp. You represent ABC in an action against XYZ. You 
file a document request and Smith responds that no responsive documents exist. 
However, during a deposition, you happen to see two documents on the table in 
front of Mr. Smith, amongst his other papers, which are clearly responsive to your 
document request. Do you have an obligation to report that Smith has committed 
an ethics violation? 

AlO: YES. Rule 8.3 requires you to report knowledge that another attorney has committed a 
violation that raises a substantial question as to that lawyer's honesty and trustworthiness. 
Smith appears to have violated several rules, including Rule 8.4 concerning attorney 
misconduct, Rule 3.4(a) concerning fairness to an opposing party, and Rule 4.1 
concerning truthfulness in statements to others. 

Yes or No. Can a licensed lawyer 3 years out of an accredited law school and who 
during that time has engaged exclusively in the preparation and prosecution of 
patent applications before the PTO avoid appointment by a court to represent a 
person in a criminal matter solely because of the nature of his practice and 
experience? 

Al 1: NO. Rule 6.2 and the accompanying comment suggest that this would not be proper 
absent a showing that the lawyer lacked competence to handle the matter. Such a 
showing is highly unlikely here. The answer might be different for an attorney twenty 
years out of law school under similar circumstances. 

f9 Realizing financial or other benefit from improper delay in litigation is a legitimate 
interest of the client, and hence may be pursued by a lawyer. True or False? 

A12: FALSE. Rule 3.2 (comment 1). 

Fair competition in the adversary system permits that a lawyer pursues obstructive 
tactics in the discovery process. True or False? 

A13: FALSE. Rule 3.4 (comment 1) 
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ATTORNEY/CLIENT RELATIONSHIPS 

Q14: You are a patent agent. You agree to file a trademark application for one of your 
best clients. The application goes abandoned because of your unfamiliarity with 
trademark practice. Any violation? 

A14: YES. You failed to provide competent representation. See Rule 1.1. In a civil suit for 
malpractice, courts uniformly hold a nonattomey the standard of care of a reasonable 
attorney. Here, you improperly held yourself out as a competent trademark lawyer. As a 
patent agent, you will also be subject to discipline by the PTO. 

Ted's appeal brief, as filed, contained a hand stamped CONFIDENTIAL mark on 
it. Ted later prints out a copy of the brief from the firm file server, which does not 
include the C~FIDENTIAL stamp on it, and gives it to John at his new firm to use 
as a template. Any ;iolaiio.i"? 

A15: YES. Rule 1.6 provides that a lawyer shall not reveal information pertaining to the 
representation of a client unless the client consents after consultation. The Comment to 
Rule 1.6 states that the duty of confidentiality continues after the client-lawyer 
relationship has terminated. 

Q16: You would like to withdraw from all representation of Penniless, Inc., due to the 
past due account. If Penniless cannot pay the bills, can you withdraw even if the 
filing date for the Penniless' Federal Circuit appeal brief is only weeks away. 

A16: YES. Rule l.16(b) optional withdrawal is allowable if: (5) the representation will result 
in an unreasonable financial burden on the lawyer. The comment states that a lawyer 
must talk all reasonable steps to mitigate the consequences of the termination. 

efendants offer to settle for $10,000 a case presently on appeal from a [phrase as 
government contract or international trade] case decided against it at $5 Million. 
This settlement amount is so ridiculously small that you don't even bother telling 
your client about it Have you violated any Rules of Conduct? 

Al 7: YES. Rule 1.4 provides that "A lawyer who receives an offer of settlement in a civil 
controversy should promptly inform the client of its substance unless prior discussions 
with the client have left it clear that the proposal would be unacceptable." 

Q18: Your client tells you that he has plenty of money, but he is never going to pay you 
for the work you did. You demand full payment from the client and state that he 
cannot have his file until he pays at least half of the past due account. Any 
problem? 

A 18: YES. Rule 118(1) provides that a lawyer may not impose a lien upon any part of a client's 
files, except upon the lawyer's own work product, and then only to the extent the work 
product has not been paid for. This work product exception shall not apply when the 
withholding would present a significant risk of irreparable harm to the client. [check rule] 
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Q19: A foreign company contacts you by phone and asks you to represent it in an appeal 
before the Federal Circuit. You discuss the parameters of your engagement, 
including your fee, by phone. Must you follow up with a written engagement letter 
or retainer agreement? 

Al 9: YES. Rule l.5(b) provides: "When the lawyer has not regularly represented the client, 
the basis or rate of the fee shall be communicated to the client in writing." 

Q20: Potential Client calls Ben Barester, regarding possibly filing an appeal in the 
Federal Circuit, twenty days after judgment is entered against it by the trial court in 
a patent infringement trial. While speaking with Barester, Potential Client says it 
will need to think about it. Three months pass and now the client wants to file the 
notice of appeal. Any violation? [CHECK] 

A20: YES. Barester did not advise her of the upcoming filing date for the notice of appeal, 
violating both his duty to communicate and his duty to give competent advice. 
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CONFLICTS 

(J Q You represent PF ARMMA in a patent matter regarding a prescription drug against \ ,,.p the DDRUGZ company. You realize that you represented DDRUGZ five years ago 
/ in a minor unrelated employment law matter. Are your barred from representing 

PFARMMA against DDRUGZ? 

A21: NO, assuming you obtain consent from PF ARMMA. A client may consent to a 
representation despite a conflict of interest. ABA Rules of Prof. Conduct, Rules 1.7, 

I 
1.10; FDIC v. U.S. Fire Ins., 50 F.3d 1304 (5th Cir. 1995). 

{:?3) May a lawyer participate in a bar association effort to effect a legislative change if v' the change is known to serve some of the lawyer's client's interests but will be 
adverse to the interests of one of that lawyer's clients. 

A22: [check this answer, because I significantly changed the question] See Rule 1.7. 

You build ~database for Client A. You are also doing patent prosecution 
for Client B in a generally unrelated technology. However, a prior art reference 
known to you through Client A's database may be material to the patent ability of 
Client B's newest invention. Is there a duty to disclose during Client B's patent 
prosecution for the new invention the prior art known from Client A's database? 

A23: YES. However, you have no duty to search the database. [Rules?][check Molins,Akron] 

Q24: You work in the patent section of a general practice law firm. You represent Paul 
Patentee. Someone else in the firm represents, in an unrelated matter, the 
lnfrinter's insurer who would have to pay if Paul Patentee wins his suit. Infringer 
and not the insurer is defending against patentee. Can you represent the patentee? 

A24: YES, if the patentee gives consent. 

Q25: May a lawyer represent two clients in a patent infringement suit where the accused 
infringing devices substantially differ from each other if the lawyer is not required 
to take adverse positions? 

A25: Rule l.7(a) refers to adversity with respect to a "position taken or to be taken" in a 
matter, rather than adversity taken with respect to the matter or the entire representation. 
Thus, an attorney may represent the tow clients so long as the position to be taken is not 
adverse. Rule 1.7 (see comment 4). 

r', '1tp. An attornei(!!inV@i~taking a position for one client in a Federal Circuit appeals v~ brief that is adverse to the interests of another client. When just before oral 
arguments the attorney learns about the conflict, does the lawyer violate the Rule 
1. 7 if he proceeds with the argument? 

A26: ??? Unless a lawyer is aware that representing one client involves seeking a result to 
which another client is opposed, Rule 1. 7 is not violated by a representation that 
eventuates in the lawyer's unwittingly taking a position for one client adverse to the 
interests of another client. Rule 1. 7 ( see comment 3). 
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Q27: Following joint representation of two infringing devices, both being held infringed, a 
lawyer who provided the joint representation for two clients in the liability phase of 
a bifurcated patent infringement trial, seeks to represent either one of the parties in 
the damages phase of the trial, where the issue is what reasonable royalty the 
patentee will get. Assume that one infringer has a low profit margin while the other 
infringer has a high profit margin. Can the attorney represent one of the infringers 
when both parties have differing interests in the outcome of the question of how 
infringement profits should be taken into account in determining a reasonable 
royalty. 

A27: YES. If a lawyer would not be required to take adverse positions in providing joint 
representation of two clients in a liability phase of a case, it would be permissible to 
undertake such a limited representation. Then, after completion of the liability phase and 
upon satisfying the requirements of Rule 1. 7 and any other applicable rules, the lawyer 
could represent either one of the parties as to the damages phase of the case, even though 
the other, represented by separate counsel as to the damages phase of the case, might 
have an adverse position as to that phase of the case. 

\ 
.\. When prosecuting a patent for client A, she discloses to you some prior art which 
includes a patent you prosecuted for client B. Can you argue an interpretation of 
client B's patent, with respect to client A's patent's validity that helps client A. 

A28: NO. You probably cannot take a position on it. You cannot take a position that is 
adverse to one of your clients. If you had client B at a former firm, it's possible that a 
different attorney at your new firm could take over client A. 

Q29: May a client waive the prohibition that "[a] lawyer shall not represent a client if 
that representation will be directly adverse to another client," in the same matter. 

A29: NO. Interests in preserving confidence in the adversarial process and the administration 
of justice preclude permitting a lawyer to represent adverse positions in the same matter. 
Rule 1.7(a) prohibits this with or without client consent. 

Q30: You will represent on appeal to the Supreme Court the winner of a Federal Circuit 
case that has great national notoriety. As part of your fee, you acquire the literary 
rights for a book deal on the "inside look" at the case. Any problem? 

A30: YES. An agreement by which a lawyer acquires literary or media rights concerning the 
conduct of the representation creates a conflict between the interests of the client and the 
personal interests of the lawyer. Measures that otherwise be taken in representation of 
the client may detract from the publication value on account of the representation. 
However, Rule 1.8(d) does not prohibit a lawyer from entering into an agreement, with a 
client after the conclusion of the representation, giving the lawyer literary or media rights 
to information relating to the representation. 
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HODGEPODGE 

Q31: An inventor working on a cure for SARS finally gets the very complicated chemical 
formula figured out on May 15, 2003. He picks up the 2001 phone book, sees an ad 
offering a patent for $500 and calls. Is the advertiser bound to $500? 

A31: NO. Under Rule 7 .2 (h)(2), an attorney who advertises a specific fee or hourly rate, or 
range of fees for a particular service, shall honor the advertised fee for at least ninety 
days, or for advertisements in media published annually, the advertised fee shall be 
honored for no less than one year following initial publication unless otherwise stated as 
part of the advertisement. . , ./ :- ' t{. . . •".l\l,•.l r 
While investigating a client's ~I~i!ll..f!!LI!__. a_tent. infringe~~· 'pti~;•:~ ·;i~g ~: action, 

~- attorney Smith interview~J§onm..!~!~Jll~-e!!_!p!oy~ One year later, after filing 
the action, Smith sends a proposed affidavit to that employee., Any rules violation-'t<•· .. ·> 

l.. ,. ""I ,,_ u~r 
A32: NO. Smith has not violated Rule 4.2 prohibiting communication with a party represented 

by counsel without consent of counsel. The comment to the rule indicates that when an 
attorney is representing an organization, this limitation applies to persons having a 
managerial responsibility on behalf of the organization, and any person whose act or 
omission may be imputed to the organization. 

Q33: TRUE or FALSE. An attorney may not serve as a director, officer or member of a 
legal services organization that services persons having interests adverse to a client 
of the attorney. 

A33: FALSE. Rule 6.3. An attorney can serve as a director, officer or member, but may not 
participate in decisions that adversely affect a client of the attorney. 

Q34: TRUE OR FALSE: If an attorney has knowledge that a judge has committed a 
violation of the judicial rules that raises a substantial question as to the judge's 
fitness for office, the attorney must always inform the appropriate authority. 

A34: FALSE. Although an attorney is obligated to report violations of the rules, Rule 8.3 (c) 
creates an exception when reporting the violation would disclose a client confidence. 

Q35: TRUE OR FALSE: An attorney may advertise prices for specific services. 

A35: TRUE: An attorney may advertise the kinds of services that an attorney will undertake; 
and the basis on which fees are determined, including prices for specific services and 
payment and credit arrangements (Rule 7.2, Comment, paragraph 2). 

Q36: During representation of a client in patent litigation, a client suggests to his attorney 
that the attorney withhold information from the court that could undermine the 
client's case. Is the attorney required to withdraw from the representation? 

A36: NO. Under Rule 1.16 (Comment), the attorney is not obligated to withdraw unless the 
client demands such action. 

8 



You are arguing a Federal Circuit appeal, and a Supreme Court case dispositively 
resolves an issue in the case in favor of your opponents. Your opponents have 
omitted that case from their brief. Do you alert the Federal Circuit? 

Under Rule 3.3(a)(3), you must bring the case to the court's attention. 

Q38: You are the most senior partner in your firm. After a grueling trial, you leave for a 
one-month safari in Africa. While away on vacation, you leave all of your cases in 
the capable hands of your favorite sixth-year associate. When you return to work 
the next month, you are shocked to discover that the associate ignored your cases, 
thereby causing one of your biggest clients to miss a critical deadline. Could you be 
subject to discipline? 

A38: YES. You could be subject to discipline for the associate's violation of the rules under 
Rule 5.1 because you had direct supervisory over the associate. 

Q39: If a lawyer represents a client with respect to one or two of the client's areas of 
interest, is the lawyer required to inquire about the client's full range of issues? 

A39: NO. Unless it is clear to the lawyer of any affiliated lawyer that there is a potential for 
concrete adversity between the interests of the lawyer or firm. Rule 1.7 (see comment 3). 

Q40: May an attorney justify failing to respond to a government agency inquiry 
concerning a client on the grounds that his health is poor and he is attempting to 
retire? 

A40: NO. In re Jamieson, 98 Wash. 2d 865 (1983). State Department of Revenue contacted 
the attorney six times and he failed to respond. The attorney was suspended from the 
practice of law for 60 days because of continued neglect. 

Q41: May an attorney be disciplined for neglect of client's legal affairs? 

A41: YES. In re Carmine, 559 A.2d 248 (Del. 1989). Attorney was suspended from practice 
for two years for failing to keep clients informed of the status of their cases, failing to 
perfect an appeal, failing to pursue negotiations, or to file suit, among other things. 

Q42: May an attorney tell a client that a case is progressing through various stages of 
litigation when that is not the case? 

A42: NO. In re Barry, 90 N.J. 286 (1982). Young attorney suspended from practice for three 
months and ordered to continue psychiatric treatment for failing to perform any work on 
several clients' files over a period of four or more years and telling the clients that their 
cases were progressing. The court considered as mitigating factors the attorney's marital 
problems, his full cooperation in the investigation, and the problems inherent in giving a 
young attorney in a thriving firm responsibilities beyond his capacity. 
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ADDITIONAL QUESTIONS: 

Q43: 

Q44: 

Firm asserts patents of Client A against Target B; Client A - using different counsel - is 
also asserting those same patents against Company C, who is also a Firm client (but in an 
unrelated area). Problem? 

Outside Attorney is on Acme's litigation team in a copyright infringement case against 
Nadir, which has a protective order that restricts access to confidential information to 
outside attorneys. While case is pending and after Attorney has seen Nadir's confidential 
financial and technical information, Attorney is offered corporate counsel position at 

( Q45: 

Acme. Do ethical obligations preclude her from accepting the position? 

[Take a quote from a Fed. Cir. Opinion and mischaracterize it to some degree. Problem?] l 
Q46: 

Q47: 

Q48: 

Attorney represents an individual inventor who lost a patent infringement case at trial. 
During Attorney's preparation of the appeal, the inventor is hospitalized and is receiving 
psychotropic medications. Inventor gives directions to Attorney regarding the handling 
of the appeal that if followed would, in Attorney's opinion, seriously jeopardize the 
chance for success on appeal. May the attorney disregard those directions? 

Attorney loses a client's patent application, which turns up three months later. Breach of 
any ethical duty? 

G / 

Attorney drafting a patent contributes his/her own ideas to the invention and thus is 
arguably a co-inventor. Does Attorney breach any ethical duty by declining to list 
himself as a co-inventor, due to his opinion that it would run counter to the nature of the 
attorney/client relationship [a patent can be invalidated if an inventor is purposefully 
omitted]. 

Attorney renders an opinion fqr:,dientAJhat includes an a ssment that client B's patent 
may be invalid. Conflict? 43/es~,~$_r:e~~n~ Y~:... E!~~cs,. ]17_~~-a u what if 
client A never asserted the patent against client "13? 'What if the patent were not owned by 
client B but was exclusively licensed by client B, would the reasoning of the opinion 
apply to noninfringement opinions as well?] 

Q50: 

Q51: 

Junior patent attorney drafts patent application and intends to include Prior Art Reference 
in the information disclosure statement of the application. When senior patent attorney, 
supervising Junior, reviews the application, she says not to disclose Reference. Any 
violation by Junior? [yes, but need to research to find opinion/case where junior attorney 
got "slammed"] 

[check out Solomon v. Kimberly Clark, Fed. Cir., regarding derivation] 

Q52: Does duty of candor trump duty of confidentiality? [check Fed. Cir. Molins v. Textron; 
Akron polymers] 

Client offers to pay for the time and travel of a former employee who will be deposed as 
a fact witness in patent litigation. Any violation? 

Q54: Attorney gives client an opinion on noninfringement of patent and client seeks to have a 
different litigation attorney in the same firm represent the client in litigation. May the 
firm accept the representation? 
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Sample Ethics Questions 
From April 9 Teleconference 

Control of Information 

* client perjury 
* scenario analogous to Lake Pleasant, bury the dead, case discussed in teleconference: 

When does attorney have to reveal client confidences? 
*pre-litigation tactics/information with unforeseen consequences later in litigation 
*document retention: how dark does the cloud have to be on the horizon to preclude 

document destruction 

Overzealous Advocacy 

* rude conduct to court personnel; unwarranted requests for extension of time 
* collegiality breakdowns requiring depositions to take place adjacent chambers 
* witness badgering 
* mischaracterization in summation regarding, e.g., witness credibility 
* asking questions which elicit an objectionable answer 
* mischaracterizations of trial record: 

/,,/ Q: On appeal of a summary judgment [add specific facts for Fed. Cir. Practice area], 

C\' Ardent Attorney argues that the trial court committed error when it failed to consider [add 
x.__. specific facts]. Reliable Lawyer argues in response that Ardent's evidence was not 

before the trial court. The disputed evidence is not in the appellate appendix; the trial 
record is unclear because the trial court chose not to include portions of the record so as 
not to clutter the file. Is Ardent ethically precluded from arguing that the evidence was 
considered? 

A: No, if Ardent can truthfully cite to the original evidence. Model Rule 3.3 requires 
candor toward the court: "A lawyer shall not knowingly (1) make a false statement of 
fact or law to a tribunal.. .. " [note that prior to the 2002 version, the Model rule referred 
to "material" factually false statements]. See also Model Code DR 7-102(A)(3). The 
Preamble states broadly that a lawyer is an "officer of the legal system and a public 
citizen having special responsibility for the quality of justice" and that a lawyer should 
"demonstrate respect for the legal system and for those who serve it, including judges, 
other lawyers and public officials." [Is there a case or opinion reference to Northern 
Alabama practice?] FRAP 28(e) requires that references in the brief to any part of the 
record unreproduced in appellate appendix must be to the page of the original document, 
e.g., Transcript p. 231 and that references to evidence whose admissibility is in 
controversy must cite the pages of the appendix or of the transcript at which the evidence 
was identified, offered, and received or rejected. Federal Circuit Attorney Discipline 
Rule 2 provides that an act or omission by an attorney that violates the FRAP or the 
Federal Circuit Rules may be the basis for discipline. 

Conflicts 
*noted as possible area for questions. 
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