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Introduction

The seminal event of virtually every patent case, where the relief sought is either a 
finding of infringement or a finding of invalidity or unenforceability, remains the trial court’s 
claim construction. After Markman, the trial courts have developed a variety of procedures and 
techniques for the mechanism of the claim construction. Accused infringers and patent owners 
have also added their ideas to the mechanism mix. The most prevalent mechanism today is a 
summary judgment motion, either following a freestanding Markman claim construction 
procedure/proceeding, or encompassing the claim construction in the motion adjudication as the 
necessary first step. Opinions from the United States Court of Appeals for the Federal Circuit 
("‘Federal Circuit") for the first nine (9) months of 2003. show well over 60% of the appeals 
handled by the Federal Circuit result from a summary'judgment decision, rather than from a final 
judgment after trial. (This, despite the fact that the reversal rate in summary' judgment cases is 
very high now.)

Whether the trial courts and parties have adopted dispositive motion practice as a "tail-
backwards” way of getting an interlocutory review of the claim construction rulings without 
going through a full trial, or not, it currently is the technique of choice. (Its only real 
competition, the preliminary injunction, suffers from a precedential impermanence regarding any 
claim construction ruling, including one from the Federal Circuit, as Transonic Systems. Inc. v. 
Non-Invasive Medical Technology Corp, has reconfirmed yet again).

Irrespective of how claim construction gets to the Federal Circuit, the odds of holding the 
claim construction reached below remains well below what reversal rates in the geographic, local 
circuit courts of appeal would project. In better English, the percentage reversal rate shown by 
this year’s Federal Circuit opinions reaching claim construction is appearing to exceed the 50- 
60% “danger zone” that has led to enraged outcries from the trial bench and bar before. (See 
Table attached; for the best up-to-date statistics, check out www.patstats.org)

While the twelve wise men and women who make up the active judges on the Federal 
Circuit continue to apply the same basics of claim construction and interpretation (or at least they 
say they do), the opinions reviewed in this paper show once more how even the basics appear to 
change and evolve, never reaching a solid, anchored center. Facts drive application of the law, 
and that may result in consistent theories of claim construction being misinterpreted by 
commentators as being inconsistent and conflicting, because of how the facts drove the analytical 
process.

But, then again, it may just be that there is among the court inherent inconsistency and 
divergence views regarding claim construction rules, and differing approaches to application of 
intrinsic evidence/extrinsic evidence under those rules to the task of construction.

What follows is a brief commentary regarding the Federal Circuit’s recent cases reaching 
issues of interest and controversy in regard to claim construction. (June - October 2003) The 
cases commented upon are presented after the commentary, organized by the author’s view of 
the principal claim construction issue or topic addressed in each selected case; and excerpted at 
length to focus on the court’s analysis. Both precedential and non-precedential cases are 
presented (the non-precedential identified as “Rule 47.6” matters), because even the non- 
precedential opinions give some insight into the court's chosen analytical tools.
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Commentary

Overview

The Federal Circuit’s 2002 decision in Texas Digital set the intrinsic/extrinsic world on 
its ear, raising dictionaries from their position as "quasi-intrinsic”/extrinsic to super-intrinsic, 
with a bang. As was expected, such a violent diversion from the norm led to a perturbation in 
the precedent. Other panels of the court are starting to recover, and the pendulum is swinging 
back. See. e.g. Alloc, Inc. v. U.S.I.T.C. The effective date of the dictionaries, which the Texas 
Digital panel said could be as of the issue date of the patent-in-issue, rather than its earliest 
effective filing date, was an even bigger surprise to some: that, too, has disturbed the 
precedential continuum and has still to be mended.

Texas Digital is starting to be worn down by panels who do not share the desire to turn 
dictionaries into ‘'one stop shopping” for Markman purposes, and the specification and 
prosecution history have staged a comeback as construction tools.

The “single embodiment” controversy (whether a specification that in § 112. 511 terms 
discloses but a single embodiment, whether named “preferred” or not, limits claims to that 
embodiment), appeared to be over earlier in 2003. But it’s coming back from the grave - maybe.

Particular claim structures and types of limitations - preambles, means plus function 
limitations, transitional phrases, viz. “having”, Markush groups - all drew attention. A 
substantial surprise in regard to means plus function limitations where the related structure is 
software appeared in Elekta, much to the chagrin of the dissentor and, quite probably, to a 
number of claim drafters in the software and electronics/semiconductor arts.

Preservation of claim construction issues for appeal was also addressed in the circuit’s 
June - October 2003 cases, with caution required. Preliminary injunction claim constructions 
continued to be evanescent in nature. An earlier claim construction in a case did not qualify for 
collateral estoppel effect at least under certain circumstances, but construction of a limitation in a 
parent application likely will control through related cases.

Claim Construction Methodology

Uncertainty over how the total bundle of intrinsic evidence is used in proper claim 
construction continues. Is it all to be used simultaneously: claim terms in issue, rest of 
specification (including other claims), and FH with/without Texas Digital super-intrinsic 
dictionary evidence, or are the claims terms to be given their “plain, ordinary and accustomed 
meaning to one of ordinary skill in the relevant art,” and only then is the remaining intrinsic 
evidence to be used to “check” to see if that meaning was deviated from? In other words, is the 
main body of intrinsic evidence confined to use to confirm the “plain, ordinary and accustomed 
meaning,” determined independently, such as by use of Texas Digital, super-intrinsic dictionary 
evidence?

Prima Tek II, L.L.C, v. Polypap. S.A.R.L., appears to vote for the latter, limited 
confirmatory function of the main body of intrinsic evidence. This is not in consistent accord 
with other current and prior Federal Circuit precedent, where all of the intrinsic evidence is 
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reviewed, seemingly as a whole, with no elevation of the plain meanings (and. likely. Texas 
Digital super-intrinsic dictionaries), of the claim terms over all other intrinsic evidence. See 
Alloc v. U.S.I.T.C..

Claim Differentiation as Claim Construction Tool

The court continues to recognize and apply the non-binding concept of "claim 
differentiation” as a claim construction tool where appropriate. AK Steel Corp. r. Sollac and 
Ugin; SunRace Roots Enterprise Co. v. SRAM Corp. (’‘While we recognize that doctrine of 
claim differentiation is not a hard and fast rule of claim construction, it does create a 
presumption that each claim in a patent has a different scope. ... That presumption is especially 
strong when the limitation in dispute is the only meaningful difference between an independent 
and dependant claim and one party is urging that the limitation in the dependant claim should be 
read into the independent claim”)

Preserving Validity Through Choice of Construction

The court also continues to recognize the “construe to preserve validity“ concept, but it 
too, like “claim differentiation”, does not bind, even in a pinch. Omega Eng g. Inc. v. Raytek 
Corp.', Abbott Labs. v. Baxter Pharm. Prods.', Honeywell International. Inc. v. U.S.I.T.C.

Dictionaries

1. Dictionary dates.

One of the startling points made by the Texas Digital panel was that dictionaries showing 
a meaning for a “to-be-construed” claim term as of the issue date of the patent (see 308 F.3d at 
1202-03), were probative, super-intrinsic evidence of the plain meaning of such terms to one of 
ordinary skill in the art. That seemed to set on its ear the well-established principal that 
satisfaction of § 112 1, 2, at least, were measured as of the filing date of the application. The 
court noted this inconsistency in Inverness Med. Switz GmbHv. Werner Lambert Co., 309 F.3d 
1373 (Fed. Cir. 2002), but didn’t resolve it. The issue still has not been explicitly resolved. 
Pieczenik v. Dyax Corp, (not settled on date: filing vs. issue date, re dictionary—no alleged 
change in meaning between dates, no need to decide which date should fix meaning)

Eventually, the court should restrict dictionaries to the correct date, the earliest effective 
filing date (which is the presumptive invention date).

2. Dictionaries Continue to Be a Tool of Choice.

The circuit has continued to use dictionaries in the Texas Digital claim construction 
hierarchy. Anchor Wall Systems. Inc. v. Rockwell Retaining Walls, Inc. (Merriam-Webster 
Collegiate Dictionary, Webster’s 3rd New Int’l Dictionary); Intellectual Property Development 
Inc. v. VA-Columbia Cablevision of Westchester (“high frequency”, Dictionary of Scientific & 
Technical Terms; Webster’s 7th New Collegiate Dictionary); Abbott Laboratories v. Syntron 
Bioresearch Inc. (“non-diffusively bound”, Webster’s 3d International Dictionary). Treatises 
have also been used as definitional sources.
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Specification as Claim Term Construction Tool

The specification remains a principal claim construction tool, albeit favored by some 
panels more than others. Glaxo Wellcome Inc. v. Andrx Pharmaceuticals. Inc. ("When a claim 
term has an accepted scientific meaning, that meaning is generally not subject to restriction to the 
specific examples in the specification); Akamai Technologies, Inc. et al. v. Cable & Wireless 
Internet Services; Abbott Laboratories v. Syntron Bioresearch Inc.; (need reasonable clarity, 
deliberateness and precision for patentee’s lexicography to narrow definition of claim term - if 
are two alternative definitions for term at issue in specification, not defined to satisfy Renishaw. 
doesn’t narrow); SunRace Roots Enterprise Co. v. SRAM Corp. ; Genzyme Corp. v. Transkaryotic 
Therapies, Inc. (“chromosomally integrated”) [Linn, dissent, says reading limitation from 
specification into claims); Cordis Corp. v. Medtronic Ave. Inc.; Arlington Industries. Inc. v. 
Bridge Post Fittings, Inc.; Transonic Systems, Inc. v. Non-Invasive Medical Technology Corp.

Single Embodiment as Claim Limiting

For the most part, the Federal Circuit had been setting the bar higher and higher in this 
area, where the argument on claim construction is that, for § 112, 1 or other claim construction
reasons, the claims must be interpreted as limited to only the disclosed single/preferred 
embodiment, even if not explicitly so limited. Simmons, Inc. v. Bombardier, Inc.

The Federal Circuit had came down very strongly in 2002 - early 2003, in a number of 
cases, against the “single embodiment” concept, as a construction tool limiting the scope of 
claim elements. See, e.g., SunRace Roots Enterprise Co. v. SRAM Corp. :

We have recently held that “claim terms take on their ordinary 
and accustomed meanings unless the patentee demonstrated an 
intent to deviate from the ordinary and accustomed meaning of 
a claim term by redefining the term or by characterizing the 
invention in the intrinsic record using words or expressions of 
manifest exclusion or restriction, representing a clear 
disavowal of claim scope.” Teleflex, Inc. v. Ficosa N. Am. 
Corp., 299 F.3d 1313, 1327 [63 USPQ2d 1374] (Fed. Cir. 2002).

We believe the district court erred in relying on various statements 
in the written description to conclude that the term shift actuator 
should be limited to a device containing the cam structure of the 
preferred embodiment....The district court determined that 
those statements, in connection with the absence of any 
disclosure of a shift actuator other than one using a cam 
mechanism, had the effect of limiting the definition of shift 
actuator to a device that includes a cam.

The quoted statements do not sufficiently evidence an intention to 
depart from the ordinary meaning of “shift actuator.”...

The district court regarded this case as analogous to ATD 
Corp. v. Lydall, Inc., 159 F.3d 534 [48 USPQ2d 1321] (Fed. Cir. 
1998), and SciMed Life Systems, Inc. v. Advanced
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Cardiovascular Systems, Inc., 242 F.3d 1337 [58 USPQ2d 1059] 
(Fed. Cir. 2001), in which claim language was limited based on 
a feature that was described as essential to the invention. It is 
true that this court has narrowly construed claim terms in light 
of the preferred embodiment when the patent has described 
the preferred embodiment as the invention itself. See, e.g., 
Wang Labs., Inc. v. Am. Online, Inc., 197 F.3d 1377 [53 
USPQ2d 1161] (Fed. Cir. 1999). The written description of the 
‘291 patent, however, does not state that the cam is the actual 
invention itself. Instead, it recites that, in the context of the 
preferred embodiments of the shifting system apparatus, the 
cam is the heart of the handgrip shift actuator. Moreover, this 
is not a case in which a feature was described in the written 
description as critical but was never explicitly listed in the 
claim language, suggesting that the relevant structure in the 
claims should be narrowly construed as having that feature. 
Rather, in this case, the cam feature was explicitly included as 
an element in numerous claims, but not in the claim in suit. 
Because many of the claims of the ‘291 patent are explicitly 
directed to a shift actuator with a cam, we need not construe 
the term “shift actuator” to be limited to one consisting of a 
cam in order to give effect to the language in the specification 
extolling the significance of the cam.

We recognize that the written description does not explicitly 
address the claimed methods. In fact, the written description 
focuses exclusively on the gear shifting systems themselves. The 
complete absence of any discussion of the claimed method 
weakens SRAM’s argument that the statements in the written 
description regarding the cam appear only in the context of the 
description of the apparatuses. Yet nothing in the written 
description indicates that the invention is exclusively directed 
toward cams or suggests that systems not employing cams are 
outside the scope of the invention. Thus, while it is clear that the 
patentee was primarily focused on an embodiment of his 
invention using a cam, nothing in the patent limits the claims 
to that embodiment.

Accord, Resonate Inc. v. Alteon Websystems Inc.

But in what appeared to be a total about-face - albeit, carefully written to not say so in so 
many words - the Federal Circuit construed claims which did not explicitly recite the presence of 
“play” in joints between locking flooring panels, as requiring “play”, in circumstances that 
plainly respond to the “single embodiment” model. Alloc Inc. v. U.S.I.T.C.

In Alloc, the claim construction methology was not orthodox, Texas Digital, stay - with - 
ordinary - meaning - and - the - dictionary, style:
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In determining patent infringement, this court first examines the 
scope and meaning of the asserted patent claims. Cybor Corp. 
v. FAS Techs., Inc., 138 F.3d 1448, 1454 (Fed. Cir. 1998). After 
all, the claims define the scope of an invention. SRI Int'l v. 
Matsushita Elec. Corp., 775 F.2d 1107, 1121 (Fed. Cir. 1985) (en 
banc). “Claim language generally carries the ordinary meaning of 
the words in their normal usage in the field of invention” at the 
time of invention. Invitrogen Corp. v. Biocrest Mfg.. L.P., 327 
F.3d 1364, 1367 (Fed. Cir. 2003). Thus, to determine claim 
meaning, a court immerses itself in the specification, the prior 
art, and other evidence, such as the understanding of skilled 
artisans at the time of invention, to discern the context and 
normal usage of the words in the patent claim. See, e.g., 
Hoechst Celanese Corp. v. BP Chems., Ltd., 78 F.3d 1575, 1579 
(Fed. Cir. 1996). Dictionaries and scientific treatises may also 
help supply the pertinent context and usage for claim construction. 
Tex. Digital Sys., Inc. v. Telegenix, Inc., 308 F.3d 1193, 1201. 
1202 (Fed. Cir. 2002); Pitney Bowes, Inc. v. Hewlett-Packard Co., 
182 F.3d 1298, 1309 (Fed. Cir. 1999). Of course, a court must 
resist relying on any of these sources in a vacuum because they 
each influence the understanding of one of skill in the art at the 
time of invention - the standard for assessing claim meaning. 
DeMarini Sports, Inc. v. Worth. Inc., 239 F.3d 1314, 1324 (Fed. 
Cir. 2001). Moreover, the specification or the prosecution history 
of a patent may alter the meaning of a claim term from its 
conventional usage. A patent applicant may consistently and 
clearly use a term in a manner either more or less expansive 
than its general usage in the relevant art, thereby expanding or 
limiting the scope of the term in the context of the patent 
claims.

The court then found evidence of “play” everywhere, with the result that in it went, into the 
claims:

Turning to the Commission’s finding that the claims include a 
“play” limitation, none of the asserted patent claims recites the 
term play. Even so, the claims recite floor system features, 
which are emphasized in the claim language above, in which 
play is necessarily present. These features, and their associated 
claim terms, relate to “displacement” and "disassembly.”

The ‘907 specification describes “the invention” under the 
heading “Technical Problems and Objects of the Invention,” as 
“providing] a system for making a joint along adjacent joint edges 
of two building panels, especially floor panels ... said system 
being characterized in that ... the panels, when joined together, 
can occupy a relative position in said second direction where a 
play exists between the locking groove and a locking surface on 
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the locking element that is facing the joint edges and is operative in 
said second mechanical connection.”...Thus, the specification 
teaches that the invention as a whole, not merely a preferred 
embodiment, provides for play in the positioning of floor 
panels.

The specification also teaches that play between components of the 
locking joint permits displacement, i.e., allows connected panels to 
slide relative to one another...

According to the ‘907 specification, play in the joint also permits 
“disassembly and reassembly of a floor previously laid without 
causing damage to the panels.”...

Moreover, all the figures and embodiments disclosed in the 
asserted patents imply play, or, as in the case of Figure lb, 
expressly disclose play. Indeed, the patents do not show or 
suggest any systems without play. Thus, the ‘907 family of 
patents describe only flooring systems and methods of joining 
these flooring systems with play between the locking groove 
and the locking element.

Alloc was a SciMed situation, not a SunRace circumstance. Even so, the court distinguished the 
indistinguishable Teleflex Inc. v. Ficosa, where one of the Teleflex patents-in-suit had a 
disclosure that could’ve been the specification that was being described in Alloc, the disclosures 
were so alike regarding the respective inventions:

In so concluding, this court recognizes that it must interpret the 
claims in light of the specification, Markman v. Westview 
Instruments, Inc., 52 F.3d 967, 979 (Fed. Cir. 1995) (en banc), 
aff'd 517 U.S. 370 (1996), yet avoid impermissibly importing 
limitations from the specification. Comark Communications v. 
Harris Corp., 156 F.3d 1182, 1186 (Fed. Cir. 1998). That 
balance turns on how the specification characterizes the 
claimed invention. SunRace Roots Enters. Co. v. SRAM Corp., 
336 F.3d 1298, 1305 (Fed. Cir. 2003). In this respect, this court 
looks to whether the specification refers to a limitation only as 
a part of less than all possible embodiments or whether the 
specification read as a whole suggests that the very character 
of the invention requires the limitation be a part of every 
embodiment. For example, it is impermissible to read the one and 
only disclosed embodiment into a claim without other indicia that 
the patentee so intended to limit the invention. Teleflex, Inc. v. 
Ficosa N. Am. Corp., 299 F.3d 1313, 1327 (Fed. Cir. 2002). On 
the other hand, where the specification makes clear at various 
points that the claimed invention is narrower than the claim 
language might imply, it is entirely permissible and proper to limit 
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the claims. SciMed Life Sys., Inc. v. Advanced Cardiovascular
Sys., Inc., 242 F.3d 1337, 1345 (Fed. Cir. 2001).

The prosecution history was not necessary' as confirmation, but it was said to do so anyway, to 
establish that “play is a key feature of the claimed invention.’* Even claim differentiation was 
overridden by the Alloc panel:

Thus, like in the IPER, the USPTO relied on the patentee’s 
statement distinguishing the invention from the prior art based on 
the invention’s ability to displace panels (“slide movably") and to 
release adjacent panels by rotation about the joint. The applicant 
persuaded the USPTO that play enables these features. After 
gaining allowance of these claims, the patentee added new 
claims nearly identical to those allowed, except without the 
term play. The applicant did not, however, retract or modify the 
representations that secured allowance of the original claims. 
Instead, the applicant acknowledged:

New independent claim 22 is substantially the same 
as independent claim 1 except that it does not define 
the play that exists between the locking groove and 
the locking surface. As such, displacement of the 
panels is still facilitated in a direction along the 
joints which is what is believed to be meant by the 
Examiner’s Statement of Reasons for the indication 
of allowable subject matter. (Emphasis added.)

As such, the applicant represented to the USPTO examiner 
that play facilitated its novel system set forth in the revised 
claims. Because the applicant invoked play to overcome the 
prior art, which lacked displacement and disassembly, Alloc 
cannot now contend that the ‘621 patent claims a flooring 
system and method for installing that system without play. 
The applicant expressly disavowed systems without play 
during prosecution of the parent ‘621 application. See 
AfzWiZZeron, 311 F.3dat 1388.

Judge Schall wrote a strong dissent, suggesting to the majority just how far off the reservation 
they were; on the effect of the prosecution history and claim differentiation, he noted that:

The majority also relies on the prosecution history of the ‘621 
patent application to support its conclusion that the ‘907 patent 
specification limits the asserted claims. I do not think, however, 
that the prosecution history evidences a clear and 
unmistakable exclusion or restriction of the claims, as required 
by our precedent. Bayer, 212 F.3d at 1252. Specifically, the 
majority relies on statements made by the inventor during 
prosecution of the ‘621 patent distinguishing the claims over a 
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prior art reference called Trotter. The ‘621 patent claims that 
were pending at the time the statements were made (claims 1- 
20) included an express limitation of play. Therefore, the 
statement by the patentee that "Trotter also does not teach or 
suggest a system wherein two panels, when joined together, 
occupy a relative position where a play exists" is an accurate 
statement and does not relate to claims that do not include the same 
element. Statements such as these made during the prosecution 
of a parent application can only apply to continuation 
applications if the parent and child patents contain the same 
claim limitations. ... These particular statements, however, 
cannot apply to the ‘907, ‘267, or ‘410 patent claims because 
they do not share the express play limitation that was in claim 
1 of the ‘621 patent at the time the statements were made. 
Advanced Cardiovascular Sys., Inc. v. Medtronic, Inc., 265 F.3d 
1294, 1306-07 (Fed. Cir. 2001) (“Medtronic provides no plausible 
reason why the prosecution histories of either the ‘273 or ‘548 
patents are relevant to the construction of claim 3 of the ‘233 
patent. Notably, there are no common claim terms in dispute. 
Indeed, the present case involves the absence of a claim term.”).

After the Examiner of the ‘621 patent application issued a 
Notice of Allowance, the inventor realized that he could 
remove the play limitation and his claims would still be novel 
over the prior art. This led him to add claims 21-23 to the ‘621 
patent application. These claims excluded the limitation of 
play. The response to the Examiner’s Office Action stated with 
respect to claim 22:...

These statements do not represent a clear and unmistakable 
disclaimer or restriction to systems that have play. To the 
contrary, they suggest that claim 22 does not require play. In 
fact, the doctrine of claim differentiation suggests that two 
claims that are identical except for one element presumptively 
differ in scope. Kraft Foods, Inc. v. Int’l Trading Co., 203 F.3d 
1362, 1368 (Fed. Cir. 2000) (stating that claim differentiation 
creates a presumption that each claim in a patent has a 
different scope). In this case, claim 1 and claim 22 are identical 
except that claim 22 excludes the play limitation. This suggests 
that they do in fact differ in scope. Moreover, the phrase, 
“play that exists,” which concerns the majority, merely 
mirrors the language in claim 1 of the ‘621 patent and does not 
indicate that play in fact exists as an element of claim 22.

It would appear that a single embodiment may control the allowable breadth of the claims, even 
where the nanowing limitation for that embodiment is present in some of the allowed claims but 
absent from each other, claim differentiation be damned. Scimed and its friends are still viable 
precedent, and the CCS / Teleflex tide may be starting to ebb.
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Prosecution History As Claim Term Construction Tool

The prosecution history, when in evidence, remains one of the intrinsic sources of claim 
interpretation. Anchor Wall Systems, Inc. v. Rockwood Retaining Walls. Inc. (no narrowing of 
limitation: no clear and unmistakable relinquishing of any defmition/meaning: no clear and 
unmistakable disavowal of claim scope); SunRace Roots Enterprise Co. (file history cannot be 
used to infer the intentional narrowing of a claim absent clear disavowal of claim coverage: no 
clear statements of disclaimer); Genzyme Corp. v. Transkaryotic Therapies. Inc. (effect of 
microorganism deposit upon claim construction); Cordis Corp. v. Medtronic Ave. Inc., (no clear 
and unmistakable statements of surrender or disclaimer): Omega Engineering Inc. v. Raytek 
Corp, (prosecution disclaimer as limiting claim element meaning; prosecution disclaimer 
attaches when the patentee unequivocally disavowed a certain meaning to obtain his patent, and 
narrows the ordinary meaning of the claim congruent with the scope of the surrender: court has 
"consistently rejected prosecution statements too vague or ambiguous to qualify as disavowal of 
claim scope; disavowing statements must be both so clear as to show reasonable clarity and 
deliberateness, and so unmistakable as to be unambiguous evidence of disclaimer"); Abbott 
Laboratories, v. Baxter Pharmaceutical Products', Arlington Industries. Inc. v. Bridge Post 
Fittings, Inc.

As to what is not the “clear and unambiguous disavowal" of claim scope needed for a file 
history to limit claim construction, see the extensive discussion in Invitrogen Corp. v. Biocrest 
Manuf. LP [“Moreover, an applicant may actually disclaim claim scope during prosecution... 
the applicant, however, must clearly and unambiguously express any such surrender of subject 
matter during prosecution”].

Relevance of Standards to Claim Construction

Due to Rambus and other cases, standards set by standard setting organizations have been 
hot items on the fraud/estoppel/implied license field of play. Standards, not surprisingly, have 
been raised in claim construction contexts as well. E-PASS Technologies. Inc. v. 3Com 
Corporation (standards not applicable outside limited area of credit cards, such as to cards 
generally or electronic multi-functional cards); ACTV. Inc. et al. v. The Walt Disney Company.

ACTV focused on the meaning of the term "URL." where both parties relied upon 
Request for Comments documents from the World Wide Web Consortium, as authoritative 
support for their claim interpretations. The court did not find them so. and explained why, while 
contrasting them with the acceptable tool of a dictionary:

As a preliminary matter, we consider whether the RFCs 
presented by the parties rise to the level of unbiased, 
contemporaneous reflection of the common understanding of 
the technical terms in question as to be considered a reliable 
source of information on the meaning attributed to those terms 
by those skilled in the art. The purpose of the W3C organization 
is “to lead the World Wide Web to its full potential by developing 
common protocols that promote its evolution and ensure its 
interoperability.” About the World Wide Web Consortium (W3C), 
at http://www.w3c.org/Consortium/ (last visited August 7, 2003)
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("W3C Website"). To this end, members of W3C (including 
various industry groups, manufacturers, and others, each with 
their own conceivable interests in the agenda) are involved in 
developing standards to describe the various building blocks of 
the Internet. Id. Both RFC 1738 and RFC 1808 are working 
papers generated during standardization discussions by one 
subset, or working group, within W3C. See. e.g., Uniform 
Resource Locators (RFC 1738), at
http://www.w3.org/Addressing/rfcl738.txt (T. Berners-Lee et al. 
eds. Dec. 1994) (“This document specifies an Internet standards 
track protocol . . . .”). The purpose of the RFCs is thus to collect 
commentary and to select language to facilitate a common 
understanding, or to select a standard, from a variety of competing 
technologies and vocabularies and from a variety of potentially 
competing interests. Indeed, the acronym “RFC” suggests that 
end: “Request for Comments.” This purpose is in sharp 
contrast to the role of dictionaries and treatises, which aim not 
to select or give meaning to a word or phrase, but to report the 
meaning already established and commonly understood by 
those skilled in the art. See. e.g., Samuel A. Thumma & Jeffrey 
L. Kirchmeier, The Lexicon Has Become a Fortress: The United 
States Supreme Court's Use of Dictionaries. 47 Buff. L. Rev. 227, 
291 (1999) (stating that first resort to a dictionary may be 
appropriate in determining meaning because “dictionaries are 
designed to reflect usage.” (emphasis added)).

Both parties offer these RFC documents as authoritative, unbiased 
sources relating to the meaning of the expression URL. Because 
the RFCs were not designed to reflect common usage, but 
rather to assign language to facilitate further conversation, and 
because of the seeming contradictions between RFC 1738 and 
RFC 1808, we conclude that both documents are extrinsic 
evidence, and in light of the discussion below, we decline to rely 
on them in our claim construction analysis. See Vitronics Corp. 
v. Conceptronic. Inc., 90 F.3d 1576. 1582 (Fed. Cir. 1996) (“[If] 
an analysis of the intrinsic evidence alone will resolve any 
ambiguity in a disputed claim term ... it is improper to rely on 
extrinsic evidence.”). It should be understood, however, that 
there is no general prohibition on the use of publications from 
standards-setting organizations to aid in determining the 
ordinary and customary meaning of technical terms. Where 
such a document reflects common usage by those skilled in the 
relevant art, the document may indeed be an appropriate reference. 
Where, as in this case, the documents of the standards-setting 
organizations do not reflect common usage, but purport to select 
language to be used in the future, elevation of these Requests for 
Comments to the same authoritative, unbiased level as dictionaries 
is improper.
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If a standard, then, reflects current (or past) common usage, it is an acceptable, dictionary -like 
claim construction tool.

Extrinsic Evidence

Extrinsic evidence is still “good stuff,” so long as you don't use it to alter claim 
construction, but apply it to insure the claim construction reached is not inconsistent with clearly 
expressed, apposite and widely held understandings in the pertinent technical field. Akamai 
Technologies, Inc. v. Cable & Wireless Internet Services, ("Akamai's only evidence that 
supports its special definition of the term "identifying” is the testimony of one of the inventors. 
Mr. Farber, of the ‘598 patent. .. . This extrinsic evidence is not the unequivocal evidence, 
Omega Eng'g, 334 F.3d at 1323, indicating the term “identifying” should take anything other 
than its ordinary and accustomed meaning. While this possibly suggests that the inventors 
believed the “identifying” step included a load balancing function, “what the patentee 
subjectively intended his claims to mean is largely irrelevant to the claim's objective meaning 
and scope.” Solomon v. Kimberly-Clark Corp., 216 F.3d 1372, 1379 (Fed. Cir. 2000). It is also 
not testimony that clearly supports the proposition that the term “identifying" has a special 
meaning to one of ordinary skill in the art”); Honeywell International, Inc. v. U.S.I.T.C.

Preambles

Preambles continue to be far more visible regarding claim construction than they had 
been historically beginning from the time of the CCPA.

The court has continued to resolve cases where the question of whether a claim preamble 
acts as a limitation is presented. In Jansen v. Rexall Sundown Inc., the independent claim in 
issue read:

1. A method of treating or preventing macrocytic-megaloblastic 
anemia in humans which anemia is caused by either folic acid 
deficiency or by vitamin B12 deficiency which comprises 
administering a daily oral dosage of a vitamin preparation to a 
human in need thereof comprising at least about 0.5 mg. of vitamin 
B12 and at least about 0.5 mg. of folic acid.

One question was whether, in order to infringe the patent, the human subject of the 
claimed method had to take the compound with the intent of treating or preventing macrocytic- 
megaloblastic anemia. The trial court had construed the claim to require that the method be 
practiced with the intent to achieve the objective stated in the preamble.

That was correct, according to the court:

Just as in Rapoport, it is natural to interpret the nearly parallel 
language in the ‘083 patent claims in the same way. In both 
Rapoport and this case, the claim preamble sets forth the 
objective of the method, and the body of the claim directs that 
the method be performed on someone “in need.” In both cases, 
the claims’ recitation of a patient or a human “in need” gives 
life and meaning to the preambles’ statement of purpose. See
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Kropa v. Robie, 187 F.2d 150. 152 (CCPA 1951) (stating the rule 
that a preamble is treated as a limitation if it gives "life and 
meaning” to the claim). The preamble is therefore not merely a 
statement of effect that may or may not be desired or 
appreciated. Rather, it is a statement of the intentional 
purpose for which the method must be performed. We need 
not decide whether we would reach the same conclusion if either 
of the "treating or preventing” phrase or the "to a human in need 
thereof’ phrase was not a part of the claim: together, however, they 
compel the claim construction arrived at by both the district court 
and this court.

See also NTP Inc. v. Research in Motion, Ltd.,__F. Supp. 2d____. 67 USPQ2d 1574. 1578-82
(E.D. Va.) 2002) (language in preamble not a limitation).

Means-plus-function Limitations

The basics of proper interpretation of 35 USC § 112, 5! 6 means-plus-function limitations 
have been well-established by prior precedent.

Several cases confirm and repeat the now well-established two (2) part analysis that the 
court must apply to a claim limitation which falls within the bounds of 35 USC § 112, 6:
identify the claimed function, and then ascertain the corresponding structures in and identified by 
the written description that performs that function. There must be a clear link that associates that 
structure to the function recited in the claim. ACTV. Inc. v. The Walt Disney Company, Omega 
Engineering Inc. v. Raytek Corp, (court must do § 112, 6 analysis in stated order; cannot start
with structure and define function in light of structure); Hewlett-Packard v. Mustek Systems, Inc., 
et al.', Medical Instrumentation and Diagnostics Corp. v. Elekta AB. Gaps in the linkage 
between the claimed function and the structure cannot be covered by expert testimony, either. 
Omega Eng g Inc. v. Raytek Corp.

The actuality of the clear link on the face of the specification to the structure that 
performs the claimed function was hammered home by the Elekta court, drawing a very strong 
dissent from Judge Newman. Elekta involved, essentially, how much of a link to publicly - 
available software had to be presented, located where, to satisfy 35 USC § 112, 6.

First, here is the majority's position and focus on the quid pro quo which § 112, ^[6 
requires for its use:

We conclude that the district court correctly construed the function 
of the "means for converting” to be converting the acquired images 
into a particular selected format. The district court also correctly 
found both the framegrabber and the CVP to be corresponding 
structures. The specification clearly links these structures with the 
function of converting the acquired images into a selected format. 
However, the district court erred by identifying software as an 
additional corresponding structure for this limitation. There is 
nothing in the specification or prosecution history that clearly 
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links or associates software with the function of converting 
images into a selected format. See ‘684 patent, col. 16. 11. 4-6 
(“[The VME bus based framegrabber video display board] is 
capable of converting a standard (RS-170) or non-standard video 
signal to a digital format which is stored in its memory.“): id., col. 
17, 1. 65 - col. 18, 1. 2 (“At the level of the computer video 
processor unit, the non-standard video signal is analyzed and 
converted by the system’s signal processor and converted to a 
standard RS-170 video output which then is output to the VME bus 
based frame grabber display board.“).

The duty of a patentee to clearly link or associate structure 
with the claimed function is the quid pro quo for allowing the 
patentee to express the claim in terms of function under section 
112, paragraph 6. Budde v. Harley-Davidson, Inc., 250 F.3d 
1369, 1377 (Fed. Cir. 2001). Section 112, paragraph 6 was 
intended to allow the use of means expressions in patent claims 
requiring the patentee to recite in the claims all possible structures 
that could be used as means in the claimed apparatus. O.I. Corp. v. 
Tekmar Co., 115 F.3d 1576, 1583 (Fed. Cir. 1997). However, 
“[t]he price that must be paid for use of that convenience is 
limitation of the claim to the means specified in the written 
description and equivalents thereof.“ Id. If the specification is 
not clear as to the structure that the patentee intends to 
correspond to the claimed function, then the patentee has not 
paid that price but is rather attempting to claim in functional 
terms unbounded by any reference to structure in the 
specification. Such is impermissible under the statute.

The requirement that a particular structure be clearly linked 
with the claimed function in order to qualify as corresponding 
structure is also supported by the requirement of 35 U.S.C. § 
112, 51 2 that an invention must be particularly pointed out and 
distinctly claimed. B. Braun, 124 F.3d at 1424-25. .. .
Although indefiniteness of the claims is not an issue in this case 
because the specification does disclose the framegrabber and CVP 
as corresponding structures for the function of converting images, 
a failure to associate software with the converting function is a 
failure to particularly point out and claim that particular 
structure as a means of performing the function. See B. Braun, 
124 F.3d at 1425 (“Because Braun’s specification does not 
adequately disclose the valve seat as structure that holds the disc 
firmly in place, Braun has failed to particularly point out and 
distinctly claim that particular means.“).

In this case, even the district court acknowledged that the link 
between software and the converting function was not completely 
clear. The court stated that “the specification is not very explicit in 
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its disclosures of a means for performing a digital-to-digital 
conversion.” Nevertheless, the court concluded that because 
techniques for performing those conversions were known to 
those of skill in the art at the time the application was filed, a 
person of skill in the art would understand software to be a 
corresponding structure for the converting function. ..

However, that is not the correct inquiry. The correct inquiry is 
to look at the disclosure of the patent and determine if one of 
skill in the art would have understood that disclosure to 
encompass software for digital-to-digital conversion and been 
able to implement such a program, not simply whether one of 
skill in the art would have been able to write such a software 
program. See Atmel Corp. v. Info. Storage Devices, Inc., 198 F.3d 
1374, 1380 (Fed. Cir. 1999) (“[Interpretation of what is disclosed 
must be made in light of the knowledge of one skilled in the art.”); 
see also Omega Eng’g, Inc. v. Raytek Corp., Nos. 01-1546, 02- 
1478, slip op. at 28-29 (Fed. Cir. July 7, 2003) (explaining that 
statements from experts cannot be used to “rewrite the 
patent’s specification” to create a clear link where the 
language in the specification provides none); Medtronic, Inc. v. 
Advanced Cardiovascular Sys., Inc., 248 F.3d 1303, 1313 (Fed. 
Cir. 2001) (finding particular structures not to be corresponding 
structures because “one skilled in the art would not perceive any 
clear link or association between these structures and the [recited] 
function of connecting adjacent elements together”). It is 
important to determine whether one of skill in the art would 
understand the specification itself to disclose the structure, not 
simply whether that person would be capable of implementing 
that structure. See Atmel, 198 F.3d at 1382 (“Fulfillment of the 
§ 112, 6 trade-off cannot be satisfied when there is a total
omission of structure. There must be structure in the 
specification.”). Indeed, the requirement of looking to the 
disclosure to find the corresponding structure comes from 
section 112, paragraph 6 itself. It is not proper to look to the 
knowledge of one skilled in the art apart from and 
unconnected to the disclosure of the patent.

Certain figures where relied upon to show the necessary connections, with no success:

The “Image Format Conversion” box in Figure 1 of both patents is 
not a depiction of structure. This figure is described as 
illustrating the steps of the preferred method of the invention, not 
the structure of the apparatus that is the subject of the asserted 
claims. ‘684 patent, col. 9,11. 44-45. Because the figure does not 
describe structure at all, and there is no indication that one 
skilled in the art would understand it to do anything other than 
list the steps of the method, it cannot serve to clearly link 
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software as a corresponding structure for the function of 
converting the images into a selected format...

If the box in Figure 1 labeled ‘‘Image Format Conversion“ actually 
referred to some structure instead of simply referring to a step in 
the claimed method, then the situation may well be different. In 
past cases, we have been generous in finding something to be a 
corresponding structure when the specification contained a 
generic reference to structure that would be known to those in 
the art and that structure was clearly associated with 
performance of the claimed function. For example, in Intel 
Corp. v. VIA Technologies, Inc., 319 F.3d 1357, 1366 (Fed. Cir. 
2003), we found that the “core logic” modified to perform a 
particular program was adequate corresponding structure for a 
claimed function although the specification did not disclose 
internal circuitry of the core logic to show exactly how it must be 
modified. The core logic was described as structure in the 
specification, and the specification explained that it was the 
adapted core logic that was capable of performing the functions 
recited in the claim. Id. There was no need for a disclosure of 
specific circuitry in that case, just as here there would be no need 
for a disclosure of the specific program code if software were 
linked to the converting function and one skilled in the art would 
know the kind of program to use. However, in this case, the 
“Image Format Conversion” box does not refer to a type of 
structure, so it does not serve to link software to the converting 
function. It would be more like the situation in Intel if the box 
in Figure 1 were labeled as “Image Conversion Software” or if 
it at least appeared in a figure illustrating the components of 
the apparatus.

.. .MIDCO argues that its expert testimony that software 
programs for digital-to-digital conversion were known in the 
art, combined with the statement in the specification that 
“[ojther programs used in practicing the invention, such as 
image manipulation programs, are either commercially 
available or within the skill of practitioners in the 
programming arts,” ‘684 patent, col. 12, II. 24-27, is sufficient 
for one skilled in the art to understand how the function of 
converting is performed and therefore enough to make 
software a corresponding structure. We disagree.

MIDCO relies on our decision in Atmel, where we found that, 
based on the knowledge of one skilled in the art, sufficient 
structure was disclosed for a high voltage generating means when 
“the specification plainly state[d] that ‘known circuit techniques 
are used to implement high voltage circuit 34. See On-Chip High 
Voltage Generation in NMOS Integrated Circuits Using an 
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Improved Voltage Multiplier Technique. IEEE Journal of Solid 
State Circuits.’“ Atmel, 198 F.3d at 1382. This case is different 
in at least two significant respects. First, the “known techniques" 
referred to in Atmel are quite clearly linked to the high voltage 
generating means. In the patents in suit, the references to 
commercially available software or software known in the art are 
not discussed in connection with the means for converting. 
Second, Atmel’s expert had actually testified that the title of the 
article was enough to indicate to a person skilled in the art the 
precise corresponding structure contemplated by the specification. 
Id. There is no comparable evidence in this case to indicate that a 
person skilled in the art would actually understand from the 
specification that software for digital-to-digital conversion was 
structure that corresponded to the means for converting. This may 
be a different case if the specification contained a statement 
suggesting that digital-to-digital conversion can be performed 
by software programs known to those of skill in the art. A 
statement in the specification referring to the knowledge of 
those skilled in the art specific to the claimed function would 
put it closer to the lines we have drawn in other cases such as 
Atmel....

In contrast to Dössel, the specifications of the ‘846 and ‘684 
patents do not clearly link known software to the converting 
function. Although the specification refers to the use of 
software programs that “are either commercially available or 
within the skill of practitioners in the programming arts,” ‘684 
patent, col. 12,11. 26-27, this statement in no way links software 
to the function of converting images into a selected format. 
There is no indication that it is referring to commercially available 
programs for conversion. Even if one skilled in the art would 
know that software is capable of performing the function of 
converting images into a selected format, there is nothing in the 
patents to suggest that it must be the structure that would perform 
the function in this invention. There must be something in the 
disclosure to indicate to the public that the patentee intends for a 
particular structure to correspond to a claimed function. It is not 
enough simply to list a certain structure in the specification; 
that structure must also be clearly linked to a claimed function 
in order to be a corresponding structure for that function. 
Furthermore, in this case, the specifications clearly describe the 
framegrabber and the CVP as performing the converting function, 
so, unlike Dössel, it is not necessary to find software to be 
corresponding structure to save the claim from being found invalid.

The circumstances of this case are quite similar to those in 
Texas Digital Systems, Inc. v. Telegenix, Inc., 308 F.3d 1193 
(Fed. Cir. 2002). In Texas Digital, we held that the district court 
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erred in its construction of “converter means" because “the court's 
description of the corresponding structure as 'including firmware, 
software, and/or hardware’ has no basis in the specification." Id. at 
1213. The specification had disclosed an inverter that was linked 
to the converting function, but Texas Digital Systems had argued 
that it presented expert testimony “that one of skill in the art would 
have appreciated that the converter means could be implemented in 
hardware, software, and/or firmware.” Id. We concluded that the 
district court failed to properly perform the step of identify ing 
the corresponding structure because, rather than looking to 
the specification, which is the proper place to look to determine 
what structure is disclosed that corresponds to the claimed 
function, it “identified a broad array of possible structures not 
mentioned anywhere in the specification.” Id. In the case 
currently before us, software is mentioned in the specification, but 
it is mentioned nowhere in connection with the converting 
function. However, as in Texas Digital, there is other structure in 
the specification that is clearly linked to the converting function. 
Also, similar to the patentee in Texas Digital, MIDCO presented 
some evidence suggesting that a software program for digital-to- 
digital conversion would have been within the knowledge of one 
skilled in the art, but nothing to connect that testimony to what one 
of skill in the art would understand the specification to actually 
disclose. ...

We therefore conclude that the district court erred in 
identifying software as a corresponding structure for the 
means for converting because the specification and prosecution 
history fail to clearly link or associate software with 
performance of the converting function. The requirement that 
structure must be clearly linked or associated with the claimed 
function is the quid pro quo for the convenience of claiming in 
functional terms. See Budde, 250 F.3d at 1377. MIDCO is 
attempting to avoid its part of the section 112, paragraph 6 
bargain by asserting as corresponding structure for the 
converting function a structure that is not linked to that 
function in the specification or prosecution history. In order 
for the claims to serve their proper function of providing the 
public clear notice of the scope of the patentee's property 
rights, we cannot allow a patentee to claim in functional terms 
essentially unbounded by any reference to what one of skill in 
the art would understand from the public record. The scope of 
a claim under section 112, paragraph 6 therefore must be 
limited to structures clearly linked or associated with the 
claimed function in the specification or prosecution history and 
equivalents of those structures. Here, the only two structures 
that are clearly linked to the converting function are the 
framegrabber and the CVP....
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Possibly having reread what they wrote, and realizing they were setting the bar way- 
higher than it may have been before, the majority finally waxed philosophical:

To be sure, the patentee clearly and emphatically selected the 
framegrabber and the CVP as structure that corresponds to the 
claimed converting function. And equally to be sure, one of 
ordinary skill in the art could have written the software program to 
achieve digital-to-digital conversion. So, it may be tempting to say 
that this patentee should not be required to turn square corners 
when it comes to disclosing structure in the specification that is 
clearly linked to the claimed conversion function. Why not 
simply require the patentee to disclose some structure for 
conversion, such as the framegrabber or CVP, and then permit 
the patentee to claim infringement by some other structure, 
such as software, so long as one of ordinary skill in the art 
could have written the software program to perform the 
claimed function? The reason, of course, is because the statute 
itself requires disclosure of corresponding structure in the 
specification, and that disclosure must clearly link the 
disclosed structure to the claimed function with which it is 
associated. The public should not be required to guess as to 
the structure for which the patentee enjoys the right to 
exclude. The public instead is entitled to know precisely what 
kind of structure the patentee has selected for the claimed 
functions, when claims are written according to section 112, 
paragraph 6. This is precisely the point we emphasized in
Atmel. . . .

The established rules in our case law on section 112, paragraph 6 
that structure corresponding to the claimed function must be 
disclosed in the specification with clear linkage between the 
structure and the claimed function serve worthy goals. Such rules 
are intended to produce certainty in result. Precision in claiming 
is not an unreasonable price to pay to gain the benefits of 
claiming in functional terms under section 112, paragraph 6.

In dissent, Judge Newman made the case for the magnitude of the error underlying the huge 
switch in approach the court was engaging in:

The panel majority appears to understand that the software 
programs it says are lacking are ■'commercially available or within 
the skill of ordinary practitioners,” but holds that that does not 
suffice. Precedent is clearly contrary. For decades the rule 
and practice has been that such software need not be included 
in the specification. Over thirty years ago this court’s predecessor 
endorsed this format, stating in In re Ghiron, 442 F.2d 985, 991 
(CCPA 1971), that “if such a selection would be ‘well within the 
skill of persons of ordinary skill in the art,’ such functional-type 
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block diagrams may be acceptable and, in fact, preferable if they 
serve in conjunction with the rest of the specification to enable a 
person skilled in the art to make such a selection and practice the 
claimed invention with only a reasonable degree of routine 
experimentation.” See Creo Products. Inc. v. Presstek. Inc., 305 
F.3d 1337, 1347 (Fed. Cir. 2002) (“To the extent that [Plaintiff- 
Appellant] contends that additional structure is required for 
completely performing the function of ‘rotating each cylinder/ we 
consider such structure to be implicit in the disclosure of the '368 
patent. Under our case law interpreting §112, 51 6, knowledge 
of one skilled in the art can be called upon to flesh out a 
particular structural reference in the specification for the 
purpose of satisfying the statutory’ requirement of 
definiteness.”)

The majority’s finding that the use of software was not disclosed 
has led the court to find non-infringement under §112 5J 6. Now 
requiring that more must be recited than that the 
computerized conversion is run by software, it is far from clear 
what my colleagues are requiring. Is this court now requiring 
a five-foot-shelf of zeros and ones? These patent documents, 
drawn by and for professionals in the field, fully explained at 
trial, have not been shown to be deficient. Experts for both 
sides agreed that the programming for digital-to-digital 
conversion was routine. Elekta’s expert testified: “There are 
numerous and varied routines and algorithms available for 
moving, altering and manipulating digital data.” The claimed 
conversions are all performed by software, analog to digital or 
digital to digital as appropriate, as is recognized in the 
specification.

No quarter asked, none given, insofar as software related 35 USC §112 5J 6 limitations, is now 
the apparent order of the day.

Specific Terms

A selection of the specific terms construed in June - October 2003 include:

“Consisting essentially of’

AK Steel Corp. v. Sollac and Ugine (determination of whether element in accused 
product materially affects the basic and novel properties of the invention.)

“up to about 10% silicon”

AK Steel Corp, (“claims do indeed extend up to, and include, 10% silicon in the 
aluminum coating”)

“plurality of slots formed therein”
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Cordis Corp. v. Medtronic Ave, Inc. (Slots can be “formed" in a wall surface by means 
other than removing material, such as by constructing the wall with opening built into it)

“having”

Pieczenik v. Pyox Corp. (“While ‘having’ may mean, in certain contexts, •comprising’, 
this court has never equated the two. ... Examining the term within the context of the 
claims this court concludes that this usage of ‘having’ is closed”).

“Effective amount”

Abbott Labs. v. Baxter Pharm. Prods.

Markush groups

Abbott Labs. v. Baxter Pharm. Prods.

“Whereby” clause

Minton v. National Assc. of Securities Dealers. Inc.

Effect of Agreement on Claim Construction

If you agree to a claim construction, you do not get a “do over” through JMOL practice. Abbott 
Laboratories, Inc. v. Syntron Bio Search. Inc.:

As to the first assigned error, the inclusion of the language 
“particular to,” Abbott waived this argument by agreeing to 
that portion of the adopted construction. The jury instruction 
for “specific for” stated that the term meant “particular to and 
capable of binding with the analyte or chemical moiety of 
interest.” (Tr. at X-133.) The district court further stated that 
“[pjarticular to means capable of preferentially reacting or binding 
with the analyte or chemical moiety from among the thousands of 
molecules potentially in the test sample.” Id. The disputed phrase 
was present in the proposed jury instructions submitted by Abbott. 
(J.A. at 8006.) Abbott also stated during trail “the Court has 
defined [specific to] to mean particular to and capable of binding 
with the analyte of interest, [a]nd the Plaintiff believes that that. .. 
claim term is properly defined.” (Tr. at VIII-212.) Abbott cannot 
wait until after the jury returns a verdict against it and then on 
JMOL requests a different construction by attempting to have 
the district court delete a portion of the construction that 
Abbott itself agreed to. See Interactive Gift Express, Inc. v. 
CompuServe Inc., 256 F.3d 1323, 1345-46, 59 USPQ2d 1401, 
1418 (Fed. Cir. 2001) (holding that the presentation of the 
adopted construction to the district court constituted a waiver,
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precluding the party from proposing a new construction either 
on JMOL or on appeal). Abbott, therefore, cannot assign 
error to the district court's use of a definition including the 
language “particular to.” The jury in reaching its verdict was 
bound by the district court's instruction construing the claims. The 
jury was not charged with the task of reaching a new claim 
construction through review of the sources used in interpreting the 
claims such as dictionaries, the specification, or the prosecution 
history.

Query: Isn’t the Federal Circuit supposed to be making sure the correct claim 
construction is applied, vel non? Does the claim construction used on the appeal then have no 
precedental value at all, outside of the two parties to the case? Does it bind even them? Does it 
bind the patent owner in the future? As a matter of strict appellate law and procedure, the Seal- 
Flex concurrence is dead right, but what about the public, the common weal, the Constitution of 
the United States and all that? Guess that’s why we have an adversory system of justice. [And 
yes, this was all written in a deliberate attempt to be both rhetorical and provocative.]

Effect of Earlier Claim Construction - Collateral Estoppel

The court is seemingly of two minds on the subject, dependent upon the facts 
surrounding the alleged estoppel.

In Dana v. E.S. Originals et al. the court vacated a judgment holding defendants 
collaterally estopped from contesting infringement and patent validity, and remanded the case for 
consideration of the equitable aspects of offensive collateral estoppel.

Mr. Dana filed a motion for partial summary judgment as to liability, arguing that the 
defendants were collaterally estopped from denying infringement or challenging the validity of 
the ‘922 patent. Mr. Dana relied on orders entered in an action in the United States District 
Court for the Central District of California. In that action, L.A. Gear, Inc., which had purchased 
the ‘922 patent from Mr. Dana in 1993. alleged that the same defendants that are involved in this 
case infringed the ‘922 patent following the assignment of patent rights from Mr. Dana. That 
assignment expressly reserved to Mr. Dana the right to sue for pre-assignment infringement of 
the ‘922 patent.

The district court in the California action entered orders of partial summary judgment, 
holding that the ‘922 patent was enforceable, that the asserted claims of the patent were not 
invalid, and that the defendants had infringed the patent under the doctrine of equivalents. The 
court did not at that time address the issue of induced infringement, which was asserted against 
some of the defendants. Two months after the entry of those orders, the parties entered into a 
settlement agreement that included the entry of a consent decree by the court. The consent 
decree enjoined the defendants from marketing the accused shoes.

In this case, Mr. Dana sought to use the orders issued in the California action to foreclose 
the defendants from arguing that the ‘922 patent is invalid and that the accused products do not 
infringe. The trial court found that the issues of validity and infringement in the two cases were 
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identical, that those issues had been fully litigated in the California action, and that the orders of 
the California court were sufficiently final to justify the application of collateral estoppel.

Applying 11th Circuit (originating circuit law) precedent, the Federal Circuit explained 
why collateral estoppel would control, inter alia, claim construction in certain situations:

This court has recently applied Christo in RF Delaware. Inc. v. 
Pacific Keystone Technologies, Inc., 326 F.3d 1255 (Fed. Cir. 
2003). In that case, we held that partial summary judgment 
orders entered by a Virginia district court that included 
rulings on claim construction did not preclude a patentee from 
arguing for a different claim construction in an action brought 
in an Alabama district court. The Virginia court had entered 
orders that incorporated a claim construction, but before the case 
went to trial on the issue of infringement the parties settled. The 
district court in the follow-on action declined to apply collateral 
estoppel against the patentee based on the claim construction 
employed by the Virginia court in the pretrial orders.

Applying Eleventh Circuit law, this court stated that the 
Virginia court orders “were not sufficiently firm to have 
preclusive effect” and distinguished Christo on three grounds. 
First, no evidentiary hearing was conducted in the Virginia case; 
for that reason, this court concluded that “it is questionable 
whether the parties were ‘fully heard"’ on the issue. Second, 
unlike in Christo, the parties were not on notice that the orders in 
the Virginia case could have preclusive effect elsewhere. Third, 
the Virginia court did not enter a final order approving the 
proposed settlement of that action.

With regard to whether the party to be estopped had a full and fair 
opportunity to litigate and whether the partial summary judgment 
orders were sufficiently final to be accorded preclusive effect, this 
case is closer to Christo than to RF Delaware. In the RF 
Delaware case, the issue as to which the defendant was seeking 
issue preclusion was claim construction, on which the district 
court might have modified its position at trial. In both of the 
pertinent orders from the California case, by contrast, the court set 
forth its findings of fact and conclusions of law in fully reasoned 
opinions. Those orders were not preliminary in nature, but made 
clear that they fully and finally resolved the matters addressed. 
The court in the California action clearly considered the issue of 
direct infringement and validity to be conclusively decided and 
complete, with only damages and a separate claim on inducement 
of infringement remaining as open issues.

Under certain circumstances, then, as in Dana, collateral estoppel on claim construction 
may append.
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Effect of Continuing Applications on Claim Construction

Prior constructions will carry and bind in related application family members, according 
to Omega Engineering Inc. v. Raytek Corp. That includes continuation and CIP applications that 
have construed common terms, according to the Omega Engineering panel:

We agree with Raytek that the disclaimer from the prosecution of 
claims 1 of the ‘880 patent attaches to the construction of the ’678 
patent and narrows the broad scope of the asserted claims. Despite 
Omega’s assertions to the contrary', prosecution disclaimer 
may arise from disavowals made during the prosecution of 
ancestor patent applications. ... As long as the same claim 
limitation is at issue, prosecution disclaimer made on the same 
limitation in an ancestor application will attach....

Omega attempts to avoid this doctrine by citing Advanced 
Cardiovascular as shielding continuations-in-part from 
narrowing disavowals made in parent applications. Our 
precedent holds to the contrary, indicating that an 
interpretation asserted in the prosecution of a parent 
application can also affect continuation applications, Elkay, 192 
F.3d at 980, 52 USPQ2d at 1114, continuation-in-part 
applications, Wang Labs.. Inc. v. Am. Online Inc., 197 F.3d 1377. 
1384, 53 USPQ2d 1161, 1165 (Fed. Cir. 1999) (“[TJhis subject 
matter is common to the continuation-in-part application, and 
argument concerning the [prior art] reference was correctly viewed 
as applying to the common subject matter."), and even related 
continuation-in-part applications arising from the same 
parent, Jonsson v. Stanley Works. 903 F.2d 812, 818, 14 USPQ2d 
1863, 1869 (Fed. Cir. 1990) (holding that when two patents issued 
from continuation-in-part applications derived from one original 
application, the prosecution history of a claim limitation in the first 
patent to issue was properly applied to the same claim limitation in 
the second patent to issue). Consequently, that the ‘678 patent is a 
continuation-in-part of the ‘880 patent does not shield it from 
narrowing disclaimers made during the prosecution of a parent 
application.

Moreover, Omega misunderstands Advanced Cardiovascular, 
which distinguished Wang Labs and Jonsson, because, in 
Advanced Cardiovascular, “there are no common claim terms 
in dispute.” Advanced Cardiovascular, 265 F.3d at 1305-06, 60 
USPQ2dat 1169....

Contrary to Advanced Cardiovascular, there is a common term 
in dispute here. The disputed term “to outline” is the same 
throughout all five patents in the genealogy, including the ‘880 
and ‘678 patents. The patentee made a clear and unmistakable 
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disclaimer of claim scope in its prosecution of the parent ‘880 
patent, and we presume, unless otherwise compelled, that the 
same claim term in the same patent or related patents carries 
the same construed meaning. See Fin Control Sys. Pty. Ltd. v. 
OAM. Inc., 265 F.3d 1311, 1318, 60 USPQ2d 1203, 1208 (Fed. 
Cir. 2001). Advanced Cardiovascular is thus inapposite; rather. 
Jonsson and Wang Labs control the disposition of this case.

See also. Alloc. Inc., et al. v. U.S.I.T.C.: Cordis Corp. v. Medtronic Ave. Inc. (failure to carry 
embodiment from parent case to continuing case not relevant claim construction event; does not 
mean that scope of continuing case limited to the preferred embodiment that was carried 
forward); Pieczenik v. Dyax Corp.

Interlocutory Review of Claims Construction

The philosopher’s stone of an immediate interlocutory appeal from a Markman construction 
continued to elude, but the court gave a hint at how not to do it in Nystrom v. TREX Company.

In the present case, the parties correctly identified for the 
district court three possible avenues of appeal as a matter of 
right. First, the district court could have considered proceeding to 
trial with the remaining invalidity and unenforceability 
counterclaim or otherwise disposing of the issue on the merits, thus 
"endfingj the litigation on the merits and leaving] nothing for the 
court to do but execute the judgment.’-...

Second, the district court could have dismissed the [antitrust] 
counterclaim without prejudice (either with or without a finding 
that the counterclaim was moot) following the grant of summary7 
judgment of non-infringement. [“We have previously held that a 
district court has discretion to dismiss a counterclaim alleging that 
a patent is invalid as moot where it finds no infringement." ... 
We note that the Supreme Court’s decision in Cardinal Chemical 
Co. v. Morton International, Inc., 508 U.S. 83 (1993), which 
prohibits us, as an intermediate court, from vacating a judgment of 
invalidity when we conclude that a patent is not infringed, does not 
preclude the discretionary action of a district court, in an 
appropriate case, in dismissing an invalidity counterclaim without 
prejudice when it concludes a patent is not infringed.]

Third, the district court could have considered whether there was a 
proper basis to make “an express determination that there is no just 
reason for delay” and then to expressly direct the entry of final 
judgment on fewer than all of the claims under Federal Rule of 
Civil Procedure 54(b). ... The finality of a judgment under Rule 
54(b) is subject to de novo review by this court. Id.
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A fourth avenue would have been for Nystrom to seek permission 
to immediately appeal the interlocutory judgments and orders of 
the district court under 28 U.S.C. § 1292(b), (c)(1). Such an 
appeal may only proceed if the district court, in its discretion, first 
certifies that each ruling presented for appeal "involves a 
controlling question of law as to which there is substantial ground 
for difference of opinion and that an immediate appeal from the 
order may materially advance the ultimate termination of the 
litigation . .. .” 28 U.S.C. § 1292(b) (2000); see Taylor v. PPG 
Indus.. Inc., 256 F.3d 1315, 1317 (Fed. Cir. 2001). Acceptance of 
such appeal is also subject to the absolute discretion of this court, 
"which may refuse to entertain such an appeal [even when certified 
by the district court] in much the same manner that the Supreme 
Court today refuses to entertain applications for writs of 
certiorari.” ... Such appeals are rarely granted.

The district court chose none of these approaches. Instead, the 
district court kept the invalidity and unenforceability 
counterclaim as to claims 1-17 in the case pending appeal, 
expressly reserving the counterclaim as a stayed claim. Stay 
orders generally are not final for purposes of 28 U.S.C. § 1295. 
... Moreover, a “judgment that does not dispose of pending 
counterclaims is not a final judgment.” ... Without finality at the 
district court, this court declines to entertain the present appeal.

Not easy be design and by intention, a circumstance unlikely to change.

Preservation of Error/Raising of Claim Construction

The court has provided some further guidance on when claim construction is to take 
place, and what must be done to preserve error for appeal in regard to claim construction.

In Hewlett-Packard v. Mustek Systems, Inc., the court gave a jury instruction for a means-
plus-function limitation, which neither party objected to. But in connection with a post trial 
motion for JMOL of non-infringement, Mustek urged a different construction. The court was not 
taken with that approach:

At the outset, we note that the parties cannot reserve issues of 
claim construction for the stage of post-trial motions. See 
Interactive Gift Express, Inc. v. CompuServe Inc., 256 F.3d 1323, 
1345-46 (Fed. Cir. 2001). When issues of claim construction 
have not been properly raised in connection with the jury 
instructions, it is improper for the district court to adopt a new 
or more detailed claim construction in connection with the 
JMOL motion. On JMOL, the issue here should have been 
limited to the question of whether substantial evidence 
supported the verdict under the agreed instruction. See Moba, 
B.V. v. Diamond Automation, Inc., 325 F.3d 1306, 1313-14 (Fed.
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Cir. 2003). In other words, where the parties and the district 
court elect to provide the jury only with the claim language 
itself, and do not provide an interpretation of the language in 
the light of the specification and the prosecution history, it is 
too late at the JMOL stage to argue for or adopt a new and 
more detailed interpretation of the claim language and test the 
jury verdict by that new and more detailed interpretation. The 
verdict must be tested by the charge actually given and by 
giving the ordinary meaning of the language of the jury 
instruction. We hold that the verdict here was contrary to the 
undisputed facts and unsupported by substantial evidence because 
the accused devices do not, as required by the instruction, include 
“a scan speed selector which, based on the user’s selection, 
generates a scan speed signal that indicates a selected one of 
different scan speeds” wherein the scan speed signal is "an 
electrical signal indicative of the user’s selected scan speed.”

(Query whether this is inconsistent with the Markman statement that claim construction could be 
done for the first time at the JMOL stage of trial)

When validity issues were considered and HP raised a claim construction point as to 
another claim limitation, the court questioned whether that point had been preserved for appeal:

Hewlett argues that step (d) was not disclosed in Cawkell because 
step (d) requires that only the selected portion be scanned into the 
computer on the second pass and that Cawkell discloses doing a 
second scan of the entire picture. Even if this issue had been 
properly raised, [In an order denying summary judgment of 
invalidity of the asserted claims of the ‘635 patent, the district 
court construed step (d) as requiring “scanning only the 
selected portion.” Hewlett-Packard Co. v. Mustek Sys., Inc., No. 
99-CV-0351, slip op. at 9 (S.D. Cal. Feb. 10, 2000) (“Order 
Denying Summary Judgment of Invalidity"). Both Mustek and 
Hewlett subsequently filed Markman briefs requesting that the 
court construe step (d). However, Hewlett urged the court to 
adopt the above quoted instruction, which did not include the 
“only selected portion” language. On June 28, 2001, the court 
issued an order construing the claim at issue, adopting the 
“ordinary meaning” construction for claim 1. Hewlett- 
Packard Co. v. Mustek Sys., Inc., No. 99-CV-0351 slip op. at 1 
(S.D. Cal. June 28, 2001) (Claim Construction Order). Hewlett 
thus appears to have waived a construction that would include 
the “scanning only the selected portion” limitation.] we do not 
agree with Hewlett’s construction of step (d). The ordinary 
meaning of step (d) does not require that only the selected portion 
be scanned. The plain language of the step states that “[the] final 
scan [is] of a portion of the picture.” When an entire picture is 
scanned, any previously selected portion will also necessarily be 
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scanned. Hewlett’s interpretation would require the court to 
construe the cited passage as requiring that no more than the 
selected portion is scanned. However, the language is not so 
limited.

See also Judge Dyk’s partial dessent in Arlington Industries Inc. v. Bridge Post Fittings Inc. 
(“Bridgeport objected to the instruction, but its proposed alternative did not, in fact, 
eliminate the reference to bowing; rather it simply offered a more precise definition of 
“cantilever bending,” namely that “[t]he flexing of each of the wings about its respective base 
end is a cantilever flexing.” However, the error lay not in the failure to provide a more precise 
definition of cantilever bending, but in including the reference to bowing. “‘To prevail the 
party challenging a jury instruction must demonstrate both that the jury instructions 
actually given were fatally flawed and that the requested instruction was proper and could 
have corrected the flaw.’’" Texas Digital Sys., Inc. v. Telegenix, Inc., 308 F.3d 1193, 1216 (Fed. 
Cir. 2002) (quoting Biodex Corp. v. Loredan Biomedical. Inc., 946 F.2d 850, 862 (Fed. Cir. 
1991)) (emphasis added). Consequently, Bridgeport has failed to carry its burden on appeal 
to show prejudicial error.”)

The point to take away is that there is uncertainty regarding error preservation, certainly, 
and even Markman construction mechanics, which counsels for caution.

Conclusion

Two steps forward, one step back: at times the progress of the Federal Circuit towards a 
true, well-defined set of claim construction rules seems like a variation of the Texas two-step. 
But dance we all must, and shall: enjoy learning these new variations and know there will be 
more in the future.
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Pharmaceutical Trade Dress
Should Generics Be Permitted to Copy?
BY TRACY-GENE O. DURKIN, KENNETH C. BASS 111 AND JULIE D. SHIRK

Tr»cy-Cen« G. Durkin

lulle D. Shirk

The United States Court of 
Appeals for the Third Circuit recent-
ly rendered a decision in a generic 
drug trade dress case that may con-
tain the seeds of a réévaluation of 
fundamental Lanham Act principles. 
The issue on appeal was the validity 
of the district court’s denial of a pre-
liminary injunction against distribu-

tion of a generic drug that the plain-
tiff claimed illegally mimicked its 
brand name drug’s trade dress. The 
court of appeals affirmed that ruling 
and in the process took a deep look 
into the slate of trade dress law in 
light of recent Supreme Court deci-
sions and the sea change in the phar-
maceutical marketplace spurred by 
the Hatch-Waxman Act. While the 

decision itself is a narrow one that 
may be confined to the specific 
facts of the case, it holds open the 
possibility for a future reassessment 
of whether trade dress protection 
should apply at all to the shape, 
color, or size of prescription drugs.

On May 23, 2003, the Court of 
Appeals for the Third Circuit ruled 
that Barr Laboratories, a generic 

drug manufacturer, cannot be prelim-
inarily enjoined from making a

generic drug that looks like Shire U.S.'s Adderall. The 
case, Shire U.S., Inc. v. Barr Laboratories, Inc.,1 was orig-
inally filed in the U.S. District Court for the District of 
New Jersey. In August of 2002, District Judge Joel A. 

Tracy-Gene Durkin is a director and trademark practice 
leader, Kenneth Bass is of counsel, and Julie Shirk is a patent and 
trademark specialist with Sterne, Kessler, Goldstein <& Fox 
P.LLC. in Washington, D.C.

Pisano denied Shire’s motion for preliminary injunction toj

prevent Barr from selling its generic equivalent of 
Adderall, a treatment for attention deficit and hyperactivi-
ty disorder (ADHD). Judge Pisano had ruled that Shire 
could not show a likelihood of success in meeting its bur-
den to prove that the appearance of its drug was not func-
tional, a requirement of any claim for wade dress infringe-
ment under the Lanham Act.2

In affirming the lower court's ruling, the court of 
appeals agreed that Ban's use of color for its drug, which 
was similar to the color of Shire’s drug, was permissible 
because it enhanced patient safety by promoting patient 
acceptance.’ The court thoroughly discussed several older 
district court decisions in the Third Circuit that had 
refused to let generic drug manufacturers use colors, 
shapes, and sizes that were very similar to the appearance 
of an established branded drug. In distinguishing this case, 
the court relied on two U.S. Supreme Court cases, TrafFix 
Devices, Inc. v. Marketing Displays, Inc.,* and Inwood 
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Footnote 17

Keeping
Current with 

| the Chair
MARK T. BANNER

My law clerk Sabrina Fève requests that 1 disclose that she 
now despises patent law. 1 cannot believe that anyone who 
displays such competence in a field of inquiry feels so 
vehemently. Her response must be less than forthcoming: 
the traditional line between love and hate lives on.

Illinois Tool IVorib, Inc. v. Ion Systems, Inc., 250 F. Supp. 2d 477, 
505, n. 17 (E.D. Pa. 2003) (Anita B. Brody, Judge).

What could make a law clerk so vigorous in her 
denunciation of patent law, and a federal district court 
judge so moved by the sentiment, to include this foot-
note in an opinion? An analysis of the decision might 
give guidance.

The quotation comes at the end of a long Markman 
opinion. In nearly thirty pages, the district court con-
strued at least nineteen disputed terms from two of the 
four patents in suit. All of the patents involved systems 
that control the amount of static electricity in a room by 
supplying ions of the opposite polarity from the charges 
built up in the room. The footnote appears at the very 
end, following a lengthy discussion of the sometimes 
conflicting and confusing legal principles that govern 
claim construction, the contentions of the parties, and 
construction of the disputed terms.

One might be tempted to say the footnote followed 
the “ultimate” claim construction, it coming at the end of 
such a lengthy decision. However, it is far from “ulti-
mate” in today’s legal climate. At best it is the penulti-
mate claim construction. Reversal rates of district court 
judges on claim construction issues continues to run at 
very high rate.

One can surmise that the footnote gently (and with 
good humor) was intended to remind the reader of the 
difficulties confronting district court judges approaching 
the Markman task. Nothing I have written this past year 
generated as much mail as the article proposing a review 
of the Markman process.1 Letters, e-mails, and com-
ments came from members of the user community, dis-
trict court judges, individual inventors, and colleagues in 
the outside bar. Few submissions to me have been as col-
orful as the quotes attributed to Judge Samuel Kent of 
the Eastern District of Texas, who was quoted in a 
March 2002 issue of IP Worldwide as having said (dur-
ing a summary judgment hearing in a patent case), 
“Frankly, 1 don’t know why I’m so excited about trying 
to bring this [patent case] to closure. It goes to the 
Federal Circuit afterwards. You know, it’s hard to deal 
with things that are ultimately resolved by people wear-
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ing propeller hats.” In that same article he was quoted as 
having told The National Law Journal that the Federal 
Circuit is full of “little green men who don’t know 
Tuesday from Philadelphia.”

The mail and comments to me may not have been as 
colorful, but they certainly have been as heartfelt. My 
update in the March 2003 issue of the Section’s Chair’s 
Bulletin pointed out that since the beginning of the year 
to that time the reversal rale on claim construction issues 
continued at 40 percent. (As of that time there were 
twelve cases in which claim construction was reviewed, 
eight precedential and four nonprecedential. Of the 
twelve cases, five resulted in result-impacting reversals.)

Much has been written about the reversal rate on 
claim construction issues in thp Federal Circuit. As I 
noted in my previous article, Federal Circuit judges, 
academics, and even clerks of court had debated and 
written about the reversal rate, some suggesting a rate as 
high as 47 percent and others concluding a 33 percent 
rate. The author propounding the lower estimate, 
Kimberly A Moore, Associate Professor of Law at the 
George Mason University School of Law, concludes that 
the reversal rate is too high for the legal and business 
community to have confidence in the predictability of 
outcome in patent infringement cases. Her solution is 
greater use of interlocutory appeals by the Federal 
Circuit. My earlier article suggested other possibilities 
should be considered as well. I concluded by pointing 
out that our Committee 108 is studying issues relating to 
claim construction.

(continued on page 14)
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From the Chair
(continued from page 2)

Since that time an additional thirty-four cases in 
.which claim construction was at issue have been decided 
)>y the Federal Circuit.2 Twenty of the thirty-four cases 
involve reversal on the claim construction issues, but 
three of the reversals were not the type that impact of the 
result, making the number of "effective” claim construc-
tion reversals seventeen. Thus the reversal rate on claim 
construction for the first six months of 2003 is 48 per-
cent, or twenty-two out of the forty-six cases.

A thorough study of this situation cannot be done loo 
soon. The Markntan procedure is broken. The analytical 
framework is confusing and die results are confounding. 
The lack of predictability is not serving the patent system 
well.

As is commonly known, the Federal Circuit was creat-
ed to bring uniformity to the law of patents. Prior to its 
creation hefty criticism was leveled al the various circuit 

courts of appeals for lacking uniformity in the applica-
tion of the patent laws. The outcome of a patent infringe-
ment lawsuit, it was said, loo often depended on which 
regional circuit the case was filed. At the time the Eighth 
Circuit was widely criticized for never holding a patent 
valid, while other circuits were criticized for almost 
never holding a patent invalid. The “race to the court-
house” was considered outcome-determinative. This led 
to unpredictability. The prevailing wisdom reasoned that 
it made no sense to have the value of significant research 
and development investments and the validity of the 
patents that flowed from and protected those investments 
depend on what circuit would hear the appeal of a patent 
infringement lawsuit. The situation, said the user com-
munity, diminished the value of patents because the out-
come of litigation was so uncertain and so highly depen-
dent on the circuit in which the case was filed.

Were those the “good old days?” At least then the 
outcome of the race to the courthouse often provided a 
significant predictor of the outcome, and this came early
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in the litigation. Today, the uncertainty inherent in the 
manner in which de novo review of Markman rulings 
takes place has created a widely held belief in the busi-
ness and user community that the outcome of patent 
cases cannot be determined until after the Federal 
Circuit has ruled on claim construction. The Federal 
Circuit, the argument goes, has created a morass of con-
fused and contradictory claim construction canons. As 
the court said in Illinois Tool Works:

The Federal Circuit’s enthusiasm for dictionary definitions 
as a means of determining the proper scope and meaning of 
a claim illustrates the conundrum that claim construction 
can pose for the courts. The blackletter law of patent analy-
sis presents a clear hierarchy of authority: the court should 
consider first the claim language, then the remaining intrin-
sic evidence, and, thereafter, in limited circumstances, 
extrinsic evidence. See, e.g.. Interactive Gift, 231 F.3d at 
866. Yet cases like Texas Digital suggest that the court 
should begin its claim construction by looking to a dictio-
nary. This apparent paradox recalls the oft-cited decision of 
Autogiro Company of America v. United States, 384 F.2d

391, 397 181 Ct. Cl. 55, 155 U.S.P.Q. 697 (1967), wherein 
the predecessor to the Federal Circuit, the U.S. Court of 
Claims, noted with exasperation that "|p]atent law is replete 
with major canons of construction of minor value,” and con-
cluded that, despite previous judicial decisions to the con-
trary, claims "cannot be clear and unambiguous on their face. 
A comparison must exist.” Similarly, while the doctrine of 
claim construction urges courts to limit their analysis to the 
claim language itself, the practice of claim construction 
requires the courts to refer to intrinsic and extrinsic evidence 
to determine the proper meaning of a term. This reality raises 
confusion as to how and when a court should consult evi-
dence other than the claim language?

Statistics about reversal rates are not the whole story 
and, when the merits of any individual case are consid-
ered, are irrelevant. As many who defend the work of the 
Federal Circuit say, their job is to decide the case right, 
not decide it in accord with a statistical model. The job 
of the judge is to “do the right thing," they say, not to do 
the predictable thing.

Yet the same was true before the Federal Circuit was

(N0N-PRECEDENT1AL)

now known M Telcordia Technologies, Inc.) v, 
:ORE SYSTEMS, INC. (now known M Marconi 
Communications, Inc.) 02-1083. -1084 Yes Yes

Yes - Vacated 
Remanded

(NOH-PRECEDENTIAL)

J.G. PETa , INC. (doing buslnesa aa Coverai 
Manufacturing) v. CLUB PROTECTOR, INC., 
and WILLIAM T. HELD 02-1127.-1128 Yes No No

(NOH-PRECEDENTIAL) Deere & company v. The loro company 02-1138 Yea Yea

Yea - Reverse 
summary Judgment 
as Io non-
Infringement- 
Remanded

■
(HON-PRECEDENTIAL)

RICHARD LOPES v. HARDWARE 
DISTRIBUTORS. LTD. and R.C. RUBBER 
COMPANY, and JEFF WAYTASHEK 02-1148 No No No

(HON-PRECEDENTIAL)

WILLIAM FREDERICK ROBINSON and ftoSA 
ROBINSON end WILLIAM HENRY ROBINSON II 
v. FAKESPACE LABS. INC. 02-1152 No No No

(NON-PRECEDENTtAL)

XEROX CORPORATION v. 3 COM
CORPORATION. U.S. ROBOTICS 
CORPORATION. U.S. ROBOTICS ACCESS 
CORP., and 3COM COMPUTING, INC.

02-1188,-1305.-
1321 Yes No No

(HON-PRECEDENTIAL)

JAMES P. LOGAN. Jft v THE ORIGINAL 
HONEYBAKED HAM COMPANY OF GEORGIA, 
INC., HONEYBAKED FOODS, INC., and MARY 
J. SCHMIDT 02-1279 No No No

~(NON-PRECEDfeNTtALj STEWART LAM LE v. MATTÉCTR?f 02-1 Ì5à No No No

(HOH-PRECEDENTIAL)
PHONOMETRICS, Irit. V. ITT SHERATON 
CORP. 02-1417 No No No

(NOH-PRECEDENTIAL)

NEWSPRING INDUSTRIAL CORPORATION v. 
SUN GEM PLASTICS ENTERPRISE CO.. 
LIMITED, and BUNG RONG HSIU and NEW 
MAYLINE CO., INC., MAYLINE ENTERPRISES, 
INC., JEN-HSIEN LIU, and GEORGE LI 02-1450 Yes No No

(HON-PRECEDENTIAL)

Atl An TIc  CONSTRUCTION fa bric s , inc . 
end GEORGE E. LOGUE, JR. v. DANDY 
PRODUCTS. INC. 02-1451 Yes NO No

(PRECEDENTIAL)
PIONEER MAGNETICS. INC. 'v. MICRO LINEAR' 
CORPORATION 00-1012 No No No

(PRECEDENTIAL)
LOCKHEED MARTIN CORPORATION V. SPACÉ 
SYSTEMS/LORAL, INC. 00-1310 Yes No No

(PRECEDENTIAL)

hóf f MANN-La  ROCHE, inc ., and roc he  
MOLECULAR SYSTEMS, INC. V. PROMEGA 
CORPORATION 00-1372 No No No

(PRECEDENTIAL)
BIOGEN, INC. v. ber l Èx  LABORATORIES; 
INC. and SCHERING AG 01-1058, -1059 Yes NO No

(PRECEDENTIAL)

MOBA, B.V., STAALKAT. B.V. and FPS FOOD 
PROCESSING SYSTEMS, INC. V. DIAMOND 
AUTOMATION, INC. 01-1063, -1083 Yes Yea

Yea - AFFIRMED-TFT 
PART, REVERSED-
IN-PART, and 
REMANDED

(PRECEDENTIAL)

AMGEN INC. y. HOECHST MARION ROUSSEL 
INC. (now known as Aventis Pharmaceuticals 
Inc.) and TRANSKARYOTIC THERAPIES, INC. 01-1191,-1218 Yes No No
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created. The commentators who criticized the Eight 
Circuit for never holding a patent valid, or other circuits 
for never holding a patent invalid, did not question the 
integrity or sincerity of the members of those courts. 
Everyone assumed that each judge in each case was try- 
ng to “do the right thing" and that their decisions 

reflected their true beliefs that the outcomes they 
reached were, indeed, “right." The statistical arguments 
about the performance of the Federal Circuit today are 
as valid—or invalid—as the statistical arguments were 
about the regional circuits. The regional circuits were 
criticized as disserving the public interest. Despite their 
trying to “do the right thing,” they were replaced.

There is a doctrine in the law called res ipsa loquitur, 
"the thing speaks for itself." The phrase may have sig-
nificance here. District court judges, so highly talented 
in assessing facts, evaluating witnesses, judging credibil-
ity, and sifting through complex and difficult arguments 

in areas of law with which they are unfamiliar, simply 
cannot be the "doing the wrong thing” nearly half the 
time. We need to find a way to make the Markman 
process more predictable. We need to find a way to 
make footnote 17, so charming in its prose but damning 
in its point, an anachronism. We need to fix the law of 
claim construction.

Endnotes
1. See "Is Markman Right?,” Chair's Bulletin (Nov 2002); 

www.abanet.org/intelprop/nov02chair.html.
2 A table listing each of these more recent cases is published 

with this article. When combined with the prior table all of the 
Federal Circuit cases from 2003 in which claim construction was 
at issue are listed and analyzed. I am indebted to my colleague, 
William Allen, for assisting with this research.

3 Illinois Tool Works, 250 F. Supp. 2d at 483-84. The ABA 
Section of Intellectual Property Law has implicitly criticized the 
decision in Texas Digital Systems, Inc. v. Telegenix, Inc., 308 
F.3d 1193 (Fed. Cir. 2002). Resolution 604-1, passed at the recent

(PRECEDENTIAL)

LACKS INDUSTRIES, INC. v. MCKECHNIE 
VEHICLE COMPONENTS USA, INC. (doing 
buHness as Thompson Intemallonat), end 
HAYES WHEEL INTERNATIONAL, INC. (now 
known as Haysi Lemmerz International, Inc.)

01-1371,-1395,-
1396 Yes No No

(PRECEDENTIAL)

RAMBUS INC. v. INFINEON TECHNOLOGIES 
AO, INFINEON TECHNOLOGIES NORTH 
AMERICA CORP., and INFINEON 
TECHNOLOGIES HOLDING NORTH AMERICA 
INC.

□1-1449, -1583, - 
1604,-1641.02- 
1174, -1192 Yes Yes
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JMOL of 
nonInfringement & 
Remands

(PRECEDENTIAL) df L ra ym ûn O g . tron ío  v . bi óm eT, INC. ól-IStó No No No— ------------------
(pr ec ed en ti al ) ARJUN SINGH V. ANTHON? J. SHAKE 01-1621 Ro No No
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EaTCN CORPORATION v . rock wel l  
INTERNATIONAL CORPORATION and 
MERITOR AUTOMOTIVE INCORPORATED

01-1633,02-1034,-
1206 Yes Yes

Yes-Vacated-ln-part. 
Reversed-in-part, 
Affirmed-in-part.

(PRECEDENTIAL)
PLANT GENETIC SYSTEMS. N.V. and BIOGEN, 
INC. V. DEKALB GENETICS CORPORATION 02-1011 Yes No

R/A-Ped.’ Cir. agreed 
with claim 
construction

(PRECEDENTIAL)

THE REGENTS OF THE UNIVERSITY OF NEW 
MEXICO v. GALEN D. KNIGHT and TERENCE J. 
SCALLEN 02-1018, -1019 No No No

(PRECEDENTIAL)

NoRtHROP Gru mman  CORPORATION v. 
INTEL CORPORATION and XIRCOM 
CORPORATION and 3C0M CORPORATION 
and D-LINK SYSTEMS, INC. and THE LINKSYS 
GROUP, INC. 02-1024,-1182 Yes Yes

Yes - Reverse and 
Remand.

(PRECEDENTIAL)

BOEHRINGER INGELHEIM VETMEDICA INC. 
v. SCHERING PLOUGH CORPORATION and 
SCHERING CORPORATION 02-1026, -1027 Yes

Yes-Construction 
not really reversed, 
but noted as 
Incorrect No

(PRECEDENTIAL)
RIVERWOOD INTERNATIONAL 
CORPORATION v. R. A. JONES & CO., INC. 02-1030,-1154 Yes Yes No

(PRECEDENTIAL)

INTEGRA LIFESCIENCES l.'LTB.'andTHE 
BURNHAM INSTITUTE end TELIOS 
PHARMACEUTICALS, INC. v. MERCK KGaA 
and THE SCRIPPS RESEARCH INSTITUTE and 
DR.DAVIDACHERESH 02-1052, -1065 Yes No No

(PRECEDENTIAL)

PANÙROL USA LP and PANDROL LIMITED v." 
AIRBOSS RAILWAY PRODUCTS, INC., 
AIRBOSS OF AMERICA CORP., ROBERT M. 
MAGNUSON, end JOSE R. MEDIAVILLA 02-1067, -1355 Yes No No

(PRECEDENTIAL)
WARNeR-LAMbert  com pa ny  v . ap ote x  
CORP., APOTEX, INC., and TORPHARM, INC. 02-1073 No No No

(PRECEDENTIAL)

THE BOARD OP EDUCATION (for and on behalf 
of the Board of Trustees of Florida State 
University). MDS RESEARCH FOUNDATION, 
INC., end TAXOLOG, INC. v. AMERICAN 
BIOSCIENCE, INC. (formerly known es VNorx 
Pharmaceuticals, Inc.) and CHUNLIN TAO 02-1109 No No No

(PRECEDENTIAL)
in  re  Rich ard  a . beh g , paúl  d . toman , 

and DONALD 6. WALLACE 02-1120, -1160 No No No

(PRECEDENTIAL)

MICRO CHEMICAL, inc . v . L'EXTRON.TNC. 
(formerly known » Greet Plains Chemical Co., 
Inc.) 02-1121 No No No

(PRECEDENTIAL)
IN RE LANCE 0. PETERSON and I0ANN13 
VASATIS 02-1129 No No No

16 ■ IPL NEWSLETTER ■ VOLUME 21 , NUMBER 4 ■ SUMMER 2003

http://www.abanet.org/intelprop/nov02chair.html


business meeting of the Section, opposes in principle any court’s 
reliance on dictionaries in construing or interpreting disputed por-
tions of a patent claim “unless (a) that material has been made 
part of the record and (b) the parties have had a full and fair 
opportunity to address, challenge, or rebut that material.” It thus 
opposed the Federal Circuit’s endorsement of the sua sponte use

by trial and appellate courts of dictionaries, encyclopedias, and 
treatises as a primary basis for interpreting patent claim terms. 
Section members Rich Beem and Phil Swain worked hard to bring 
the matter to a head this year as the Section Officers had recom-
mended it not come before the membership for debate this year.
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OAKLEY, INC. v. SUNGLASS HUT 
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BROÔKHILL-WILK1, LLC v. INTUITIVE 
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Remanded.
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MICRO CHEMICAL. INC. v. LEXTRBN, INC. 
■nd TURNKEY COMPUTER SYSTEMS. INC. 32-1155 No No No

(PRECEDENTIAL)

PRIMA TEK II. L.L.C, and feOUlXPAC TRUST 
NTERNAT10NAL, INC. V. POLYPAP, SA.R.L., 
PHILIPPE CHARRIN, end ANDRE CHARRIN 32-1 IM Yet Ym

Yes -Vacate 
summary judgment) 
L Remands

(PRECEDENTIAL)
FLEUR T. TEHRANI, Ph D.. P.E. V. HAMILTON 
MEDICAL. INC. and HAMILTON MEDICAL, AG.

02-1177,-1178,- 
1227 Yet Yea

Yes - Vacated and 
Remanded.

(PRECEDENTIAL) ALAN WANER V. FORD MOTOR COMPANY 02-1 IM,-1185 Yea Yet
Yes - Affirmed-ln-parl. 
Reversed In-part.—
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DURAMED PHARMACEUTICALS. INC. 02-1195 Yet Yet

Yes - Reversed and 
Remanded.
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INVITROGEN CORPORATION V. E IOC REST 
MANUFACTURING, L.P., STRATAGENE 
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Remanded.
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INTEL CORPORATION V. VIA TECHNOLOGIES, 
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CISCO SYSTEMS. INC. and CISCO 
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Vacated-ln-part, and 
Remanded.

(PRECEDENTIAL)

DARREL A. MAZZARI and MICHAEL T. 
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INC. 02-1283 No No No
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Remanded.
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