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INTRODUCTION

One of Congress’ goals in creating the United States Court of 
Appeals for the Federal Circuit was to foster uniformity in the application of the 
law of patents.3 The importance of such uniformity in achieving the ultimate 
ends of the patent system is difficult to overstate. As one Chief Judge of the 
Federal Circuit has observed, consistency in this area of the law is particularly 
important because:

3S. Rep. No. 275, 97th Cong., 2d Sess. 5 (1981), reprinted in 1982 U.S.C.A.A.N. 
No. 11, §15. Congress created the United States Court of Appeals for the Federal 
Circuit by enacting the Federal Courts Improvement Act of 1982, Pub. L. No. 97- 
164, 96 Stat. 25 (1982). The Act effectively merged two existing Article III courts, 
the Court of Claims and the Court of Customs and Patent Appeals, expanding 
their mandate to give the new court exclusive appellate jurisdiction over most 
cases involving patent issues. 3 Donald S. Chisum, PATENTS §11.06[3][e] (1996). 
The record of the time reflects three reasons motivating the creation of the new 
court: (1) relief of the regional circuit courts’ appellate workload; (2) the hope 
that the new court would bring about greater uniformity in the development and 
application of the patent law; and (3) more effective use of existing federal 
judicial resources. Id. at 11.06[3][3][i).

4Chief Judge Glenn L. Archer, Jr., Conflicts and the Federal Circuit, 29 J. MARSHALL 
L. REV. 835 (1996).

’Joseph R. Nolan & Jacqueline M. Nolan-Haley, Black’s Law Dictionary 978 (6th ed. 
1991). "The principle of stare decisis is integral to our jurisprudence ‘because it 
promotes the evenhanded, predictable, and consistent development of legal 
principles, fosters reliance on judicial decisions, and contributes to the actual and 

patent lawyers, inventors, and technology corporations
... . must be able to base their research and 
development, and their patent decisions, on well- 
established rules. Without these assurances, the 
incentive to invent that underlies the patent system 
would be far less effective.4

To further this goal, the Federal Circuit relies upon two sorts of 
mechanisms, one structural and the other procedural.

Procedurally, the Federal Circuit has embraced a relatively simple 
rule of stare decisis to govern how the Court is to treat its own precedent. Stare 
decisis is, simply put, the policy of the courts "To abide by, or adhere to, decided 
cases. "5 Under the Federal Circuit’s application of this rule, prior decisions are 
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binding unless and until overturned by the Court in banc.6 Where precedential 
decisions of the Court are in conflict, the earlier decision controls.7

perceived integrity of the judicial process.’" In re Zurko, 142 F.3d 1447, 1457 
(Fed. Cir. 1998) (in banc), quoting Payne v. Tennessee, 501 U.S. 808, 827, 111 S. Ct. 
2597, 2609 (1991). "(A]ny departure from the doctrine of stare decisis demands 
special justification.' Arizona v. Rumsey, 467 U.S. 203, 212, 104 S. Ct. 2305, 2310 
(1984). That being said, stare decisis is a "principle of policy," not an "inexorable 
command," and courts are not constrained to follow "unworkable" or "badly 
reasoned" precedent. Seminole Tribe of Florida v. Florida, 116 S. Ct. 1114, 1127 
(1996).

6Newell Companies, Inc. v. Kenney Mfg. Co., 864 F.2d 757, 765 (Fed. Cir. 1988), cert, 
denied, 493 U.S. 814 (1989); UMC Elects. Co. v. United States, 816 F.2d 647, 652 n.6 
(Fed. Cir. 1987), cert, denied, 484 U.S. 1025 (1988); Kimberly-Clark Corp. v. Fort 
Howard Paper Co., 771 F.2d 860, 863 (Fed. Cir. 1985); Mother’s Restaurant, Inc. v. 
Mama’s Pizza, Inc., 723 F.2d 1566, 1573 (Fed. Cir. 1983).

7Newell, 864 F.2d at 765; UMC, 816 F.2d at 652 n.6; Kimberly-Clark, 772 F.2d at 
863; Mother’s Restaurant, 723 F.2d at 1573. See also Albert G. Tramposch, The 
Dilemma of'Conflicting Precedent: Three Options in the Federal Circuit, 17 AIPLA Q. 
J. 323, 326-27 (1989). This rule has an exception for the precedent of the Court 
of Customs and Patent Appeals, which always sat in banc. The latest CCPA 
decision is binding precedent. In re Gosteli, 872 F.2d 1008, 1011 (Fed. Cir. 1989). 
And, of course, conflict assumes that the holdings of the cases conflict, not just 
dicta, that is "statements in judicial opinion upon a point or points not necessary 
to the decision of the case." In re McGrew, 120 F.3d 1236, 1238 (Fed. Cir. 1997).

’Melvin Halpern, The Office of the Senior Technical Assistant in The  UNITED STATES 
Court  of  Appe als  For  the  Federal  Circ uit : A Hist ory  (1982 - 1990) 181 
(United States Judicial Conference 1991) (hereinafter Halpern) at 182. (Halpern is 
found in a compilation of articles concerning the Federal Circuit Court of Appeals 
published in 1991 by authorization of the United Sates Judicial Conference 
Committee on the bicentennial of the Constitution of the United States). See also 
Archer, supra-note 4, at 836 ("We take this circulation period very seriously. A 
substantial number of opinions bring about comments, both technical and 
substantive, from one, or more often, several judges.').

Structurally, the Federal Circuit has taken at least two steps to help 
insure that its rules concerning precedent are respected. First, it has instituted 
the practice of circulating the decisions of each panel to each judge on the Court 
before allowing the decisions to be published.8 Second, and perhaps as 
importantly, the Federal Circuit created the post of Senior Technical Assistant 
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("STA").9 One of the duties of the STA is to review draft opinions for conflict 
with Federal Circuit precedent and call conflicts to the Court’s attention before 
the cases are published.10

9Halpem, supra note 8, at 182. Writing in a 1991 history of the Federal Circuit, 
STA Halpern opined:

Probably the most important aspect of the STA’s office has 
been its participation in the court’s process of trying to avoid 
conflict and confusion in published opinion. After a panel approves 
the author’s opinion, but before it is published, the opinion is 
circulated for comments by the remaining judges and the STA’s 
office on any arguable inconsistencies or confusion with prior 
published opinions. The author and panel can then consider those 
comments to see if they agree with them and if a change in the 
opinion is needed.

Id.

wId.

“Tramposch, supra note 7, at 328-30. Tramposch discusses the practice of adding 
an in banc addendtun to the panel opinion addressing general legal principles 
only. See, fi.g., Kingsdown Med. Consultants Ltd. v. Hollister, Inc., 863 F.2d 867 
(Fed. Cir. 1988), cert, denied, 490 U.S. 1067 (1989). The other option identified by 
Tramposch is to view the more recent (arguably conflicting) opinion as a 
reflection of the current thinking of the Com! and the evolving state of the law. 
See, e.g., Woodword v. Sage Products, Inc., 818 F.2d 841, 851 (Fed. Cir. 1987) ("[A] 
court need not overrule a prior case in order to clarify that case by stating a 
requirement which was met but not discussed. A court may refine holdings in 
its precedent which were stated or have been interpreted too broadly.").

The effect of these procedural and structural mechanisms should be 
to make sure that new decisions by three-judge panels follow prior ones and that 
decisions which would conflict with the Court’s stare decisis principles are 
modified or considered in banc. At least, that is the theory. In practice, the 
Federal Circuit appears to deplore in banc review. As a result, the Court has 
developed several alternatives. Writing in 1989, Albert Tramposch identified two 
alternative approaches that the Court can and does employ in dealing with its 
precedent.11

Since Mr. Tramposch wrote his article, the Federal Circuit has 
developed several new approaches to the treatment of its precedent. This article 
will review the approaches identified by Tramposch along with these new 
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approaches. This article will also identify the problems that attend these 
approaches. This article will conclude that the Federal Circuit’s exceptions are 
swallowing up the rule, and that—as a result-the Court’s treatment of its own 
precedent has become unpredictable. This unpredictability, the article argues, 
will lead to exactly the opposite result that Congress sought in creating the 
Court. Indeed, the inconsistent application of the patent laws resulting from 
inter-circuit conflicts will be replaced by inconsistent application of the patent 
laws resulting from intra-drcuit conflicts, and the fate of litigants will begin to 
hinge more upon the make-up of the panel deciding the case than on the 
principles and rules announced in prior opinions.

STARE DECISIS I:
"THE PARTIAL IN BANC"

One way identified by Tramposch in which the Federal Circuit has 
handled conflicting precedent is the "partial in banc." By this device, the Court 
can attach to a panel opinion an in banc addendum limited to resolution of the 
conflicting precedent.12

tramposch, supra note 7, at 328-29. In the Kingsdown case, the Federal Circuit’s 
"Resolution of Conflicting Precedent" in banc addition overruled prior case law 
which had held that an intent to defraud the PTO could be inferred from grossly 
negligent conduct. In that case, an attorney for Kingsdown made an error while 
copying patent claims from a parent application to a continuation application. 
Kingsdown, 863 F.2d at 873. During litigation over the patent, the district court 
noted the error and found that it had resulted from gross negligence on 
Kingsdown’s part. Id. at 871. Based on this finding, the district court inferred 
the intent to deceive the PTO and held the patent to be unenforceable. Id. The 
panel hearing the case reversed the district court’s holding and, in its appended 
in banc, the entire Federal Circuit held that gross negligence is an insufficient 
basis for an inference of the intent required to support a finding of inequitable 
conduct. Id. at 873. Chief Judge Archer, in his comments in 1996, singled the 
Kingsdown in banc out as one of two in banc decisions that he considered 
particularly noteworthy. See Archer, supra note 4, at 837-38.

Of course, this "partial in banc’ approach carries with it the primary 
problem of the traditional rehearing in banc: it requires consideration of the entire 
Court. Perhaps more importantly, however, this approach results in an in banc 
opinion that is divorced from the facts of the case on appeal. In other words, the 
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in banc portion of the opinion is dicta or, worse yet, an advisory opinion.13 
These problems may be the reason that the Court has used this approach in only 
one other instance since its advent in the Kingsdown case.14

^ramposch, supra note 7, at 329. "[A] dictum is not authoritative. It is the part 
of an opinion that a later court, even if it is an inferior court, is free to reject." 
In re McGrew, 120 F.3d at 1238, quoting United States v. Crawley, 837 F.2d 291, 292 
(7th Cir. 1988).

14See Nobelpharma AB v. Implant Innovations, 141 F.3d 1059, 1068 n.5 (Fed Cir. 
1998), petition for cert, filed, No. 98-178 (July 27, 1998).

15120 F.3d 1236 (Fed. Cir. 1997). Judge Rich wrote for a panel including Judges 
Plager and Clevenger.

16629 F.2d 675 (C.C.P.A. 1977).

17 Essentially, [section 135(b)] operates as a statute of
limitations on copying claims for the purpose of 
instigating interferences. The solicitor states, "there can 
be no serious doubt at this time that [section 135(b)] 
operates to effect a kind of statutory bar, estoppel or 
loss of right." We agree that a procedural statutory bar 
arises proscribing the instigation of interferences after 
a specified interval. But we do not agree that a 
substantive bar is raised by [section 135(b)] in an ex 
parte context.

629 F.2d at 680.

STARE DECISIS H:
"DICTA, NOTHING BUT DICTA"

Another way the Court has devised to deal with difficult precedent 
is to label that precedent "dicta.' Regardless of how emphatically a court states 
the holding of its case, or what it perceives to be the holding of its case, that 
holding may be labelled mere dicta at some point in the future. A recent 
example of this can be found in In re McGrew.15 In McGrew, the Court 
considered the emphatic statement in In re Sasse16 that 35 U.S.C. §135(b) applies 
only to interference proceedings and not to ex parte prosecution.17 The McGrew 
court seized on two sentences in the Sasse opinion addressing the facts of that 
case, characterizing them as an alternative basis for the Sasse court’s holding, and 
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labelled the statement summarizing almost the entire thrust of the opinion as 
"dicta."18 Indeed, any time the Court relies on alternative reasoning, both 
analyses are "not necessary to the decision of the case," and are therefore 
dicta.19 Thus, by adding additional reasons for its decision, the Court is 
effectively wiping the opinion clean of precedential value. Any statement 
beginning with "Moreover" could thus be argued to render meaningless dicta an 
entire opinion, not just what follows the "Moreover."

18 In interferences, the parties must be claiming the same
or substantially the same subject matter. The PTO has 
shown no such situation to exist here but seems to rely on 
the fact that [the issued patent] has broad claims which 
would ’read on’ or dominate appellants’ claims. Claims to 
a genus and claims to species within it are not claims to the 
same or substantially the same subject matter in the sense of 
[section 135(b)], Laying aside all the questions of time or 
delay, there has been no suggestion that appellants want, or 
could have, an interference. Section 135(b) is not 
applicable. The board was closer to the law when it 
said . . . that "we do not view this section ... of the 
statute as an alternative for a rejection which is 
properly based under 35 U.S.C. §102.

629 F.2d at 680-81.

wIn re McGrew, 120 F.3d at 1238.

Of course, while the Court can label statements in its own opinions 
dicta, counsel should be very reluctant to do so. Whether in an opinion to a 
client, in a brief to a district court, or in argument to the Federal Circuit, labeling 
a Federal Circuit statement as dicta would run the risk of the Federal Circuit 
rejecting counsel’s characterization. And even if the Court were to agree that a 
particular stat'ement is dicta, the Court still said it and expects counsel and their 
clients to follow it unless and until the Court says not to. The Court’s later 
rejection of that statement as dicta will in all likelihood, therefore, contradict 
advice that some counsel have given and that some client has acted upon. As 
a result, this approach to stare decisis is particularly pernicious.

STARE DECISIS HI 
"INTERPRETATION GONE WILD"

A second way of avoiding the creation of conflicting precedent 
without the need of a full in banc to address the merits of a particular case is for 
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the panel issuing the subsequent opinion to "interpret" the precedent in such a 
way to eliminate or skirt the conflict.20 This approach to precedent is typified 
by attempts to characterize prior, precedential cases as "limited to their facts" or 
otherwise distinguish the earlier cases in a way so transparent they would make 
a first year law student blush.

“Tramposch, supra note 7, at 330. Tramposch addressed this approach under the 
rather charitable rubric: "The Most Recent Opinion Reflects The Current Thinking 
of the Court and the Evolving State of the Law." Id.

M145 F.3d 1317 (Fed. Cir. May 27,1998). Judge Newman penned the opinion for 
a panel including Judges Rich and Smith.

“86 F.3d 1098 (Fed. Cir. 1996), cert, denied, 117 S. Ct.1244 (1997).

aId. at 1103.

24Id. at 1101-02, 1106.

^Id. at 1101-02.

A particularly "good" example of this approach, can be found in the 
opinion in YBM Magnex, Inc. v. International Trade Commission.21 YBM involved 
the application of the doctrine of equivalents in cases where the specification 
discloses, but does not claim, what is later claimed to be an equivalent under the 
doctrine. In order to make room for the outcome reached in YBM in a rather 
crowded field of precedent, the Court had to undertake a relatively heroic effort 
of interpretation, particularly of the Court’s 1996 opinion in the case of Maxwell 
v. J. Baker, Inc.22

Prior to YBM, it was widely thought that Maxwell had held that the 
doctrine of equivalents could not be applied to reach embodiments disclosed in 
the patent specification but not recited in the claims. In Maxwell, the accused 
device featured a system for attaching two shoes together prior to sale consisting 
of a tab that was stitched into the top lining seam of shoes.23 In originally 
deciding the Maxwell case, the Federal Circuit observed that the specification of 
the patent in suit (Maxwell’s *060  patent) specifically described two distinct 
designs for achieving the desired end: one was fastening a tab on the inside of 
shoes between the inner and outer soles and connecting the pair of shoes by 
threading a filament through the tabs; and the other was stitching a tab to the 
inside lining seam of shoes and connecting the pair of shoes by threading a 
filament through the tabs.24 Of these two, however, the patent claimed only 
the first system of fastening a tab between the inner and outer soles of shoes.25 
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The Court reasoned that by failing to claim the alternative product, Maxwell had 
deprived the PTO of the opportunity to consider whether that alternative product 
was patentable and held, on that basis, that it would be improper to find 
coverage for that alternative under the doctrine of equivalents.26

^Id. at 1106-08 (citing International Visual Corp. v. Crown Metal Mfg. Co., 991 F.2d 
768, 775 (Fed. Cir. 1993) (holding doctrine of equivalents should not be extended 
to disclosed, but unexamined, subject matter)).

”145 F.3d at 1318.

“Id. at 1320.

29Not completely oblivious to the apparent conflict in circuit law, the YBM panel 
defended its decision to narrow Maxwell: "Even where there an apparent conflict 
in statements of Federal Circuit law, the earlier statement prevails unless or until 
it has been overruled in banc." Id. at 1319 n.2 (citing Newell Companies, Inc., 864 
F.2d at 765).

In YBM, the patentee YBM brought an enforcement action in the ITC 
against certain respondents for violating a consent order prohibiting the 
importation of magnets infringing YBM’s ’439 patent. YBM’s patent claimed a 
magnet made of an alloy consisting of, among other things, a rare earth metal 
and oxygen. YBM’s patent taught that adjusting the oxygen content of the alloy 
resulted in improved stability in warm, humid conditions. The patent disclosed 
an alloy having an oxygen content ranging between 5,450 ppm and 35,000 ppm, 
but explicitly claimed alloys with oxygen ranging only from "6,000 to 35,000 ppm 
oxygen and balance boron.,27 The ALJ who first heard the case found that the 
accused magnetic alloys infringed the ’439 patent under the doctrine of 
equivalents. On the strength of the earlier Federal Circuit opinion in the case of 
Maxwell, however, the ITC reached a different conclusion. The ITC rejected the 
ALJ’s Recommended Determination and held that Maxwell had established a new 
rule of law, a bright-line test that the doctrine of equivalents cannot be applied 
to reach subject matter disclosed, but not literally claimed, in a patent and, on 
that basis, held in favor of the accused infringers and against YBM.26 *

The Federal Circuit unceremoniously rejected the ITC’s "reading" of 
Maxwell and reversed the decision, in the process restricting Maxwell to its facts 
and effectively negating the relatively clear rule enunciated only two years earlier 
in that case.29

Given the state of the law prior to the YBM decision, and the fairly 
unequivocal terms in which the Maxwell panel had articulated the rule in the case 
before it, the ITC can certainly be forgiven for its failure to grasp the nuance 
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divined by the YBM panel. That panel—faced with a situation analogous in 
important respects to that faced by the Court in Maxwell—emphasized that 
Maxwell must be received in light of its factual context and in light of existing 
precedents.30 The court then emphasized, however, that the ITC’s broad 
reading of Maxwell would directly contradict United States Supreme Court and 
Federal Circuit precedent addressing the doctrine of equivalents and dedication 
to the public.31 After examining what it considered the relevant Supreme Court 
and other Federal Circuit cases, the YBM panel concluded that there is no blanket 
rule, or even a general rule, that all disclosed subject matter is dedicated to the 
public and beyond the reach of a doctrine of equivalents analysis.32 Rather, 
holding that Maxwell, despite appearances to the contrary, "did not displace the 
wealth of precedent that permits determination of equivalency, vel non, as to 
subject matter included in the written description but not claimed," the Court 
reversed the ITC, holding that YBM’s patent had not dedicated to the public the 
disclosed levels of oxygen.33

3O145 F.3d at 1320-21.

“Id.

“Id. at 1321.

“Id. at 1322.

*No. 96-1514/ 1515, 1998 WL 321290 (Fed. Cir. June 17, 1998).

35107 F.3d 1565, 1571-72 (Fed. Cir. 1997). Judge Newman wrote for a panel that 
included judges Michel and Plager.

It is not the purpose of this article to opine on which of these two 
cases-Maxwell or YBM-articulates a "better" position on the law. One need not 
take sides in Qrder to point out that the two cases state very different rules and 
that the later case, YBM, dealt the ITC (and probably others) a distinct surprise 
when it dispensed so thoroughly with the Maxwell precedent (with which it 
evidently did not agree) by simply restricting that case to its facts.

The YBM panel’s interpretation of Maxwell is not an isolated 
incident. A more recent example may be found in Hyatt v. Boone.3* There, the 
Com! eviscerated another recently-created "bright-line" rule; the rule of Lockwood 
v. American Airlines, Inc.35 that to comply with the written description 
requirement a patent disclosure had to describe all limitations of the claim. The 
Court interpreted the written description requirement also to be satisfied where 
"any absent text is necessarily comprehended in the description provided and 
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would have been so understood at the time the patent application was filed. "* * 
Needless to say, the bright-line rule of Lockwood is but a distant memory.

*1998 WL 321290 at *5.

’’Tramposch, supra note 7, at 337 n.61.

*798 F.2d 1392 (Fed. Cir. 1986).

This interpretational approach to precedent can erode confidence in 
the predictability of the law and encourage protracted litigation of marginally 
meritorious disputes, but it does pay at least lip service to the notion of 
precedent and is bounded by some principle of rationality. A court’s willingness 
to bend precedent to fit the needs of a certain case is outcome driven to an 
extent, but most judges appear unwilling to appear foolish for the sake of 
reaching a certain opinion.

STARE DECISIS IV:
“IGNORE IT UNTIL IT GOES AWAY“

In his 1989 article, Mr. Tramposch observed that "[i]t is a long-
standing and unwritten rule of the common-law that mistakenly decided cases 
may be corrected by ignoring them' and advocates that "a relatively old and 
ignored case . . . should be left to lie as dead law."37 The Federal Circuit has 
certainly used, or tried to use, this approach. There are cases, such as A.B. Dick 
Co. v. Burroughs Corp.3*,  on which the Court has turned its back. These cases, 
which may charitably be called "high water mark cases,' do not represent the 
law even though they have never been overturned. That a case has received 
such treatment can usually only be divined much later, in retrospect. It may be 
instructive to keep the cases discussed in the foregoing section in mind as a 
practical laboratory on this sort of approach. It may be that we wake up two or 
more years hence and realize that one case or the other (or maybe both) has 
fallen by the wayside, and the other has become “the law" without formal 
pronouncement by the Federal Circuit. More likely, however, is that the 
divergence of views on the doctrine of equivalents and disclosed but unclaimed 
matter will continue to smolder as subsequent panels employ one or another of 
the types of stare un-decisis identified in this article, or perhaps new ones not 
yet thought up, to circumvent the clear dictates of earlier panels.
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STARE DECISIS V:
"TWO SHIPS PASSING IN THE NIGHT"

The ignore-it-until-it-goes-away approach suggests a degree of 
volition on the part of the Court and~as with the cases identified in the previous 
section—the cases being ignored are usually of considerable vintage. There have 
been examples of a related phenomenon involving cases filed relatively 
contemporaneous to each other, instances in which a subsequent case reaches a 
contrary outcome without so much as a nod in the direction of the recent but 
earlier case. A good example of this is the estranged couple of Bio-Technology 
General Corp. v. Genentech, Inc.39 * and Eli Lilly & Co. v. American Cyanamid Co.* 1

*80 F.3d 1553 (Fed. Cir. 1996), cert, denied, 117 S. Ct. 274 (1996).

*>82 F.3d 1568’(Fed. Cir. 1996).

41Id. at 1578.

^Judge Lourie wrote for a panel that included Judge Rich and Chief Judge 
Archer.

F.3d at 1566.

In Eli Lilly, the Federal Circuit affirmed the district court’s denial of 
a preliminary injunction. In doing so, the Court unequivocally rejected as a 
matter of law the suggestion that a finding of irreparable harm could be based 
on the patentee’s prospective reduction of research and development resulting 
from the loss of revenues due to the accused infringer’s competition.41 Eli Lilly 
was handed down May 10, 1996.

On May 20, 1996, the Court handed down its opinion in Bio- 
Technology, which affirmed the district court’s grant of a preliminary 
injunction.42 The panel’s finding of irreparable harm was based in part on the 
patentee’s claimed prospective reduction in research and development resulting 
from the loss of revenues due to the accused infringer’s competition.43

This sort of divergence of opinion is particularly hard to account for. 
As noted above, the Court has put specific structural mechanisms in place to 
prevent just this sort of conflict among panel opinions. The fact that Bio- 
Technology issued only after the a suggestion for rehearing in banc was declined 
further compounds the mystery. In view of the practice of giving each judge on 
the Court an opportunity to review draft decisions before they are filed, 
however, and given the important task of consistency-checking assigned to the 
STA, its seems that only one of two things could account for the anomalous 
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outcome: either the Court and its STA were asleep at the switch on the Eli 
Lilly!Bio-Technology conflict, or the Bio-Technology panel allowed its opinion to 
issue cognizant of but unconcerned about the conflict.

Another, more recent example of this sort of approach can be found 
in the first few cases to come out of the Federal Circuit following the Supreme 
Court’s decision in Markman v. Westview Instruments, Inc.44 In Vitronics Corp. v. 
Conceptronic, Inc.45 the Court clearly delineated the sort of evidence which could 
be used by the Court in discharging its duty under Markman to construe the 
claims of the patent. Absent a finding that the terms used in the claims are 
"ambiguous," the Court held, the district court should consider only that 
evidence which is "intrinsic" to the patent (i.e.: the claims and the prosecution 
history, and in some instances dictionaries and learned treatises).46 Unless the 
district court finds that the claims are ambiguous, it is not free to rely on extrinsic 
evidence such as expert testimony.47 Long after the ink had had a chance to 
dry, and the Court to digest the implication of Vitronics, a different panel issued 
a case affirming the district court’s construction of admittedly unambiguous 
claims despite its stated reliance on the opinion of expert witnesses.48 The 
Fromson court made no reference of Vitronics and the contrary rule it had 
announced.49

*517 U.S. 370 (1996).

**90 F.3d 1576, 1584 (Fed. Cir. 1996).

“Id. at 1584 & n.6.

vId. at 1584.

“Fromson v. Anitec Printing Plates, Inc. 132F.3d 1437,1442 (Fed. Cir. 1997), petition 
for cert, filed, 66 U.S.L.W. 3783 (May 26, 1998). Indeed, Judge Mayer wrote a 
separate concurrence to "emphasize the incompleteness of this court’s Markman 
dissertation on the use of extrinsic evidence in construing patent claims, ’ and to 
underscore the important role extrinsic evidence can play in assisting the trier of 
fact to reach a proper construction of the claims. Id. at 1445 (footnote omitted).

^n the its recent in banc opinion in Cybor Corp. v. FAS Technologies, Inc., 138 
F.3d 1448 (Fed. Cir 1998) (in banc), the Federal Circuit made some progress in 
resolving this conflict. Specifically, Cybor Corp, addressed the question of the 
standard of review for claim construction and, in that connection, the Court 
"disavow[ed] any language in previous opinions" (including Fromson and Eastman 
Kodak) "that holds, purports to hold, states, or suggests" that claim construction 
is anything but a purely legal question. Id. at 1456. In so doing, the Court
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This approach to stare decisis—if indeed it can be fairly termed an 
"approach" at all—is particularly harmful. It necessarily leaves litigants guessing 
as to which line of authority will prevail and which will be "restricted to its 
facts. ’ Without authoritative guidance, the risks of litigation go up even as too 
do the incentives to take and defend what might otherwise be viewed as 
untenable positions.

STARE DECISIS VI:
"THAT WAS THEN, THIS IS NOW"

Another identifiable approach to precedent exhibited by past Federal 
Circuit cases might be termed the "that-was-then-this-is-now" approach 
exemplified by National Presto Industries, Inc. v. West Bend50 which, without much 
ceremony—or any serious attempt at analysis—announced (prematurely, it turns 
out) the demise of the rule first articulated in the Lear-Siegle^1 case, and Texas 

implied, but did not expressly state, that resort to extrinsic evidence is allowed 
in reaching the legal determination of proper claim construction, but only if 
necessary to understand the context of the invention. See id. A more definitive 
clarification came in certain views expressed by Judge Newman, dissenting—not 
from the judgment itself, but from certain "pronouncements on claim 
interpretation in the en banc opinion" authored by Judge Archer (still Chief 
Judge when the case was heard, but Senior Judge when the opinion was filed). 
Writing to express her "additional views," Judge Newman stated: "The Federal 
Circuit’s ruling that extrinsic evidence must be restricted unless there is a facial 
ambiguity in the meaning of the claim is an unnecessary restraint on potentially 
useful evidence." Id. at 1480 (Newman, J., additional views). Notwithstanding 
the failure of the in banc Court to address the matter head on, a more recent 
panel opinion again affirmed the basic scheme articulated in Vitronics, although 
still not in Vitronic’s categorical terms, when it held: "If upon examination of this 
intrinsic evidence the meaning of the claim language is sufficiently clear, resort 
to ’extrinsic’ evidence, such as treatises and technical references, as well as 
expert testimony when appropriate, should not be necessary." Digital Biometrics, 
Inc. v. Identix, Inc., 1998 U.S. App. LEXIS 14928 at *17 (Fed. Cir. July 2, 1998).

“76 F.3d 1185 (Fed. Cir. 1996). Judge Newman wrote for a panel that included 
Judges Lourie and Rader.

51Lear Siegler, Inc. v. Sealy Mattress Co., 873 F.2d 1422 (Fed. Cir. 1989) (requiring 
expert witness testimony and "linking attorney argument" on "function," "way" 
and "result" equivalency).
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Instruments v. Cypress Semiconductor Corp.,51 which restored the rule with equally 
perfunctory declarations.

5290 F.3d 1558 (Fed. Cir. 1996), cert, denied, 117 S. Ct. 1818 (1997). Judge Lourie 
wrote for a panel that included Judges Rich and Mayer.

5376 F.3d at 1191.

54Archer, supra note 4, at 838.

“90 F.3d at 1566.

National Presto affirmed the district court’s finding of infringement 
under the doctrine of equivalents. The Federal Circuit rejected the accused 
infringer’s argument that the patentee had not provided sufficiently explicit 
testimony and linking argument on the doctrine of equivalents, asserting that 
Graver Tank and Hilton Davis—and indeed Lear-Siegler itself—required no specific, 
formulaic arguments.52 53

Speaking in early 1996, then Chief Judge Archer observed that 'Lear- 
Siegler was not discussed by the Hilton Davis majority. But National Presto might 
be viewed as putting some Hilton Davis gloss on Lear-Siegler. We will just have 
to see. "54 As it turned out, we did not have to wait long. Texas Instruments, 
decided less than half a year after the Chief Judge had made his comments, set 
the record straight with a vengeance. In Texas Instruments, the Federal Circuit 
affirmed the district court’s finding of non-infringement under the doctrine of 
equivalents. The Federal Circuit rejected the argument that the district court 
erred in requiring particularized testimony and linking argument. The Federal 
Circuit in banc in Hilton Davis, the Court hastened to clarify, did not overrule Lear 
Siegler.55

With respect to the National Presto precedent, the Court more or less 
threw up its hands:

To the extent National Presto decided that 
particularized testimony and linking argument. . . was 
not required in that particular case, it is not the 
province of this panel to second guess it. However, 

. National Presto did not hold that particularized 
testimony and linking argument cannot generally be 
required in a doctrine of equivalents analysis, because
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it cannot overrule . . . Lear Siegler.56

“Id. at 1567.

5796 F.3d 1409’(Fed. Cir. 1996). The problems with this opinion are discussed in 
detail in William C. Rooklidge & Robert O. Bolan, The Official Gazette and Willful 
Patent Infringement: Stryker Corp. v. Intermedics Orthopedics, Inc., 79 J. Pat. & 
Trademark Off. Soc’y 605 (1997).

“758 F.2d 613 (Fed. Cir. 1985).

5996 F.3d at 1415 (quoting Shatterproof Glass, 758 F.2d at 628). In Shatterproof 
Glass, the federal Circuit held that it was not clear error for the district court to 
refuse to award enhanced damages where the accused infringer’s awareness of 
the patent was merely "technical" in that the patent had been reviewed by its in-
house attorneys during routine monitoring of new patents, but the "key people" 
on the project which developed the accused device "were not aware of the patent 
until litigation arose." Shatterproof Glass, 758 F.2d at 628.

This recognition, but complete disavowal, of an earlier holding as contrary to 
precedent not only abandons any pretense of stare decisis, but leaves the 
litigants in both cases wondering why on earth the Cotut applied to them the 
rule that it did. Using this approach, predictability goes completely out the 
window.

STARE DECISIS VH:
"THAT’S NOT PRECEDENT AND NEITHER IS THIS"

Perhaps the most puzzling—or, at a minimum, the least useful- 
treatment of precedent goes to cases which simultaneously observe that an earlier 
opinion of the Court should not be relied upon as binding precedent, but at the 
same time neither should the case making the very observation. One standout 
in this category is Stryker Corp. v. Intermedies Orthopedics, Inc.S7 In Stryker Corp., 
a panel of the Federal Circuit addressed a claim by Intermedies concerning 
whether an accused infringer had to have a subjective appreciation of the risk or 
allegation of infringement concerning the patent in suit in order to be said to 
have "actual" notice for purposes of a wilfulness determination. Citing 
Shatterproof Glass Corp. v. Libby-Owens Ford Co.,5* Stryker argued that merely 
"technical" awareness—that is, where one whose knowledge can be imputed to 
the infringer knows of the existence of the patent but does not appreciate the 
possibility that there may be infringement—was not sufficient to support a finding 
of wilfulness.59 The Stryker Court rejected the argument that Shatterproof Glass 
had "affirmed" the district court’s denial or embraced the argument advanced 
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there that merely "technical" notice was not "actual" notice.60 Rather, the 
Stryker Court said, Shatterproof Glass had simply declined to reverse the lower 
court based on the record before it and in view of the clearly erroneous standard 
of review. The Stryker Court itself then went on to "not reverse" a finding by the 
lower court in that case which reached precisely the opposite conclusion (at the 
same time cautioning that its decision had as little precedential value as the 
decision in Shatterproof Glass).61 The upshot of these two cases is that the type 
of notice termed "technical" by the Shatterproof Glass Court may—or may not—be 
sufficient as a matter of law to support a finding of wilful infringement and it is 
not clear error for the district court to rule one way or the other: not ideal 
guidance for the practitioner seeking to counsel an accused infringer concerning 
the likelihood that he, she or it may be found to have wilfully infringed the 
patent in suit.

6O96 F.3d at 1415.

M96 F.3d at 1416.

“At any rate, the Court has the confidence of the Supreme Court, which has
stated in the context of the doctrine of equivalents, "[w]e leave it to the Federal 
Circuit how best to implement procedural improvements to promote certainty, 
consistency, and reviewability in this area of the laws [i.e.: application of the 
doctrine of equivalents]." Warner-Jenkinson Co. v. Hilton Dams Chem. Co., 520 
U.S. 17, _ n.«, 117 S. Ct. 1040, 1053 n.8 (1997).

^l F.3d 1565 (Fed. Cir. 1995).

“Id. at 1571.

CONCLUSION

In fairness to a court which has, after all, made important strides in 
clarifying, rationalizing and making uniform certain areas of the law,62 not all 
perceived conflicts are the result of a failure to follow precedent, deliberate or 
otherwise. The Court has itself identified instances where both parties have 
argued that a conflict in the law existed but where the Court itself was not 
convinced. In In re Ochiai,63 for example, the panel, while acknowledging that 
there were "tensions' present in a certain line of precedent, stated that it thought 
the parties drew "far too bleak a picture of the state of our case law."64 * The 
Court there—evidencing an obvious sensitivity to the charge of inconsistent 
decision-making—went on to observe that "[a]ny conflicts as may be perceived 
to exist derive from an impermissible effort to extract per se rules from decisions 

-16-



that disavow precisely such extraction.

It is easier, no doubt, to stand back and identify conflicts than it is 
to sit on a court of 12 judges and 4 senior judges with a kaleidoscopic array of 
backgrounds and views of the law,66 that issues opinions day in and day out 
from constantly reshuffled panels of three and the occasional in banc. Nor is the 
Federal Circuit the first court to come under some criticism for its shifting 
positions on the questions of the day. Looking back on the way precedent was 
sometimes treated by his own cotut, Justice Roberts, writing over 50 years ago, 
likened the Supreme Court’s "ephemeral" decisions to a "restricted railroad 
ticket, good for this day and train only."67

“Id. at 1572. See also Archer, supra note 4, at 837 (quoting In re Ochiai).

“One can gain an appreciation for the diverse backgrounds of the Federal Circuit 
judges from their biographies, which can be found on the Federal Circuit’s 
internet website, www.feddr.gov.

67Smith v. Allwright, 321 U.S. 649, 669 (1944) (Roberts, J. dissenting).

There are only two proper ways to treat precedent: follow it or 
overrule it. The latter should be done only by in banc consideration by the Court 
as a whole, something the Court has historically been reluctant to do. The 
former, however, requires a level of discipline not recently in evidence in Federal 
Circuit decision-making. So long as the Court continues on "hard cases" to steer 
a middle course, treating its own precedent with a level of disrespect that might 
draw criticism if attempted by a litigant, we will continue to fall short of the ends 
Congress sought to serve in creating the Federal Circuit and charging it with 
protecting and extending the body of law in this country relating to patents and 
their protection.
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