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Question 1
West Coast, your law firm, acts as litigation counsel for Lucid. 
West Coast has now merged with East Coast, another law firm. 
East Coast represents Northstar, one of the defendants in a 
pending lawsuit where Lucid is an adverse party. East Coast has 
stated that the attorneys formerly of West Coast who had entered 
their appearances in connection with this litigation, must now 
withdraw their appearances on behalf of Lucid because of the 
conflict of interest which will not be waived. May East Coast 
(presumably through the lawyers that were formerly part of West 
Coast) serve as co-counsel in any future matter involving Lucid?



Question 1: Answer
Phila. Eth. Op. 01-4, 2001 WL 914184 (Phila.Bar.Assn.Prof.Guid.Comm.): 
To undertake future litigation (involving the same product and suppliers of the 
current opposing party), the consent of the client would be required after full 
disclosure of the circumstances. Even if consent were given by the client, the 
firm must exercise caution that it does not use any information one firm gained 
while representing the client. The firm must also effectively institute a 
screening policy.

See Model Rule 1.10 Imputation of Conflicts of Interest: General Rule
See Model Rule 1.9 Duties to Former Clients
See Model Rule 1.7 Conflict of Interest: General Rule

Rule 1.9 Comment [9] The provisions of [Rule 1.9] are for the protection of 
former clients and can be waived if the client gives informed consent, which 
consent must be confirmed in writing under paragraphs (a) and (b).



Question 2
PART I: Your law firm keeps up with all the latest technology. In its 
efforts to capture attention on the Internet, it has launched an 
interactive website. The website offers blank forms for new or existing 
customers to order trademark or copyright services. Is this proper?

PART II: Your firm’s website allows existing clients to conduct 
trademark searches for a fee. You have hired Webbies, an internet 
service provider, to set up and manage the trademark search service on 
your website. You have agreed to pay Webbies 5% of the fees earned 
by your firm from the on-line trademark searches. Is this proper?



Question 2: Answer PART I
NYC Eth. Op. 1998-2,1998 WL 1557151 (N.Y.C.Assn.B.Comm. 
Prof.Jud.Eth.) : A law firm may not post a form for a new customer to 
request a trademark or copyright search, but may do so for existing 
clients. A law firm need not encrypt all e-mail communications 
containing confidential client information, but should advise its clients 
and prospective clients communicating with the firm by e-mail that 
security of communications over the Internet is not as secure as other 
forms of communications.

Model Rule 7.2 Advertising
(a) Subject to the requirements of Rules 7.1 and 7.3, a lawyer may 
advertise services through written recorded or electronic 
communication, including public media.



Question 2: Answer PART II
NYC Eth. Op. 1998-2,1998 WL 1557151 
(N.Y.C.Assn.B.Comm.Prof.Jud.Eth.): “[T]he Committee has concluded that 
if an individual accesses [a law firm’] website and requests a trademark search, 
satisfaction of the request would constitute the provision of legal services.” 
“[W]e note that DR 3-102, “Dividing Fees with a Non-Lawyer,” would 
preclude the Law Firm from paying any fee to its Internet service provider 
based on fees earned by Law Firm from the provision of the on-line legal 
services.”

Model Rule 5.4 Profession Independence of a Lawyer provides in part: (a) 
A lawyer or law firm shall not share legal fees with a nonlawyer.

Rule 5.4 Comment [1]: The provisions of this Rule express traditional 
limitations on sharing fees. These limitations are to protect the lawyer’s 
professional independence of judgment.



Question 3
In an effort to keep your legal fees at an affordable rate, you correspond 
frequently with your clients via electronic mail. Many of your emails 
contain confidential client information as well as attorney-client 
privileged communications. Your email messages are not encrypted. 
Does this violate any confidentiality rules?



Question 3: Answer
NYC Eth. Op. 1998-2,1998 WL 1557151 (N.Y.C.Assn.B.Comm.
Prof.Jud.Eth.): “ Based on our present knowledge, we do not believe 
that communications over the Internet are so insecure as to prohibit an 
attorney from conducting any legal business whatsoever over it.” 
“As with cellular and cordless telephones, however, it would be 
advisable for Law Firm to advise its clients and prospective clients that 
the security of communications over the Internet is not equal to that of 
other forms of communication that are generally accepted as secure, 
such as the U.S. Mail, express delivery companies, or the telephone.” 
See Model Rule 1.6 Confidentiality of Information
Rule 1.6 Comment [17]: When transmitting a communication that 
includes information relating to the representation of a client, the 
lawyer must take reasonable precautions to prevent the information 
from coming into the hands of unintended recipients.



Question 4
Your client, Iman Inventor, won a patent infringement trial. The case 
has been appealed. Iman now tells you that during trial he did not 
disclose a relevant piece of prior art to the PTO during prosecution. 
Such inequitable conduct could have changed the trial’s outcome. 
Should you inform the court?



Question 4: Answer
Model 3.3 Candor Toward the Tribunal provides in part:
(a) a lawyer shall not knowingly:
(3) offer evidence that the lawyer knows to be false. If a lawyer, the 
lawyer’s client, or a witness called by the lawyer, has offered material 
evidence and the lawyer comes to know of its falsity, the lawyer shall 
take reasonable remedial measures, including, if necessary, disclosure 
to the tribunal.
Rule 3.3 Comment [13] Duration of Obligation
A practical time limit on the obligation to rectify false evidence or false 
statements of law and fact has to be established. The conclusion of the 
proceeding is a reasonably definite point for termination of the 
obligation. A proceeding has concluded within the meaning of this 
Rule when a final judgment in the proceeding has been affirmed on 
appeal or the time for review has passed.



Question 5
You represented White Water Corporation before the Court of Federal 
Claims and the Federal Circuit at the law firm of Rodham, Clinton & 
Gore (“RC&G”). You wrote an appeal brief at RC&G that cited White 
Water’s confidential information. The Federal Circuit permitted the 
brief to be filed under seal. You brought a copy of the brief with you to 
your new firm, Ashcroft, Bush & Cheney (“AB&C”). Laura, your 
colleague at AB&C, represents Black River Company, a fierce 
competitor of White Water. Laura is preparing a Federal Circuit brief 
for Black River. When you share your brief with Laura to use as a 
template, you redact White Water’s name. Any violation?



Question 5: Answer
Model Rule 1.6 Confidentiality of Information provides in part:
(a) A lawyer shall not reveal information relating to the representation 
of a client unless the client gives informed consent, the disclosure is 
impliedly authorized in order to carry out the representation or the 
disclosure is permitted by paragraph (b).

Rule 1.6 Comments:
Comment [4] This prohibition also applies to disclosures by a lawyer 
that does not in themselves reveal protected information but could 
reasonably lead to the discovery of such information by a third person. 
A lawyer’s use of a hypothetical to discuss issues relating to the 
representation is permissible so long as there is no reasonable 
likelihood that the listener will be able to ascertain the identity of the 
client or the situation involved.
Comment [18] The duty of confidentiality continues after the client-
lawyer relationship has terminated.



Question 6
Your law firm represents many innovative drug manufacturers. Can 
you take on representation of a generic drug manufacturer? What if the 
generic manufacturer does not have competing products?



Question 6: Answer
Model Rule 1.7 Conflict of Interest: Current Clients

Rule 1.7 Comments:
Comment [6] Identifying Conflicts of Interest: Directly Adverse 
Simultaneous representation in unrelated matters of clients whose interests 
are only economically adverse, such as representation of competing 
economic enterprises in unrelated litigation, does not ordinarily constitute 
a conflict of interest and thus may not require consent of the respective 
clients.
Comment [8] Identifying Conflicts of Interest: Material Limitation 
There mere possibility of subsequent harm does not itself require 
disclosure and consent. The critical questions are the likelihood that a 
difference in interests will eventuate and if it does, whether it will 
materially interfere with the lawyer’s independent professional judgment 
in considering alternatives or foreclose courses of action that reasonably 
should he pursued on behalf of the client.



Question 7
Your firm works on many prosecution matters in the biotechnology 
field. As part of your work, you build prior art databases for each of 
your clients. While you are creating a database for one client, you 
discover a prior art reference which may be material to the prosecution 
of another one of your client’s patents. Is there a duty to disclose it?



Question 7: Answer
Model Rule 1.6 Confidentiality of Information provides in part:
(a) A lawyer shall not reveal information relating to the representation of a 
client unless the client gives informed consent, the disclosure is impliedly 
authorized in order to carry out the representation or the disclosure is permitted 
by paragraph (b).
37 C.F.R. 1.56:
Each individual associated with the filing and prosecution of a patent 
application has a duty of candor and good faith in dealing with the Office, 
which includes a duty to disclose to the Office all information known to that 
individual to be material to patentability as defined in this section.

Molins PLC v. Textron, 48 F.3d 1172 (Fed.Cir. 1995): Newman concurrence 
maintains that the duty to preserve client confidences supersedes disclosure 
where information known to attorney from different client. (The Court’s 
opinion, written by Judge Lourie, did not express an opinion on the conflict 
between an attorney’s obligation to the PTO and the attorney’s obligation to 
clients.)



Question 8
You represent Texas-T Corporation, a large company specializing in 
medical devices, in an action against an individual inventor, Dr. Lone 
Star. Dr. Star is represented by Loud Lawyer. The case is currently in 
its discovery phase and you and Loud Lawyer have exchanged several 
discovery requests. One evening, you are at a restaurant for dinner and 
unbeknownst to him, Loud Lawyer is seated in the booth next to yours. 
You overhear the following statements made by Loud Lawyer:

“My clients are hard-working taxpayers cheated out of inventions 
they made with their own hands. By whom you ask? Big 
corporations, of course! These companies don’t play the rules so I 
don’t play by the rules with them either. In fact, I have case against 
Texas-T—that’s right, Roy, THE Texas-T—and just the other day I 
figured that they didn’t deserve to get all of my client’s documents 
on his invention. Let ‘em feel the heat for once!”

Do you have an obligation to report that Dr. Star’s lawyer has 
committed an ethics violation?



Question 8: Answer
Model Rule 8.3 Reporting Professional Misconduct provides in part:
(a) A lawyer who knows that another lawyer has committed a violation of 
the Rules of Professional Conduct that raises a substantial question as to 
that lawyer’s honesty, trustworthiness or fitness as a lawyer in other 
respects, shall inform the appropriate professional authority.

Rule 8.3 Comments:
Comment [1] Self-regulation of the legal profession requires that 
members of the profession initiate disciplinary investigation when they 
know of a violation of the Rules of Professional Conduct.
Comment [3] The term “substantial” refers to the seriousness of the 
possible offense and not the quantum of evidence of which the lawyer is 
aware.
Fed.R.Civ.P., Rule 37(a)(2)(A) requires good faith meet-and-confer to 
resolve without court action.
Fed.R.Civ.P., Rule 11(c)(1)(A) gives 21 days to correct.



Question 9
You represent a maker of a generic drug treating malaria. The National 
Circuit Bar Association is forming a committee to spearhead an effort 
to suspend malaria drug patent protection for epidemic-stricken third 
world countries. You have accepted a position on this committee. Do 
you have to get consent from your client?



Question 9: Answer
Model Rule 6.4 Law Reform Activities Affecting Client Interests: A 
lawyer may serve as a director, officer or member of an organization 
involved in reform of the law or its administration notwithstanding that 
the reform may affect the interests of a client of the lawyer.

Rule 6.4 Comment [1]
Lawyers involved in organizations seeking law reform generally do not 
have a client- lawyer relationship with the organization. Otherwise, it 
might follow that a lawyer could not be involved in a bar association 
law reform program that might indirectly affect a client. See also Rule 
1.2(b). A lawyer is professionally obligated to protect the integrity of 
the program by making an appropriate disclosure within the 
organization when the lawyer knows a private client might be 
materially benefited.

See also Rambus v. Infineon Technologies AG, 318 F.3d 1081 
(Fed.Cir. 2003).



Question 10
You unintentionally take a position in an international trade appeal 
brief for your client Big Red that is adverse to your partner’s client 
Green Giant’s concurrent appeal. Just before oral argument, you find 
out about the conflict. Can you proceed with the argument?



Question 10: Answer
See Model Rule 1.7 Conflicts of Interest: Current Clients

Rule 1.7 Comment [24]
A conflict of interest exists, however, if there is a significant risk that a 
lawyer’s action on behalf of one client will materially limit the 
lawyer’s effectiveness in representing another client in a different case; 
for example, when a decision favoring one client will create a 
precedent likely to seriously weaken the position taken on behalf the 
other client. Factors relevant in determining whether the clients need 
to be advised of the risk include: where the cases are pending, whether 
the issue is substantive or procedural, the temporal relationship 
between the matters, the significance of the issue to the immediate and 
long-term interests of the clients involved and the clients’ reasonable 
expectations in retaining the lawyer. If there is significant risk of 
material limitation, then absent informed consent of the affected clients, 
the lawyer must refuse one of the representations or withdraw from one 
or both matters.


