
Judge Gajarsa, Arthur J.

From: Cheryl Powell [cheryl.powell@finnegan.com]
Sent: Thursday, September 23, 2004 4:12 PM
To: gajarsaa@cafc.uscourts.gov; ronald_whyte@cand.uscourts.gov; pjohnso4@corus.jnj.com; 

judge_kentjordan@ded.uscourts.gov ; larry_mckinney@insd.uscourts.gov ;
lsung@law.umaryland.edu; judge_garbis@mdd.uscourts.gov; komalley@ohnd.uscourts.gov

Cc: Charles Lipsey
Subject: ALI/ABA conference in Chicago, 9/30-10/1

RE: Proper Role of a Formal Opinion of Counsel in Determination of Willfulness

Dear Panel Members:

We are scheduled to discuss the "Proper Role of a Formal Opinion of Counsel in 
Determination of Willfulness" from 4:15 to 5:00 p.m. on Thursday, September 30th. Given 
the short amount of time devoted to the topic and the currency of the issues raised by the 
Federal Circuit's recent opinion in Knorr-Bremse, the following topics come to mind:

1. If no opinion of counsel is relied upon and there is no inference regarding the nature 
of the advice that might have been given (Fed. Cir. Answers to Q. 1 and 2), should the 
jury be told whether or not counsel was consulted as part of the "totality of the 
circumstances" relevant to the willfulness issue? This is the question left unanswered by 
the Knorr-Bremse opinion.

a. Should the answer depend on who offers the evidence?

b. What use of such evidence could be made in closing?

, c. What should the jury instruction on this issue look like?

d. Should an infringer who sought legal advice and has withheld an opinion that it 
infringed be better off in the eyes of the jury than an infringer who never sought legal 
advice?

2. If an opinion was not produced, and no adverse inference is to be drawn from that 
fact, and if presentation of a meritorious defense at trial does not inevitably preclude a 
finding of willfulness (Fed. Cir. Answer to Q. 4), what can a patent owner do in such 
circumstances to prove willfulness?

a. Is the only appropriate inquiry into conduct such as copying, concealment of 
infringement, intent to injure the patentee, etc.?

b. Is it appropriate to seek to prove that the infringer had no legitimate defense prior 
to the conduct of discovery in the lawsuit and, if so, how would it be discovered and 
proven?

3. What precisely is the proper role of a formal written opinion in the assessment of 
willfulness (our topic)?

a. Whose state of mind is at issue--the client, the lawyer, or both?

b. How unequivocal must the opinion be in order to justify a good faith belief in the 
right to go forward?

c. Is it the actual competence of the opinion, the client's perception of its competence, 
or both that is relevant?

d. On what, if any, issues can the lawyer by compelled to testify?

e. What is the scope of the waiver attending reliance on an opinion of counsel--pre- 
opinion attorney-client communications on the same subject matter, uncommunicated pre-
opinion attorney work product, post-opinion communications and attorney work product?
See, e.g., Novartis Pharmaceuticals Corp. v. Eon Labs. Mfg., Inc., 206 F.R.D. 396 (D. Del.
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2002) (seemingly unlimited waiver).

4. If an opinion is produced, can the lawyer (or law firm) that rendered the opinion try 
the case?

a. If the relevant inquiry is into the client's state of mind, must the lawyer be a 
witness at trial and, if so, may he or she (or his or her firm) still try the case?

b. Should the willfulness issue be severed and stayed for separate discovery and/or 
trial?

Would you like to comment upon any or all of these questions? Are there other questions 
generally comprehended by this topic that any of you would like to discuss?

Charlie
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