
12th Annual Advanced ALI-ABA Course of Study 
for the Corporate Counsel 

and the Private Practitioner
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Trial of a 
Patent Case

Thursday-Friday, September 30-October 1,2004 
Chicago (Millennium Knickerbocker Hotel)
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PLANNING CHAIRS
Marvin J. Garbis, U.S. District Judge, Baltimore
George F. Pappas, Venable LLP, Washington, D.C.

FACULTY
Judges
Arthur J. Gajarsa, Judge, U.S. Court of Appeals for the Federal 

Circuit, Washington, D.C.
Kent A. Jordan, U.S. District Judge, Wilmington, Delaware 
Matthew F. Kennelly, U.S. District Judge, Chicago
Paul R. Michel, Judge, U.S. Court of Appeals for the Federal 

Circuit, Washington, D.C.
Liam O’Grady, U.S. Magistrate Judge, Alexandria, Virginia
Kathleen McDonald O’Malley, U.S. District Judge, Cleveland 
Ronald M. Whyte, U.S. District Judge, San Jose, California 
James B. Zagel, U.S. District Judge, Chicago

Others
James P. Evans, M.D., Ph.D., Associate Professor of Medicine 

and of Genetics, University of North Carolina, Chapel Hill

{Continued within}

AMERICAN LAW INSTITUTE-AMERICAN BAR ASSOCIATION 
COMMITTEE ON CONTINUING PROFESSIONAL EDUCATION 
a nonprofit endeavor providing continuing professional 
education for lawyers since 1947. www.ali-aba.org

FACULTY {Continued}

Mary B. Graham, Morris, Nichols, Arsht & Tunnell, 
Wilmington, Delaware

Creighton G. Hoffman, Hoffman, Alvary & Company LLC, 
Newton, Massachusetts

Philip S. Johnson, Johnson & Johnson, New Brunswick,
New Jersey 

Charles E. Lipsey, Finnegan, Henderson, Farabow, Garrett &
Dunner, L.L.P., Reston, Virginia 

Roderick R. McKelvie, Fish & Neave, Washington, D.C. 
Harry J. Roper, Roper & Quigg, Chicago 
Marion B. Stewart, Ph.D., Senior Vice President, National

Economic Research Associates, Inc., New York
Lawrence M. Sung, Preston Gates Ellis & Rouvelas Meeds LLP, 

Washington, D.C.
James M. Wagstaffe, Kerr & Wagstaffe LLP, San Francisco

SCOPE ANO PURPOSE
You have a patent case involving a recombinant human protein 
implicated in the biochemical pathway for fat metabolism. Can 
you present your arguments in a Markman hearing in a clear, 
understandable, and persuasive manner?

This innovative course of study, now in its twelfth year and 
comprising 12 full hours of instruction, answers this question 
and many more. Using a simulated patent infringement 
litigation involving a biotechnology invention, the faculty 
discusses the practical strategies for the presentation of complex 
subject matter to the finder of fact. Additionally, the course 
introduces registrants to the fundamentals of the genetic arts 
and looks at the patent law issues most pertinent to 
biotechnology patent litigation.

The simulation involves a U.S. patent that relates generally to 
a recombinant human protein implicated in the biochemical 
pathway for fat metabolism. In addition to the recombinant 
protein, the claims encompass the nucleic acid that encodes the 
protein; vectors and host cells for the production of the 
recombinant protein; products and methods associated with the 
diagnosis of obesity due to dysfunction of the naturally occurring 
protein; and products and methods associated with the prevention 
and treatment of obesity using the recombinant protein, including 
pharmaceutical compositions and gene therapy.

The demonstration by the faculty is of a Markman hearing 
on the proper interpretation of the patent claims. This 
demonstration includes a discussion of the biological processes 
involved in obtaining protein from DNA naturally, as well as the 
molecular biology techniques used to produce the recombinant 
protein. The specific patent law issues to be addressed include 
obviousness, written description, and enablement, and the 
effects of these concerns on claim construction.

{Continued}
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SCOPE AND PURPOSE {Continued!

To assist registrants in understanding the principles of 
genetics, both for purposes of this course and beyond. Dr. James 
Evans of the Department of Medicine at the University of 
North Carolina offers a tutorial on the fundamentals of the 
genetic arts.

The program also features two open forums during which 
registrants can address questions to a panel of distinguished 
trial and appellate judges.

This advanced course is designed for in-house patent 
counsel responsible for the active management of patent 
litigation and for private patent litigation practitioners with at 
least moderate experience in the trial of a patent case. By the 
end of the course, registrants will have a better understanding of 
how to present the complex issues in a patent case through the 
use of simple themes employing proof consistent with Federal 
Circuit precedent.

PROGRAM TOPICS
• Tutorial on the Fundamentals of the Genetic Arts
• Mock Markman Hearing
• Proper Role of a Formal Opinion of Counsel in 

Determination of Willfulness
• The Doctrine of Equivalents after the U.S. Supreme Court’s 

Decision in Festo
• Claims Construction: Where Are We Now?
• What Judges Need, Want, and Expect from Trial Counsel in 

Patent Cases
• Judges’ Perspectives on the Effective (and Ineffective) Uses 

of Technology To Persuade
Multiple real life examples of technology that has worked and 
technology that hasn’t, and, more important, an exploration 
of the reasons for success and failure

• Antitrust Claims in Patent Cases: Where Are We Now?
• Recent Federal Circuit Decisions
• A Default Standard for Discovery of Electronic Documents: 

The Delaware Model
• Effective Use of Demonstrative Exhibits in Damages Claims 

IFie perspectives of judges, practicing lawyers, consultants, 
and expert witnesses are brought out in these discussions.

• Model Patent Jury Instructions
The panel reviews the status of efforts to develop model patent 
jury instructions being made by the American Intellectual 
Property Lawyers Association and the U.S. District Courts for 
the District of Delaware and the Northern District of 
California; and comments on the various model instructions.

• Unique Jurisdictional and Venue Issues in Patent Cases
• Case Management Issues in Patent Litigation, from Filing 

Through Trial

• Open Forum: Ask the Judges about Patent Litigation
This portion of the program, which wraps up each day’s 
proceedings, has been very popular each year and is an 
opportunity for registrants to submit written questions to the 
judges for response, comments, and discussion.

Note: the discussions include at least one full hour on ethics and 
professional responsibility issues, accepted as such by most, but 
not all, MCLE jurisdictions.
Total 60-minute hours of instruction: 12

PROGRAM SCHEDULE
The course begins at 9 a.m. on Thursday, September 30, with 
registration at 8 a.m., and adjourns for the day at 5 p.m. Friday’s 
program (October 1) also runs from 9 a.m. to 5 p.m. Continental 
breakfasts and mid-morning and mid-afternoon refreshment 
breaks are served daily.

REGISTRATION-800-CLE-NEWS-www.ali-aba.org
Tuition for this course is $995. Tuition entitles registrants to admission to all sessions, a 
set of study materials, and Continental breakfasts and refreshment breaks daily. To reg-
ister, simply return the form provided, with payment; or register with a credit card by:

• Phone: 800-CLE-NEWS (800-253-6397)
• FAX: 215-243-1664
• Internet: www.ali-aba.org

Registrations will be accepted at the door if space is available, but please call in 
advance to avoid disappointment. All course accounts must be settled by the first 
session of the course to assure admittance to the classroom.

Newly admitted lawyers (within the past two years) and retired senior lawyers 
(65 and over) are eligible for a 50% tuition discount and should include a note 
explaining their eligibility. Discounts may not be combined.

Services for Persons with Disabilities: If special arrangements are required for 
an individual with a disability to attend this program, please inform ALI-ABA of 
any special needs at least two weeks in advance. Write Alexander Hart, ALI-ABA, 
4025 Chestnut Street. Philadelphia, PA 19104-3099, or call (215) 243-1630 or (800) 
CLE-NEWS (253-6397), extension 1630 (toll-free, U.S. and Canada).
CANCELLATIONS
Cancellations received no later than September 27 will be honored and tuitions 
refunded, less a $50 cancellation fee. Cancellations received by noon September 29 
also will be honored and tuitions refunded, less, however, a $100 cancellation fee. 
Telephone cancellations (800-253-6397) will be honored under the above time lim-
its and terms, but must be confirmed by letter; all requests for refunds must be 
received in writing and must be postmarked no later than October 4.
HOTEL ACCOMMODATIONS
A limited block of rooms has been reserved at the Millennium Knickerbocker 
Hotel. Room rate: $199 per night, single or double occupancy. These rooms will be 
held as a block, unless exhausted, until August 26, at which time they will be 
released to the general public. Registrants must make their own hotel reservations 
and indicate that they are attending the ALI-ABA Course of Study to qualify for 
rooms in the block.

Room reservations may be made by calling or writing to the Millennium 
Knickerbocker Hotel, 163 E. Walton Place (at N. Michigan Ave.), Chicago, IL 
60611; phone (312) 751-8100 or (800) 621-8140; FAX (312) 751-9663. Confirma-
tions will be sent by the hotel. Please read the cancellation policy carefully.
ADDITIONAL INFORMATION
For further information write Alexander Hart, Director, Courses of Study, 
ALI-ABA, 4025 Chestnut Street, Philadelphia, PA 19104-3099; telephone (215) 
243-1630 or (toll free, U.S. and Canada only) (800) CLE-NEWS (253-6397), exten-
sion 1630; or visit ALI-ABA’s web site at www.ali-aba.org

Here’s what registrants have said about recent presentations of this course:
“An excellent course. The Markman discussion was very useful, and the 

panel of judges provided me with many helpful insights. I appreciate the 
amount of work that went into preparing this course.”

“This was an excellent program - one of the best seminars I have attended. 
The mock trial demonstrations were very helpful and topics were right on 
point. Hearing the views of judges was invaluable, especially opposing 
views. Also valuable to hear ideas from experienced counsel and 
experts/consultants. Good mix of participants in faculty.”

“I always welcome the opportunity to hear judges’ viewpoints. The large 
group of judges here ensured a diversity of views being expressed.”

“Having so many federal judges gives credence to the positions and pointers 
presented. Thank you for an excellent class!”

“Judges’ panel discussion is outstanding! Gives me great insight into the 
process.”

“One of the best courses I have attended!”

CAN’T ATTEND? ORDER THE STUDY MATERIALS!
A book of specially prepared study outlines and related material will be dis-
tributed at the course site. To order these materials separately, please use the 
form provided; shipping and handling are free!

AUDIOCASSETTE TAPES and AUDIO mp3 CD-ROMs of the September 
2003 presentation of this course, including the September 2003 printed course 
materials, are available for $695. Recordings are nonreturnable, but will be 
replaced if defective. To order, please see the form; shipping and handling 
are free!

DISCOUNTED AIRFARES
For ALI-ABA discounted airfares, please call: DELTA 1-800-241-6760, re: File #198193A; 
UNITED 1-800-521-4041, re: File #535DG. Restrictions may apply.
TUITION ASSISTANCE
Tuition assistance for ALI-ABA courses, based on need, is available on application. We are 
particularly interested in applications from minority lawyers, public interest lawyers, govern-
ment lawyers, and recently admitted solo practitioners. To apply, please request application 
form: Tuition Assistance, Alexander Hart, ALI-ABA, 4025 Chestnut Street, Philadelphia, 
PA 19104-3099, or call (215) 243-1630 or (800) CLE-NEWS (253-6397), extension 1630. All 
applications must be received by mail no later than three weeks before the course begins. 
FAX copies are not acceptable. Applications must be accompanied by a $25 nonrefundable 
processing fee (waived for full-time J. D. candidates).

MANDATORY CLE AND CPE CREDIT
Virtually all ALI-ABA Courses of Study are fully accredited in mandatory continuing legal 
education (MCLE) jurisdictions for varying numbers of credit hours. To obtain specific infor-
mation on CLE, CPE, or other professional accreditation of this course, please write to: 
Mandatory CLE Credit, ALI-ABA, 4025 Chestnut Street, Philadelphia, PA 19104-3099.

Suggested Prerequisite: Some experience in legal practice in subject matter
Educational Objectives: Acquisition of knowledge and skills to develop proficiency as a 

practitioner; provision of information on recent legal developments; development of 
proficiency in performance of intricate and complex legal tasks within a narrow area 

Level of Instruction: Advanced

Are you finding the CLE you need? Receive notices efficiently 
when you sign up at www.ali-aba.org/aliaba/emailfrm.asp.

OTHER ALI-ABA COURSES OF STUDY
Intellectual Property Licensing Today 

August 20,2004, Chicago
Trademark, Copyrights, and Unfair Competition 

for the General Practitioner and the Corporate Counsel 
October 14-15,2004, Washington, D.C.

Trial Evidence in the Federal Courts: Problems and Solutions
December 2-3,2004, New York

Civil Practice and Litigation Techniques in Federal and State Courts 
January 19-21,2005, San Juan, Puerto Rico; March 2-4,2005, Maui, Hawaii
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