
86. PATENTS: Can there be patent misuse based on an economic activity, in 
the absence of an antitrust violation?

YES: Virginia Panel Corp, v. MAC Panel Co.,__F.3d____ ,____ , 45 USPQ2d
1225, 1235 (Fed. Cir. 1997), states:

We note first that violation of the antitrust laws, in this 
case Section 2 of the Sherman Antitrust Act, 15 U.S.C. § 2 
(1994), requires more exacting proof than suffices to 
demonstrate patent misuse. For example, violation of the 
antitrust laws always requires an intent to monopolize, 
market power in a defined relevant market (which may be 
broader than that defined by the patent), and damages 
attributable to the conduct asserted to be in violation of the 
antitrust laws. See, e.g.. Zenith Radio Corp.. 395 U.S. at 
140-41, 161 USPQ 577, 593.

That suggests that a court could find patent misuse even though there is no 
market power or intent to monopolize, i.e., misuse based on economic activity can exist 
even when there is no antitrust violation. There is considerable support for that. Thus, 
B. Braun Medical, Inc, v. Abbott Laboratories,__F.3d____ ,____ , 43 USPQ2d 1896,
1901-02 (Fed. Cir. 1985), states that, when assessing post-sale restrictions placed on 
patented goods, “conditions that violate some law or equitable consideration are 
unenforceable. * * * * The patent misuse doctrine, born from the equitable doctrine of 
unclean hands, is a method of limiting abuse of patent rights separate from the antitrust 
laws.” And Senza-Gel Corp, v. Seiffhart,___F.2d____ ,____ , 231 USPQ 363, 368
(Fed. Cir. 1986), citing Zenith Radio Corp., supra, states that, “as the Supreme Court 
has said, the patentee’s act may constitute patent misuse without rising to the level of 
an antitrust violation.” See also Mallinckrodt, Inc, v. Medipart, Inc.,___F.2d____ ,
____, 24 USPQ2d 1173, 1179 (Fed. Cir. 1992) (“Unless the condition violates some 
other law or policy (in the patent field, notably the misuse or antitrust law, e.g., United 
States v. Uninis Lens Co.. 316 U.S. 241 (1942), private parties retain the freedom to 
contract concerning conditions of sale.”). See generally ABA Section of Antitrust Law, 
Antitrust Law Developments (Fourth), Vol. II at 945 (1997) (“Historically, patent misuse 
was also found in certain circumstances in which conduct did not rise to the level of an 
antitrust violation.”).

PERHAPS NOT: Windsurfing International, Inc, v. AMF, Inc.,___F.2d____ ,
____ , 228 USPQ 562, 567 (Fed. Cir. 1986), states:
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To sustain a misuse defense involving a licensing 
arrangement not held to have been per se anticompetitive 
by the Supreme Court [footnote omitted], a factual 
determination must reveal that the overall effect of the 
license tends to restrain competition unlawfully in an 
appropriately defined relevant market.

By using the word “unlawfully”, does that excerpt equate patent misuse (at least when 
based on economic activity) with antitrust illegality? If so, there would be arguable 
confusion in light of the opinions mentioned above. Also, USM Corp, v. SPS 
Technologies, Inc..___F.2d _ __ _____216 USPQ 959, 963-64 (7th Cir. 1982), albeit
not binding on this court, questions whether misuse based on economic activity should 
exist in the absence of an antitrust violation:

The doctrine of patent misuse has been described as 
an equitable concept designed to prevent a patent owner 
from using the patent in a manner contrary to public policy. 
Morton Salt Co. v. G.S. Suppiger Co., 314 U.S. 488, 52 
USPQ 30 (1942). This is too vague a formulation to be 
useful; taken seriously it would put all patent rights at 
hazard; and in application the doctrine has largely been 
confined to a handful of specific practices by which the 
patentee seemed to be trying to “extend” his patent grant 
beyond its statutory limits.

The doctrine arose before there was any significant 
body of federal antitrust law, and reached maturity long 
before that law . . . attained its present broad scope. Since 
the antitrust laws as currently interpreted reach every 
practice that could impair competition substantially, it is not 
easy to define a separate role for a doctrine also designed to 
prevent an anticompetitive practice - the abuse of a patent 
monopoly.

* * * *

But probably cases like Duplan -- which was, like 
Motion Picture Patents Co., supra, a tie-in case - are best 
understood simply as applications of the patent-misuse 
doctrine within its conventional, rather stereotyped 
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boundaries. Outside those boundaries there is increasing 
convergence of patent-misuse analysis with standard 
antitrust analysis.

One still finds plenty of statements in judicial opinions that 
less evidence of anticompetitive effect is required in a 
misuse case than in an antitrust case. See, e.g., Transitron 
Electronic Corp. v. Hughes Aircraft Co., 487 F. Supp. 885, 
892-93, 205 USPQ 799, 805-07 (D. Mass. 1980), affd, 649 
F.2d 871, 210 USPQ 161 (1st Cir. 1981). But apart from the 
conventional applications of the doctrine we have found no 
cases where standards different from those of antitrust law 
were actually applied to yield different results.
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