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Disclosed Ingestion of Loratadine Inherently Anticipates Claim to Metabolite Thereof [Judges: Rader (author), 
Plager, and Bryson]

In Schering Corporation v. Geneva Pharmaceuticals, Inc., No. 02-1516 (Fed. Cir. Aug. 1, 2003), the Federal 
Circuit affirmed a district court’s SJ of invalidity of certain claims of U.S. Patent No. 4,659,716 (“the ‘716 patent”) 
as being inherently anticipated.

U.S. Patent No. 4,282,233 (“the ‘233 patent“) discloses and claims the antihistamine loratadine, which is the 
active component of a pharmaceutical that Schering Corporation (“Schering”) markets as CLARITIN™. Schering’s 
subsequent ‘716 patent covers a metabolite of loratadine called descarboethoxyloratadine (“DCL”). Specifically, 
during the digestion process, the pharmaceutical undergoes a chemical conversion to form a new metabolite 
compound. Loratadine and its metabolite DCL structurally differ only in that loratadine has a carboethoxy group (- 
COOEt) on a ring nitrogen, whereas DCL has a hydrogen atom on that ring nitrogen. Unlike conventional 
antihistamines used at the time Schering launched CLARITIN™, both loratadine and its metabolite DCL are non- 
drowsy antihistamines.

The ‘233 patent issued on August 4, 1981, over one year before the earliest priority date of the ‘716 patent, and, 
thus, is prior art to the ‘716 patent under 35 U.S.C. §□ 102(b). While the ‘233 patent discloses and claims 
loratadine, it does not expressly disclose DCL or refer to metabolites of loratadine. Once the ‘233 patent expired, 
Geneva Pharmaceuticals, Inc. (“Geneva”) and the numerous other Defendants-Appellees sought to market generic 
versions of loratadine. In doing so, each Appellee sought regulatory approval and submitted an application to the 
FDA. After receiving notice of the FDA filings, Schering filed suit for infringement of the ‘716 patent. The parties 
filed cross motions for SJ on validity issues.

The district court construed claims 1 and 3 of the ‘716 patent to cover DCL in all its forms, including 
“metabolized within the human body” and “synthetically produced in a purified and isolated form.” Applying that 
construction, the district court found that the ‘233 patent did not expressly disclose DCL. However, the district 
court found that DCL was necessarily formed as a metabolite by carrying out the process disclosed in the ‘233 
patent. Thus, the ‘233 patent inherently anticipated claims 1 and 3 of the ‘716 patent.

On appeal, Schering asserted that inherent anticipation requires recognition in the prior art. The Federal Circuit 
disagreed, observing that inherent anticipation does not require that a person of ordinary skill in the art at the time 
would have recognized the inherent disclosure. The Federal Circuit noted that DCL is not formed accidentally or 
under unusual conditions when loratadine is ingested. Rather, DCL necessarily and inevitably forms from loratadine 
under normal conditions as a necessary consequence of administering loratadine to patients. Therefore, despite the 
fact that skilled artisans did not recognize that the prior art ‘233 patent inherently produced DCL, and despite the 
fact that the ‘233 patent does not disclose any compound that is identifiable as DCL, the Court found inherent 
anticipation.

The Federal Circuit next examined whether Schering’s secret tests of loratadine before the critical date placed 
DCL in the public domain. According to Schering, DCL was not in the public domain such that it could be prior art 
against the ‘716 patent because Schering only tested loratadine in secret. The Federal Circuit disagreed, noting that 
anticipation does not require the actual creation or reduction to practice of the prior art subject matter; anticipation 
requires only an enabling disclosure. The Court thus ruled that actual administration of loratadine to patients before 
the critical date of the ‘716 patent was irrelevant. Rather, the ‘233 patent suffices as an anticipatory reference if it 
discloses in an enabling manner the administration of loratadine to patients.

Concerning whether the ‘233 patent contains an enabling disclosure of DCL, the Federal Circuit noted that this 
prior art patent need only describe how to make DCL in any form encompassed by a compound claim covering 
DCL, including DCL as a metabolite in a patient’s body. Because the ‘233 patent discloses administering loratadine 
to a patient, the inherent result of which is the formation of DCL metabolite, the Federal Circuit held that the ‘233 
patent provides an enabling disclosure for making DCL.

The Federal Circuit noted that its conclusion on inherent anticipation does not preclude patent protection for 
metabolites of known drugs. Rather, the Court believed that with proper claiming, patent protection is available for 
such metabolites. For example, unlike the bare compounds recited in claims 1 and 3 of the ‘716 patent, the Court 
indicated that a metabolite may be claimed in its pure and isolated form, or as a pharmaceutical. Alternatively, the 
patent drafter could claim a method of administering the metabolite or the corresponding pharmaceutical 
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composition. According to the Court, because the ‘233 patent does not disclose isolation of DCL, it does not 
provide an enabling disclosure to anticipate such claims. Applying this rationale to the ‘716 patent, claims 5-13 
covering pharmaceutical compositions and claims 14-16 covering methods of treating allergic reactions by 
administering compounds that include DCL were not found anticipated by the ‘233 patent.

Finally, the Federal Circuit upheld the district court’s finding that there was no genuine issue of material fact 
about whether ingestion of loratadine necessarily produces DCL metabolite. The Federal Circuit found that the 
district court’s conclusion was supported by extensive evidence, including thirteen clinical studies performed by 
Schering in which all 144 patients involved had measurable amounts of DCL in their systems after ingesting 
loratadine. This data conforms with Schering’s own expert, who testified that no human has been found that does 
not metabolize loratadine to DCL.

Embodiments Missing from CIP Patent Are Not Restricted from Claim Scope [Judges: Bryson (author), Newman, 
and Gajarsa]

In Cordis Corporation v. Medtronic AVE, Inc., No. 02-1457 (Fed. Cir. Aug. 12, 2003), the Federal Circuit 
reversed the district court’s judgment of noninfringement after disagreeing with the district court’s claim 
construction and its application of prosecution history estoppel.

The patents at issue relate to balloon-expandable coronary stents for use in balloon-angioplasty procedures. 
Cordis Corporation (“Cordis”) sued Medtronic AVE, Inc. and several other companies (collectively “Medtronic”) 
for infringement of U.S. Patent Nos. 4,739,762 (“the ‘762 patent”) and 5,195,984 (“the ‘984 patent”). Each of the 
asserted claims recites a “wall surface having a substantially uniform thickness and a plurality of slots formed 
therein.” The district court had construed this limitation to be limited to devices in which the slots are formed by the 
removal of material. And, because the accused stents have slots that are formed when wire-like material is bent into 
sinusoidal rings, which are then connected together, the district court granted SJ of no literal infringement. The 
district court also construed the claim phrase “wall surface having a substantially uniform thickness” to mean the 
thickness of the wall may not vary by more than 0.001 inch. A jury found the accused stents to infringe under the 
DOE and awarded Cordis $271 million in damages. On post-trial motions, however, the district court granted 
JMOL of no infringement, holding that Cordis was barred from asserting equivalence on the foregoing claim 
limitations.

The Federal Circuit disagreed with the district court’s claim constructions. According to the Federal Circuit, 
nothing about the phrase “slots formed therein” suggests that the slots must be formed by any particular process. 
The phrase “slots formed therein” describes the physical characteristics of the product, not the method of its 
manufacture, according to the Court. The specifications of the ‘762 and ‘984 patents do not define the “slots formed 
therein” as openings created by the removal of material from a pre-existing wall surface, even though the preferred 
embodiment discloses such a configuration.

The district court had based its conclusion on the absence of a particular embodiment from a parent application 
in a CIP application that led to the patents-in-suit. The district court interpreted this omission of an embodiment as a 
surrendering of bent-wire or wire mesh-like stents. The Federal Circuit rejected this reasoning, concluding that 
there may have been several reasons that the patentee choose not to include that embodiment in the CIP application. 
The Court concluded that a patentee may choose not to carry forward a particular embodiment from a parent patent 
into a CIP application because that embodiment does not satisfy a limitation that was added to the claims in the CIP. 
That choice, however, does not mean that the scope of the CIP is limited to the preferred embodiments that were 
carried forward.

Concerning the claim limitation “substantially uniform thickness,” the Federal Circuit concluded that the patent 
does not set out any numerical standard by which to determine whether the thickness of the wall surface is 
“substantially uniform.” During the prosecution history, applicants distinguished certain prior art by explaining that 
the wall thickness of the prior art stent varied at different points and ranged from a minimum thickness of 0.0035 
inches to a maximum thickness of 0.0045 inches. According to the Federal Circuit, this prosecution history does not 
disclaim stents that vary in thickness by 0.001 inches or more. The Federal Circuit ruled that the prosecution history 
overall did not indicate that this one area of distinction was the only distinguishing feature between the claims and 
the prior art. Moreover, the Federal Circuit concluded that this particular distinction was not a clear and 
unmistakable disclaimer.

For the same reasons, this prosecution history did not rise to the clear level necessary to support an argument-
based estoppel against application of the DOE. Accordingly, the Federal Circuit reversed the judgments of 
noninfringement and remanded.
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Patent Claims Found “Insolubly Indefinite,” Hence Invalid [Judges: Linn (author), Lourie, and Gajarsa]

In Honeywell International, Inc. v. International Trade Commission, No. 02-1393 (Fed. Cir. Aug. 26, 2003), the 
Federal Circuit affirmed the decision of the ITC that the claims at issue were invalid as indefinite under 35 U.S.C. § 
11242.

Honeywell International, Inc. (“Honeywell”) owns U.S. Patent No. 5,630,976 (“the ’976 patent”), which claims 
a process for manufacturing a multifilament polyester product called polyethylene terephthalate (“PET”) yam. 
Honeywell complained to the ITC that Hyosung Corporation of Seoul, Korea, and Hyosung (America), Inc. 
(collectively “Hyosung”) were importing PET yam and PET yam-containing products that were produced by a 
process that infringed several claims of the ’976 patent. The ITC found that the asserted claims were invalid as 
indefinite under 35 U.S.C. § 1124 2, and that the accused polyethylene terephthalate yams did not infringe.

Claims 1 and 7 of the ‘976 patent require that solidified yam must be withdrawn at a certain speed to form a 
crystalline, partially oriented yam with a specified crystallinity and a specified melting-point elevation (“MPE”). 
Similarly, claim 14 requires that, during the process, the yam exhibit an MPE within a specified range after the hot 
drawing.

The specification of the ’976 patent defines the term “MPE” as “the difference between the specimen melting 
point (M.P.) and the melting point (M.P.Q.) of a specimen after subsequent rapid liquid nitrogen quenching of an 
encapsulated [differential scanning calorimeter (“DSC”)] sample from the melt.” However, the specification does 
not disclose any method used to prepare the PET-yam specimen for thermal analysis in the DSC.

The Federal Circuit noted that the calculated MPE for a given sample can vary greatly depending on which 
method was used to prepare the sample. As of the earliest priority date of the ’976 patent, three PET-yam sample-
preparation methods were published, including (1) the “coil method,” (2) the “cut method,” and (3) the “restrained 
method.” In addition, Honeywell argued that a fourth method of sample preparation, i.e., the “ball method,” existed 
at the time of the invention, but it was not published. The ALJ had found that only when using the ball method did 
the results in MPE of the accused PET-yam products fall within the claimed ranges of the ’976 patent. Therefore, 
the ITC had concluded that the choice of sample-preparation method was critical to determining whether a particular 
product is made by a process that infringes the ’976 patent.

The Federal Circuit agreed, but neither the claims, the written description, nor the prosecution history of the 
‘976 patent discloses which of the four sample-preparation methods was used.

The Federal Circuit rejected Honeywell’s argument that the claim should be constmed to read on the “ball 
method only.” Honeywell’s proffered construction is supported only by its own expert’s declaration and its own 
confidential document.

The Court also rejected a construction whereby the claims would be satisfied if the MPE falls within the 
claimed range using any one of the four known sample-preparation methods, concluding that such a construction 
would not give the public fair notice of the boundaries of the invention.

Finally, the Federal Circuit rejected a construction whereby the claims would be satisfied only if the MPE falls 
within the claimed range using each of the four known sample-
preparation methods, because Honeywell admitted that such a construction would render the invention inoperable.

Having found the claims invalid for being indefinite, the Court vacated the noninfringement decision as moot.

What Is “About” About? [Judges: Mayer (author), Dyk, and Prost]

In BJServices Company v. Halliburton Energy Services, Inc., No. 02-1496 (Fed. Cir. Aug. 6, 2003), the Federal 
Circuit affirmed a district court’s decision holding a claim of U.S. Patent No. 6,017,855 (“the ’855 patent”) valid 
and infringed.

BJ Services Company (“BJ Services”) is the owner of the ‘855 patent, which is directed to a method of 
fracturing subterranean formations to stimulate oil and gas wells. The sole claim at issue is directed to forming a 
base fluid by blending together an aqueous fluid and carboxy-methyl guar, which has a C* value of about 0.06 
percent by weight, adding a crosslinking agent to the base fluid to form a gel, and injecting the gel into at least a 
portion of a subterranean formation at high pressure to form fractures within the formation.

BJ Services brought suit against Halliburton Energy Services, Inc. (“Halliburton”), claiming that Halliburton 
infringed the sole claim at issue in the ’855 patent. Halliburton argued that the ‘855 patent was invalid because the 
claim was indefinite, the specification was not enabling to one of skill in the art, the claim was anticipated, and the 
‘855 patent did not name the proper inventors. A jury found the claim in the ‘855 patent valid and infringed, and 
awarded damages to BJ Services.
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On appeal, the Federal Circuit held that a reasonable jury could find that the claim in the ‘855 patent was not 
invalid for lack of enablement. In response to the argument that the ’855 patent does not enable the method and 
conditions used to measure C*, the Federal Circuit concluded that while the patent was silent about the measurement 
conditions and while the C* value may vary depending upon the chosen conditions, evidence was presented at trial 
in the form of the testimony of the inventors of the ‘855 patent, testimony of a rheology expert, and excerpts from a 
textbook to support the jury’s conclusion that one of skill in the art would have known how to measure C*.

The Federal Circuit also ruled that a reasonable jury could find that the asserted claim was not invalid for 
indefiniteness based on the term “about 0.06.” The Court relied on experimental results presented by BJ Services 
that averaged slightly below 0.06 to support the finding of the jury that the term “about” was intended to encompass 
a range of experimental error.

The Federal Circuit additionally held that the claim of the ‘855 patent was not anticipated by U.S. Patent No. 
5,697,444 to Moorhouse (“Moorhouse”). Moorhouse disclosed a fracturing fluid comprising one or more polymers, 
preferably carboxymethyl guar, but did not disclose the C* value, which was later measured as 0.077. In the district 
court, the jury was instructed to give “about 0.06” its plain and ordinary meaning. Because the term “about” was 
used to encompass experimental error and the jury had before it the typical experimental range, the Federal Circuit 
held that substantial evidence supports the jury’s finding that Moorhouse’s C* value of 0.077 does not anticipate the 
C* value of about 0.06 recited in the claim of the ’855 patent.

Finally, the Federal Circuit held that evidence at trial supported the jury’s finding that the ’855 patent was not 
invalid for failing to name the proper inventors. The claim at issue was directed to a method of fracturing a 
subterranean formation using a polymer with a certain C* value. The Federal Circuit ruled that the claim was not to 
the polymer itself but rather to a method that incorporates that polymer. The evidence at trial indicated that the 
inventor of the polymer had no knowledge of the method, how the polymer would be used, or the C* value.

District Court Improperly Construed Claim Limitation After Jury’s Verdict [Judges: Dyk (author), Schall, and 
Mayer (dissenting)]

In Hewlett-Packard Co. v. Mustek Systems, Inc., No. 02-1372 (Fed. Cir. Aug. 7, 2003), the Federal Circuit 
vacated a judgment of infringement of the asserted claims of U.S. Patent No. 5,336,878 (“the ‘878 patent”) and 
affirmed a judgment of invalidity of the asserted claims of U.S. Patent No. 4,837,635 (“the ‘635 patent”).

Hewlett-Packard Company (“HP”) owns the ‘878 and ‘635 patents directed to optical-scanner technology. HP 
sued Mustek Systems, Inc. and Mustek, Inc. (collectively “Mustek”) for infringement of five patents, but only the 
‘878 and ‘635 patents remained on appeal. A jury had found that Mustek literally infringed the claims of both 
patents. The jury had also found claim 1 of the ‘635 patent anticipated by a prior art patent (“Cawkell”) and claims 
1-8 of the ‘635 patent obvious in view of the prior art. Although the jury had not addressed the issue of 
infringement under the DOE, and HP had not requested JMOL on this issue, the district court granted JMOL of 
infringement under the DOE as to certain claims of the ‘878 patent. The district court also reduced the damages 
award. Finally, the district court ruled that certain claims of the ‘878 patent were invalid.

On appeal, the infringement issue turned on the construction of the claim phrase “scan speed indicating means 
for generating a scan speed signal indicating a selected one of different scan speeds of said displacement means.” 
Although neither party requested a specific construction of this language when the district court first construed the 
claims, on JMOL, Mustek urged that the district court should construe this limitation as requiring that the user select 
a specific scanning speed known to the user.

The Federal Circuit ruled that it was improper for the district court to have adapted a new or more detailed 
claim construction in connection with the JMOL motion. Rather, on JMOL, the issue should have been limited to 
the question of whether substantial evidence supported the verdict under the agreed-upon instruction. In other 
words, where the parties in the district court elect to provide the jury only with the claim language itself and do not 
provide an interpretation of the language in light of the specification and the prosecution history, it is too late at the 
JMOL stage to argue for or adopt a new and more detailed interpretation of the claim language and test the jury’s 
verdict by that new and more detailed interpretation. Accordingly, the Federal Circuit held that the district court’s 
decision was contrary to the undisputed facts and unsupported by substantial evidence because the accused devices 
do not include a scan-speed selector that, based on the user’s selection, generates a scan-speed signal, as required by 
the district court’s original instruction.

The Federal Circuit also vacated the district court’s JMOL of infringement under the DOE since no timely 
motion on this issue had been filed. Moreover, there was no evidence in the record to address the issue of DOE.
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Concerning invalidity, the Federal Circuit agreed that Cawkell anticipated claim 1 of the ‘635 patent and 
rejected HP’s attempts to read limitations into the claims so as to distinguish Cawkell. The obviousness decision 
was based on the demonstration of a prior art scanner and testimony of three Mustek witnesses who testified that the 
claimed methods had been publicly performed using the prior art scanner in the same manner as demonstrated to the 
jury. The Federal Circuit rejected HP’s argument that the testimony regarding the use of the prior art scanner was 
uncorroborated, concluding instead that the testimonial evidence here was sufficiently corroborated by the operation 
of the device itself, which was made contemporaneously with the alleged prior invention.

Judge Mayer dissented, concluding that the jury’s finding of infringement was proper because the claim did not 
require that a user know what he was selecting, only that a selection be made.

Scope of Claim Terms Broadened by Relying on Ordinary Meaning [Judges: Gajarsa (author), Newman, and 
Bryson]

In Anchor Wall Systems, Inc. v. Rockwood Retaining Walls, Inc., No. 02-1592 (Fed. Cir. Aug. 13, 2003), the 
Federal Circuit affirmed-in-part, reversed-in-part, and vacated-in-part the district court’s judgment and remanded the 
case for further proceedings.

Anchor Wall Systems, Inc. (“Anchor”) sued Rockwood Retaining Walls, Inc. and several others (collectively 
“Rockwood”), alleging infringement of six patents that relate to masonry blocks having interlocking features that 
allow the blocks to be stacked to form retaining walls.

The district court granted Rockwood’s motion for partial SJ of noninfringement. In reaching its decision, the 
district court narrowly construed several claim terms, including “back surface,” “protrusion,” “mate,” and “generally 
parallel,” to include limitations from the written description. The district court found no literal infringement and 
held that because Anchor had amended the claims during prosecution, there was a complete bar to application of the 
DOE, citing the Federal Circuit’s decision in Festo. In addition, the district court granted Rockwood’s motion to 
strike the testimony of an expert witness on the grounds that the expert’s declarations were untimely and 
contradicted prior sworn testi-mony.

On appeal, Anchor argued that the district court had based its partial SJ of noninfringement on an improper 
construction of the claim terms. The Federal Circuit agreed. For each claim term in question, the Federal Circuit 
provided a broader construction based on the “ordinary meaning” of the term obtained using a dictionary definition 
and concluded that nothing in the written description compelled the narrow construction provided by the district 
court. Accordingly, the Federal Circuit reversed that portion of the district court’s decision.

Anchor further argued that the district court had erred by concluding that, under Festo, an amendment of the 
asserted claims during prosecution resulted in a complete bar to application of the DOE. The Federal Circuit again 
agreed and, citing the Supreme Court’s rejection of the absolute-bar approach, vacated that portion of the district 
court’s decision.

Finally, Anchor argued that the district court had erred by granting Rockwood’s motion to strike the testimony 
of the expert witness. Applying the law of the Eighth Circuit, the Federal Circuit found that the district court had 
not abused its discretion and affirmed that portion of the district court’s decision.

Alleged Prelitigation Bad-Faith Conduct Does Not Make Case “Exceptional” [Judges: Lourie (author), Rader, and 
Dyk]

In Forest Laboratories, Inc. v. Abbott Laboratories, No. 03-1067 (Fed. Cir. Aug. 7, 2003), the Federal Circuit 
reversed the district court’s award of attorneys’ fees and held that the court erred in its finding that the case was 
exceptional under 35 U.S.C. § 285.

Abbott Laboratories (“Abbott”) is the exclusive licensee of U.S. Patent Nos. 4,338,301 (“the ‘301 patent”) and 
4,397,839 (“the ‘839 patent”) directed to a lung-surfactant composition for treating respiratory-distress syndrome in 
premature babies. Abbott developed a commercial product called Survanta® in the 1980s. At about the same time, 
ONY Inc. (“ONY”), Coplaintiff with Forest Laboratories, Inc. (“Forest”), developed its own product for treating 
neonatal 
respiratory-distress syndrome, called calf lung-surfactant extract (“CLSE”). During the development of these 
products, Abbott and ONY maintained close contact regarding a possible joint development of CLSE. In 1984, 
Abbott informed ONY that CLSE would likely not be patentable, though Abbott did not specifically mention its 
own ‘301 and ‘839 patents.
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In 1991, Survanta® received approval and “orphan drug” status from the FDA, and Abbott then proceeded to 
market Survanta®. Several years later, Abbott informed ONY and Forest that it had reason to believe that their 
commercial product, based on CLSE, would infringe the ‘301 and ‘839 patents if it were to be marketed. ONY and 
Forest sued Abbott, seeking a DJ of noninfringement and invalidity of the ‘301 and ‘839 patents.

Following a jury trial, the district court granted ONY and Forest a JMOL of noninfringement and also ruled that 
Abbott was equitably estopped from asserting infringement of the ‘301 and ‘839 patents against ONY and Forest 
because (1) Abbott, by encouraging ONY’s and Forest’s development of CLSE, had misled them to believe that it 
would not assert infringement; (2) ONY and Forest reasonably relied on Abbott’s misleading conduct; and (3) ONY 
and Forest would suffer economic and evidentiary prejudice if Abbott were permitted to proceed with its 
infringement counterclaim.

The district court also found the case to be exceptional under 35 U.S.C. § 285 and awarded attorneys’ fees 
because Abbott, in bad faith, had encouraged ONY to develop CLSE but then later pursued an infringement 
counterclaim against ONY and Forest in an attempt to prevent their product from reaching the market. Abbott 
appealed the award of attorneys’ fees.

The Federal Circuit explained that an exceptional case under 35 U.S.C. § 285 typically involves inequitable 
conduct before the PTO, litigation misconduct or bad faith, a frivolous suit, or willful infringement. The Court 
found, however, that none of those circumstances was present in this case. The Court stressed that a finding of 
exceptionality has never been based on a patentee’s bad-faith business conduct toward an accused infringer prior to 
litigation, and the Court declined to expand the scope of § 285 in that manner.

The Court recognized that bad-faith litigation can be a basis for a finding of exceptionality. It concluded, 
however, that Abbott had not engaged in bad-faith litigation. Under § 285, “bad faith” requires not merely 
misleading pre-litigation conduct, but “vexatious, unjustified or frivolous litigation.” The Court concluded that the 
pertinent inquiry was whether Abbott knew or should have known that it would be estopped from asserting the ‘301 
and ‘839 patents against ONY and Forest yet pursued its infringement counterclaim anyway. The Court ruled that 
the record did not support the district court’s finding that Abbott had knowledge of the events that would ultimately 
lead to a holding of equitable estoppel.

For all of these reasons, the Court concluded that the district court had erred in its finding that the case was 
exceptional under 35 U.S.C. §D285 based on Abbott’s prelitigation conduct toward ONY and Forest.

35 U.S.C. § 271(g) Does Not Cover Production of Information Used to Make Product [Judges: Dyk (author), 
Mayer, and Prost]

In Bayer AG v. Housey Pharmaceuticals, Inc., No. 02-1598 (Fed. Cir. Aug. 22, 2003), the Federal Circuit 
affirmed the district court’s dismissal of Plaintiff Housey Pharmaceuticals, Inc.’s (“Housey”) counterclaim for 
infringement for failure to state a claim.

Housey is the assignee of several patents directed toward “a method of screening for substances which 
specifically inhibit or activate a particular protein affecting the cultural or morphological characteristics of the cell 
expressing the protein.”

The patented technology is premised upon the notion that if a protein of interest is expressed by a cell line, that 
cell line changes in at least one identifiable way. Therefore, a cell line that expresses a high level of the protein of 
interest can be identified and developed. In this way, if a disease is linked to a specific protein, according to the 
patented method, agents can be identified that will either increase or decrease the activity of the protein. Claim 1 of 
U.S. Patent No. 4,980,281, for example, is directed toward a method of determining whether a substance is an 
inhibitor or activator of a protein whose production by a cell evokes a responsive change in a phenotypic 
characteristic other than the level of said protein in said cell per se.

In the district court, Defendants Bayer AG and Bayer Corporation (collectively “Bayer”) sought a DJ of 
invalidity, unenforceability, and noninfringement of the Housey patents. Housey counterclaimed for infringement, 
alleging that Bayer both induced others to infringe Housey’s patents and directly infringed the method claims under 
35 U.S.C. § 271(g). According to Housey, Bayer used Housey’s patented process to make the characterization of a 
pharmacologically active agent. Using this characterization, Bayer then allegedly produced a drug product, and 
35DU.S.C. § 271(g) prevented such activity. The district court, however, agreed with Bayer and dismissed 
Housey’s counterclaim.

On appeal, Housey argued that the information produced by the process was a product protected trader § 271(g). 
Bayer countered that the statute only applied to manufactured products, and information is not a manufactured 
product. The Federal Circuit affirmed the district court’s judgment that the statute only applies to physical goods, 
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not intangible information. The Court determined that other provisions of the statute, including exceptions for 
situations wherein products are materially changed by a subsequent process or wherein products become a trivial 
and nonessential component of another product, indicated a statutory intent to protect only physical goods.

The Court also reviewed the legislative history of the statute and found nothing that contemplated protecting 
intangible products produced by a patented process. Thus, in light of this legislative silence, the Court refused to 
expand the scope of coverage contemplated by § 271 to include “information,” when Congress could do so 
expressly if it so chose.

Accordingly, the Court held that in order for a product to have been made by a patented process in the United 
States, as required by 35DU.S.C. § 271(g), it must be a physical article that was manufactured. The production of 
information is not covered.

Alternatively, Housey argued that its infringement counterclaim additionally encompassed a pharmaceutical 
composition (i.e., the drug itself) containing an activator or inhibitor of a protein, where the activating or inhibiting 
effect was discovered through the use of Housey’s patented method. Thus, according to Housey, the drug itself was 
produced by the patented product and fell within the protection afforded by § 271(g).

Citing Bio-Technology General Corp. v. Genentech, Inc., 80 F.3d 1553, 1561 (Fed. Cir. 1996), the Court noted 
that the proximity of the product produced to the patented process should be determined on a case-by-case basis. In 
this case, the Court found that the patented process is not used in the actual synthesis of the physical drug product 
because the information derived from the process is not an actual step in manufacturing the drug. Therefore, the 
drug product was not made by a process patented in the United States, as required by § 271(g).

Accordingly, the Federal Circuit found that neither the method-of-use claims nor the drug-product claims were 
protected under § 271(g) and affirmed the district court’s dismissal of Housey’s infringement counterclaim for 
failure to state a claim.

Claims to “Electronic Multifunction Card” Are Not Limited to Card Size [Judges: Dyk (author), Clevenger, and 
Linn]

In E-Pass Technologies v. 3Com Corporation, No. 02-1593 (Fed. Cir. Aug. 20, 2003), the Federal Circuit 
rejected the district court’s claim construction of the phrase “electronic multifunction card” and reversed its SJ of 
noninfringement. The Federal Circuit remanded the case with a broader claim construction and ruled that under this 
new claim construction, the Plaintiff, E-Pass Technologies (“E-Pass”), may be able to prove infringement of its 
patent claims by 3 Com Corporation (“3 Com”).

E-Pass is the assignee of U.S. Patent No. 5,726,311 (“the ‘311 patent”) directed to a method for substituting 
multiple credit cards with a single, electronic multifunction card.
E-Pass accused 3Com’s “Palm Pilot” device of infringing claim 1 of the ‘311 patent. The claim language in dispute 
was the phrase “electronic multi-function card,” which the district court construed to mean a device having the 
standard credit-card dimensions according to the American National Standards Institute (’’ANSI”), i.e., 3.375 inches 
long, 2.215 inches high, and 0.030 inches thick. The district court granted 3Com’s motion for SJ of 
noninfringement because the accused Palm Pilot is substantially larger than a standard credit card and no reasonable 
jury would find infringement under the DOE.

In construing claim 1, the Federal Circuit first consulted a dictionary to determine the ordinary meaning of the 
term “card.” That dictionary defines “card” as a “flat, stiff, usually small and rectangular piece of material,” but 
does not provide specific dimensions. The Federal Circuit also concluded that the phrase “electronic multifunction 
card” and the claim in its entirety do not suggest any size limitations. Further, the Federal Circuit concluded that the 
ANSI standard does not intend to provide a definition for all cards or electronic multifunction cards.

The Federal Circuit found error in the district court’s reliance on the patent specification to limit the card size. 
The ‘311 patent states that “the simple form of the electronic multi-function card . . . has the outer dimensions of 
usual credit or check cards,” and “[credit] cards . .. normally have standardized dimensions.” While the district 
court concluded that these teachings limited the scope of the invention, the Federal Circuit concluded that these 
teachings showed that only some embodiments might have certain size limitations.

The district court had also incorrectly concluded that the purpose of the claimed card was to perform the 
functions of various credit card-sized cards and inferred from this that the claimed multipurpose card should 
therefore be the same size. The Federal Circuit rejected this reasoning, noting that claimed inventions may have 
several purposes, but that should not limit the claims.

The Federal Circuit therefore reversed the grant of SJ of noninfringement as being based on an incorrect claim 
construction and remanded for further proceedings.
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Personal Jurisdiction Proper over Out-of-State Defendants in DJ Action [Judges: Gajarsa (author), Rader, and 
Bryson]

In Electronics for Imaging, Inc. v. Coyle, No. 02-1536 (Fed. Cir. Aug. 18, 2003), the Federal Circuit reversed a 
district court’s dismissal of Electronics for Imaging, Inc.’s (“EFI”) complaint for declaratory and injunctive relief 
and remanded that personal jurisdiction over Jan R. Coyle and Kolbet Labs (collectively “Defendants”) would be 
proper.

On December 9, 1997, Jan R. Coyle, a Nevada resident, filed U.S. Patent Application No. 08/987,212 (“the 
’212 application”), which issued as U.S. Patent No. 6,337,746 (“the ’746 patent”) on January 8, 2002. The ’212 
application concerned an interface card for coupling a computer to an external device.

EFI, a Delaware corporation with its principal place of business in Foster City, California, develops, 
manufactures, and sells print controllers, which are devices that control printers and copiers. EFI believes that 
Coyle does business as Kolbet Labs, a Nevada corporation. In late 1999 or early 2000, Coyle solicited EFI and 
proposed that EFI purchase Defendants’ technology related to an interface card for controlling printers and copiers. 
On or about January 28, 2000, EFI and Kolbet Labs entered into a mutual nondisclosure agreement (“NDA”), which 
Coyle signed as “owner” of Kolbet Labs.

After signing the ND A, Defendants provided information regarding their technology to EFI. At several 
different times around May and June 2000, Coyle’s attorney in California, Newton Lee, sent EFI various documents 
relating to the progress of the ’212 application, including copies of selected parts of the ’212 application. In 
September 2001, Coyle informed EFI by telephone that the claims of the ’212 application had been allowed by the 
PTO, alleged that the allowed patent claims covered EFI’s print controllers, and continued to report further new 
developments in his technology.

On December 11, 2001, before the ’746 patent issued, EFI filed a complaint for declaratory and injunctive relief 
against Defendants in the United States District Court for the Northern District of California. EFI’s complaint 
alleged that (1) EFI did not misappropriate any trade-secret information belonging to Defendants by sales of its print 
controllers or otherwise, and (2) EFI did not breach any NDA with Defendants. After the ’746 patent issued, EFI 
amended its complaint to allege that the claims of the ’746 patent were invalid. Defendants moved to dismiss the 
amended complaint for lack of personal jurisdiction.

The district court, applying Ninth Circuit law, granted Defendants’ motion holding that EFI had failed to show 
that Defendants had purposefully directed their activities at California, thereby failing to establish that Defendants 
had the “minimum contacts” in California necessary to justify the exercise of jurisdiction over Defendants.

On appeal, the Federal Circuit first determined that the district court had erred in applying the law of personal 
jurisdiction of the Ninth Circuit to all three claims in the complaint. The Court held that Ninth Circuit law governs 
for personal jurisdiction of the declaratory claims of nonmisappropriation of trade secrets and non-breach of contract 
because these claims do not present questions that are intimately involved with the substance of the patent laws. 
However, Federal Circuit law applies to personal jurisdiction for the patent-invalidity claim because this question is 
intimately involved with the substance of the patent laws.

In determining whether the district court could assert specific personal jurisdiction over Defendants, the Court 
considered whether the forum state’s long-arm statute permits service of process, and whether the assertion of 
jurisdiction would be inconsistent with due process. Because California’s long-arm statute permits service of 
process to the limits of the due-process clauses of the federal Constitution, the personal-jurisdiction analysis is 
whether the jurisdiction comports with federal due process.

In finding that personal jurisdiction would be proper for the patent-invalidity claim, the Federal Circuit 
considered whether (1) the Defendants purposefully directed their activities at residents of the forum state, (2) the 
claim arises out of or relates to the Defendants’ activities with the forum state, and (3) assertion of personal 
jurisdiction is reasonable and fair. The first two factors correspond to the “minimum contacts” prong and the third 
factor with the “fair play and substantial justice” prong of Supreme Court precedents on jurisdiction.

Applying the first factor, the Court determined Defendants’ contacts were “purposefully directed” at California 
because Coyle hired two California law firms to prosecute the ’212 application, Coyle hired a California attorney 
who contacted EFI at various times to report on the progress of the pending application, Coyle telephoned EFI in 
California at various times between approximately late 1999 (or early 2000) and fall of 2001 regarding the subject 
matter of the technology covered by the patent application, and two representatives of Defendants visited EFI’s 
facility in California for the purpose of demonstrating the technology underlying what later issued as the ’746 
patent.
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Applying the second factor, the Court held that the contacts with California made by Coyle and Kolbet Labs 
clearly arise out of or are related to EFI’s claim that the ’746 patent is invalid.

Regarding the third factor, the Court held that Defendants were unable to demonstrate that it would be 
unreasonable for the district court to exercise jurisdiction over them for the following reasons: it would not impose 
much of a geographic burden for Nevada defendants to litigate in California; California has a substantial interest in 
protecting its residents from unwarranted claims of patent infringement; EFI has an interest in protecting itself from 
patent infringement, even though Coyle has filed a complaint against EFI in the District Court for the District of 
Nevada because the still-pending Nevada case can be consolidated with the current action; and, finally, there is no 
conflict between the interests of California and Nevada in furthering their own respective substantive laws because 
federal patent law would govern the patent-invalidity claim irrespective of the forum.

Applying Ninth Circuit law, the Court also held that personal jurisdiction would be proper for the breach of 
contract claim. Defendants had purposefully availed themselves of the laws of California because the 
confidentiality principles of the NDA governed Defendants’ repeated communications with and solicitation of EFI’s 
business in California, and the NDA itself envisioned and governed such communications and included a California 
choice-of-law clause. As for the second part of the personal jurisdiction inquiry, whether a particular claim arises 
out of forum-related activities, the Ninth Circuit requires that “but for” Defendant’s contacts with the forum, EFI’s 
claims against Defendants would not have arisen. The Court held that but for Defendants’ contacts with California, 
EFI would not be seeking a judicial declaration that it did not breach the NDA’s confidentiality principles.

Similarly, the Court concluded that the district court’s exercise of jurisdiction over Defendants regarding the 
nonmisappropriation of trade secrets claim would comport with due process. The Court held that Defendants 
purposefully availed themselves of the privilege of conducting activities in California, thereby invoking the benefits 
and protections of the laws of California.

Each Patent Claim Need Not Address Every Problem with Prior Art Stated in Specification [Judges: Plager 
(author), Bryson, and Prost]

In Resonate Inc. v. Alteon Websystems, Inc., No. 02-1201 (Fed. Cir. Aug. 5, 2003), the Federal Circuit vacated 
the district court’s claim construction and remanded for further proceedings after construing the claims.

Resonate, Inc. (“Resonate”) owns U.S. Patent No. 5,774,660 (“the ‘660 patent”) directed to an Internet server. 
Resonate sued Alteon Websystems, Inc. (“Alteon”) for infringement of the ‘660 patent. After the district court 
construed the claims, Resonate stipulated that it could not prevail on infringement, and the district court entered final 
judgment of noninfringement in favor of Alteon. The ‘660 patent concerns a load-balancing approach for web-
server access. In particular, a router determines what type of information the client is requesting and then selects a 
server to handle the request based on the content requested. The claim-construction dispute centered on whether the 
claim language was “transmitting the requested resource to the client,” specifically, whether the claim at issue 
required a dated transmission path from a selected server back to a client to bypass a load-balancer router. The 
district court construed this phrase to mean “transmitting outbound data packets from the server directly to the client 
using the connection with the client which was transferred to the server, causing the outbound data to bypass the 
load balancer.”

In the accused devices, all data is transmitted from the selected server to the client through the load-balancer 
router. Thus, under the district court’s construction, the accused devices do not infringe.

The Federal Circuit concluded that the claim language itself fails to specify whether the data must pass through 
or bypass the load balancer. Thus, by the plain language of the claim, any transmission path from the selected server 
to the client appears to be within the scope of the claim. Alteon argued that the claimed connection would be 
understood by those of ordinary skill in the art to occur in the TCP/IP Internet context, which would bypass the load 
balancer. The Federal Circuit rejected this argument, however, because nothing in the claim defined the limitations 
in terms of the TCP/IP protocol.

The Federal Circuit also rejected Alteon’s argument that the specification required the bypass feature. The 
Federal Circuit reviewed the specification and noted that it set out two different problems in the prior art that the 
claimed invention overcame. The Court characterized the issue as follows: when the written description sets out 
two different problems present in the prior art, is it necessary that the invention claimed, and thus each and every 
claim in the patent, address both problems? According to the Federal Circuit, the answer is no. Likewise, the 
Federal Circuit rejected any attempts by Alteon to read the preferred embodiment, which did indeed bypass the load 
balancer, into the claims.
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Accordingly, the Federal Circuit vacated the judgment of noninffingement and remanded for further 
proceedings.

October 2003

On Remand Federal Circuit Clarifies Issues Concerning Prosecution History Estoppel [Judges: Lourie (author), 
Rader (concurring), and Newman and Mayer (concurring-in-part and dissenting-in-part) (en banc)]

In Festo Corporation v. Shoketsu Kinzoku Kogyo Kabushiki Co., No. 95-1066 (Fed. Cir. Sept. 26,2003), the 
Federal Circuit, on remand from the Supreme Court, provided significant guidance to patent practitioners on the 
application of prosecution history estoppel and the DOE, and remanded the case to the district court for further 
determination of whether Festo Corporation (“Festo”) can rebut the presumption of surrender by establishing that 
the equivalence in question would have been unforeseeable to one of ordinary skill in the art at the time of the 
amendments in question.

The Federal Circuit explained that the presumptions set forth by the Supreme Court in Warner-Jenkinson Co. v. 
Hilton Davis Chemical Co., 520 U.S. 17 (1997), and Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 533 
U.S. 1915 (2001), operate together to control the prosecution history estoppel inquiry. The Court explained that the 
first question in the inquiry is whether an amendment filed in the PTO has narrowed the literal scope of a claim. If 
the amendment was not narrowing, then prosecution history estoppel does not apply. But, if the amendment was a 
narrowing one, then the second question is whether the reason for that amendment was a substantial one relating to 
patentability.

When the prosecution history record reveals no reason for a narrowing amendment, then Warner-Jenkinson 
presumes that the patentee had a substantial reason relating to patentability; consequently, the patentee must show 
that the reason for the amendment was not one relating to patentability if it is to rebut that presumption. In this 
regard, the Federal Circuit reinstated its earlier holding that a patentee’s rebuttal of the Warner-Jenkinson 
presumption is restricted to the evidence in the prosecution history record. If the patentee successfully establishes 
that the amendment was not for a reason of patentability, then prosecution history estoppel does not apply.

If it is determined that a narrowing amendment has been made for a substantial reason relating to patentability, 
then the next step in the analysis is to determine the scope of the subject matter surrendered by the narrowing 
amendment. Here, the patentee may rebut the presumption of total surrender imposed by the Supreme Court in 
Festo by demonstrating that the alleged equivalent would have been unforeseeable at the time of the narrowing 
amendment, that the rationale underlying the narrowing amendment bore no more than a tangential relation to the 
equivalent in question, or that there was some other reason suggesting that the patentee could not reasonably be 
expected to have described the alleged equivalent.

The Federal Circuit also ruled that the question of whether the presumption of surrender has been rebutted is 
one of law to be determined by the Court, not a jury. However, in determining whether an alleged equivalent would 
have been unforeseeable, a district court may hear expert testimony and consider other extrinsic evidence relating to 
the relevant underlying factual inquiries. If the patentee is attempting to establish a merely tangential reason for a 
narrowing amendment, the Court must make this determination from the prosecution history record only, without 
the introduction of additional evidence, except for, when necessary, testimony as to the interpretation of that record. 
The Court left for another day the question of whether evidence outside the prosecution history record should be 
considered in determining if a patentee has met his burden under the third rebuttal criterion, indicating, however, 
that when at all possible, determination of the third rebuttal criterion should also be limited to the prosecution 
history record.

Finally, the Court clarified that the time when the narrowing amendment was made, and not the filing date of 
the application, is the relevant time for evaluating unforeseeability.

Applying this analysis to the facts of this case, the Federal Circuit determined that factual issues exist relating to 
the objective unforeseeability of the accused equivalents and remanded the case for further consideration of that 
issue. The Federal Circuit also ruled that Festo could not satisfy the third rebuttal criterion for certain amendments 
made and was estopped from arguing that certain other amendments were “tangential” or made for “some other 
reason.”

Judge Newman, joined by Judge Mayer, dissented with that portion of the opinion that precludes Festo from 
attempting to overcome the presumption of surrender with regard to certain claim limitations and with that portion 
of the opinion regarding the factual criteria of’’tangentialness” and “other reasons” as a question of law, and with 
the adjudication of these issues without the procedures of trial.
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Court Affirms Determination of Unjust Enrichment and Damages [Judges: Gajarsa (author), Rader, and Bryson]

In University of Colorado Foundation, Inc. v. American Cyanamid Company, No. 02-1587 (Fed. Cir. Sept. 3, 
2003), the Federal Circuit affirmed the district court’s determination of inventorship, unjust enrichment, and 
damages calculation against American Cyanamid Company (“Cyanamid”).

Cyanamid is the assignee of U.S. Patent No. 4,431,634 (“the ‘634 patent”) entitled “Prenatal Iron 
Supplements,” which issued February 14, 1984, listing Leon Ellenbogen as the sole inventor. In 1994, the 
University of Colorado Foundation, Inc., the University Board of Regents, and two of its doctors (collectively “the 
Doctors”) filed suit in the U.S. District Court for the District of Colorado, alleging that the Doctors had disclosed the 
invention of the ‘634 patent to Dr. Ellenbogen, that they were the true inventors of the ‘634 patent, that they were 
intentionally omitted from the ‘634 patent, and that the ‘634 patent was subsequently hidden from them.

In 1997, the district court ruled that the Doctors were the true inventors of the ‘634 patent and found Cyanamid 
liable for fraud and unjust enrichment, with damages equaling approximately $45 million. The Federal Circuit 
reviewed that decision and remanded the case for a determination of inventorship under federal patent-law 
principles.

On remand, the district court determined that the Doctors were the true inventors, in accordance with federal 
patent law, and granted Cyanamid a new trial on damages, separately addressing the Doctors’ alternative claims for 
fraudulent nondisclosure, unjust enrichment, and equitable remedy under federal patent law. The district court then 
found fraudulent nondisclosure and unjust-enrichment damages against Cyanamid, but noted that the Doctors could 
not recover for both the fraud and unjust-enrichment claims, and, thus, awarded only the damages for unjust 
enrichment totaling about $23 million. The district com! also awarded $500,000 in exemplary damages to each of 
the Doctors due to Cyanamid’s conduct.

The Federal Circuit first addressed Cyanamid’s argument that federal patent law preempts and, thus, precludes 
any state-law unjust-enrichment award. The Court determined that the underlying principles of the federal patent 
system would not be undermined by the district court’s award of unjust-enrichment damages, reasoning that the 
unjust-enrichment claim does not prevent the public from using the Doctors’ ideas. The Court further noted that this 
decision was consistent with its previous decisions, because the Doctors did not seek to prevent the use of 
information they placed in the public domain. Rather, the Doctors wanted to prevent Cyanamid from using the ‘634 
patent and the subsequent incremental profits obtained, which came from copying the Doctors’ confidential 
manuscript describing the invention. Thus, the Court ruled that the district court was correct in determining that an 
unjust-enrichment award under Colorado law is not precluded by federal patent law.

The Court also rejected Cyanamid’s argument that the Doctors failed to prove an element of the unjust- 
enrichment claim required under Colorado law, specifically, that the ‘634 patent was obtained at the Doctors’ 
expense. In the context of the confidential manuscript that the Doctors had sent to Cyanamid, and which Dr. 
Ellenbogen had allegedly copied portions from in drafting the application for the ‘634 patent, the Court reviewed the 
application of the general test for recovery under unjust enrichment. Under Colorado case law, a promise or privity 
between the parties is not needed for a claim for unjust enrichment in the context of a contract implied in law. Thus, 
according to the Court, there was no question that any benefit Cyanamid received came at the Doctors’ expense.

Finally, the Federal Circuit upheld the district court’s calculation and award of damages to the Doctors, 
concluding that the district court did not abuse its discretion under Colorado law in ordering the disgorgement of 
incremental profits from Cyanamid and finding ample evidence in the record to support the district court’s 
determination. The Federal Circuit further found that the district court’s award of exemplary damages was 
consistent with the Colorado Revised Statutes, which permits such awards not in excess of the amount of actual 
damages if the court determines that the defendant’s conduct “is attended by circumstances of fraud, malice or 
willful and wanton conduct.” The Federal Circuit concluded that since it had already determined the damages for 
unjust enrichment to be properly awarded, there was no need to review the alternative ground for damages based on 
fraudulent nondisclosure and equitable remedy under federal patent laws.

When Is Something “Capable of Flexing”? [Judges: Linn (author), Archer, and Dyk (concurring-in-part and 
dissenting-in-part)]

In Arlington Industries, Inc. v. Bridgeport Fittings, Inc., No. 02-1517 (Fed. Cir. Sept. 25, 2003), the Federal 
Circuit affirmed a judgment of infringement after finding no error in the district court’s claim construction.

Arlington Industries, Inc. (“Arlington”) owns U.S. Patent Nos. 5,042,673 and 5,117,966, both of which are 
directed to electrical box extenders. The claims recite wings or sides that are “capable of flexing” about the base.
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The district court had construed the claim limitation “capable of flexing” to mean “a generalized combination of 
cantilever bending and bowing about the general area of the base or base end.” Bridgeport Fittings, Inc. 
(“Bridgeport”) argued that the district court had erred in construing the “capable of flexing” limitation to encompass 
anything more than “cantilever flexing” (bending of a rigid wing or side solely about its base end connection, 
without other bending or bowing).

The Federal Circuit determined that the ordinary and customary meaning (“to bend”) should apply because 
there was no indication in the written description that the inventor acted as his own lexicographer and intended the 
phrase to mean something different. Nor was there any express disclaimer of a particular meaning of “flexing” 
during prosecution of the original applications or a reexamination proceeding.

Although Bridgeport argued on appeal that the broad construction of the “capable of flexing” limitation must be 
erroneous because it renders the claims invalid in light of prior art box extenders, Bridgeport did not challenge the 
jury’s finding that Arlington’s patent is not invalid.

The “capable of flexing” limitation in one claim is followed by the following claim language: “comers 
connecting said side edges of said sides . . . with said sides furthermore capable of having their comers removed to 
increase the degree of flexing about said base toward said axis through said face member.” The district court 
understood that the comers are capable of being “removed to increase the degree of flexing.” This indicated to the 
district court that “the comers can be removed . . . [to] provide cantilever flexing where there was none before.”

Bridgeport argued that comers “removed to increase the degree of flexing” refer to a change in the amount of 
flexing, not in the type of flexing. Furthermore, the comers must be “specially constructed to flex or to be cut or 
removed to ‘increase the degree of flexing.’” The Federal Circuit found no reason to read the words “increase [in] 
the degree of flexing” in the manner argued by Bridgeport and declined to find error in the district court’s 
construction of “flexing” on this basis.

The district court had also construed the term “base” to refer to a general area, rather than a structurally 
distinguishable finite section. The Federal Circuit did not find the term “base” unclear and declined to resort to the 
specification to supplant the ordinary meaning. There was no error in the district court’s construction.

Judge Dyk concurred with the judgment; however, he dissented from the majority’s construction of “capable of 
flexing” limitation, concluding that the majority’s claim construction allowed the patentee to claim the very device 
disclaimed in the course of patent prosecution. Judge Dyk concluded, however, that Bridgeport did not preserve this 
error in its objection to the jury instruction.

Specification Must Clearly Link Structure to Function of Means-Plus-Function Limitations [Judges: Clevenger 
(author), Schall, and Newman (dissenting)]

In Medical Instrumentation and Diagnostics Corp. v. Elekta AB, No. 03-0132 (Fed. Cir. Sept. 22, 2003), the 
Federal Circuit concluded that there was no evidence to indicate that a person skilled in the art would not understand 
from the specification that a claimed “means for converting” structure corresponding to a “means for converting” 
claim limitation would include software. Accordingly, the Federal Circuit reversed the district court’s denial of 
JMOL of noninfringement of U.S. Patent No. 5,099,846 (“the ’846 patent”) and its continuation, U.S. Patent No. 
5,398,684 (“the ‘684 patent”), and reversed the district court’s grant of SJ of no invalidity.

Medical Instrumentation and Diagnostics Corporation (“MIDCO”) owns the ‘846 and ‘684 patents, which relate 
to a system for planning surgical treatment using a presentation of images from multiple scanning sources. In 1997, 
MIDCO filed a patent-infringement suit against Elekta AB and others (collectively “Elekta”). Elekta 
counterclaimed for noninfringement and invalidity. After a Markman hearing, the district court granted MIDCO’s 
motion for partial SJ that its patents were not invalid. After a jury trial that awarded MIDCO $16 million in 
damages, the district court denied Elekta’s motions for JMOL of noninfringement.

MIDCO asserted claim 1 of the ‘684 patent and claim 9 of the ‘846 patent. The claim-construction issues for 
both claims concerned the limitation “means for converting said plurality of images into a selected format.” There 
was no dispute that this element fell under 35 U.S.C. § 112, ^D6. The Federal Circuit agreed with the district court 
that the function of the “means for converting” is the converting of the acquired images into a particular selected 
format. The Federal Circuit also agreed with the district court that the structure corresponding to the function of 
converting includes the framegrabber and the computer video processor (“CVP”) disclosed in the patents. The 
Federal Circuit disagreed, however, with the district court’s identification of software for digital-to-digital 
conversion as an additional corresponding structure for the function.

The Federal Circuit disagreed with the inquiry applied by the district court, namely, whether one of skill in the 
art would have simply been able to write a software program to perform the claimed function. Rather, the Federal 
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Circuit reasoned, §□ 112, 6, requires that a particular structure be clearly linked in the specification with the 
claimed function in order to qualify as corresponding structure.

The Court first looked to the specification of the ‘846 and ‘684 patents. It determined that an “Image Format 
Conversion” box in Figure 1 of the patents does not depict structure because it illustrates the steps of the method of 
the invention, not the structure of the apparatus. Likewise, the Federal Circuit determined that the text in the written 
description describing Figure 1 of the patents does not describe structure but only describes steps of the method of 
the invention. The Federal Circuit rejected the argument that a reference to software for “image editing” 
corresponds to structure for the conversion function, concluding that there is no evidence that one of skill in the art 
would understand the phrase “image editing” as a reference to the function of converting images into a selected 
digital format. Further, although the patents state that “[ojther programs used in practicing the invention, such as 
image manipulation programs, are either commercially available or within the skill of practitioners in the 
programming arts,” ‘684 patent, column 12, lines 26-27, the Federal Circuit argued that this statement in no way 
links software to the function of converting images to a selected format. The Court reasoned that it is not enough 
simply to list a certain structure in the specification; that structure must also be clearly linked to a claimed function 
in order to be a corresponding structure.

The Federal Circuit also considered the prosecution history of the patents but determined that there is also 
nothing there to provide the required link. Because MIDCO had conceded noninfringement if the Court ruled 
against it on the claim-construction issue, the Court reversed the judgment of infringement and remanded for entry 
of judgment in favor of Elekta.

As to validity, the Federal Circuit determined that Elekta’s expert testimony was sufficient to raise a genuine 
issue of invalidity. Elekta brought forth numerous references that allegedly either anticipated or rendered obvious 
the claimed invention. The Federal Circuit reasoned that Elekta’s expert quoted the particular portions of the 
references that were relevant for each of the claim limitations and did not simply make conclusory statements of 
invalidity. Further, the Federal Circuit determined that there was sufficient evidence to show the presence or 
absence of a motivation to combine references in an obviousness determination. Therefore, the Federal Circuit 
reversed the district court’s grant of SJ of no invalidity.

Judge Newman dissented, noting that the specification states that the computer-managed functions are 
conducted by software, thus providing sufficient structure for the function of counting and commenting. Judge 
Newman commented that the majority has created inappropriate conditions for computer-based inventions.

Court’s Construction Leaves Claims Invalid [Judges: Gajarsa (author), Newman, and Dyk]

In Akamai Technologies, Inc. v. Cable and Wireless Internet Services, Inc., No. 03-1007 (Fed. Cir. Sept. 15, 
2003), the Federal Circuit found certain claims of U.S. Patent No. 6,108,703 (“the ’703 patent”) invalid and, 
therefore, affirmed-in-part and reversed-in-part the district court’s denial of JMOL on the issue and its grant of a 
permanent injunction, and remanded the case.

Akamai Technologies, Inc. (“Akamai”) is the exclusive licensee of the ‘703 patent, which is assigned to the 
Massachusetts Institute of Technology. The ‘703 patent discloses and claims web-page content delivery systems 
and methods of using separate sets of origin servers and alternate servers to provide various aspects of a single web 
page. The origin servers provide standard aspects of a web page, which are often static, and the alternate servers 
provide embedded objects, which often change.

Cable and Wireless Internet Services, Inc. (“CD&DW”) is the owner of U.S. Patent No. 6,185,598 (“the ’598 
patent”). The ‘598 patent discloses similar systems and methods for providing a web page to that of the ‘703 patent. 
The ‘598 patent was filed prior to the filing of the ‘703 patent and, thus, is prior art under 35 U.S.C. §□ 102(e). C & 
W marketed and sold product embodying the ‘598 patent under the name “Footprint” and “Footprint 2.0.” The 
relevant difference between the ‘598 patent and the ‘703 patent is a preferred embodiment of the ‘703 patent that 
discloses load-balancing software installed at domain-name service (“DNS”) servers.

On September 13,2000, Akamai sued C &□ W, seeking an injunction and damages for infringement of the ‘703 
patent. Akamai claimed that CD&DW’s Footprint 2.0 infringed apparatus claims 1, 3, 5, and 9 and method claims 
17, 18, and 22 of the ‘703 patent. Claim 1 of the ‘703 patent recites, among other things, “wherein in response to 
requests for [a] web page, generated by the client machines the web page including [a] modified embedded object 
URL is served from [a] content provider server and [an] embedded object identified by the modified embedded 
object URL is served from a given one of content servers as identified by first level and second level 
name servers.” Claims 3, 5, and 9 depend from claim 1 with claims 5 and 9 reciting elements of the name servers.
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A jury found that C & W infringed apparatus claims 1, 3, 5, and 9 and method claims 17, 18, and 22; upheld the 
validity of claims 1, 3, 5, and 9; and invalidated claims 17, 18, and 22 under sections 102 and 103(a) over the ‘598 
patent and a related prior art product. The district court denied C & W’s motion for JMOL that claims 1, 3, 5, and 9 
were invalid and not infringed, and entered a permanent injunction. C & W appealed the denial of JMOL and entry 
of the permanent injunction on the bases that claim 9 was not infringed and that claims 1, 3, 5, and 9 were invalid.

On appeal, the Federal Circuit disagreed with the district court’s claim construction, which affected the 
invalidity analysis. According to the Federal Circuit, the plain meaning of the claim limitations “identified by the 
modified embedded object URL” and “is served from a given one of the content servers as identified by the first and 
second level name servers” does not require a load-balancing mechanism at the DNS server. The Federal Circuit 
reasoned that the ordinary meaning of the term “identifying” covers standard DNS resolution without any sort of 
load balancing, and neither the written description nor the prosecution history demonstrated that the inventors 
imparted a novel meaning to “identifying” to include load balancing. Specifically, the Federal Circuit noted that the 
written description focuses on DNS servers performing special functions without references to “identifying.” Thus, 
the Federal Circuit concluded that “identifying” should be given its ordinary meaning, which does not encompass 
load balancing.

Having so construed these limitations, the Federal Circuit ruled that claims 1 and 3 are invalid as anticipated by 
the ‘598 patent because the claimed hierarchical DNS requirements are inherent in that patent.

With regard to claims 5 and 9, the Federal Circuit found that, based on the evidence presented to the jury, a 
reasonable jury could have found claims 5 and 9 nonobvious over the prior art. The Federal Circuit also found that 
the jury’s finding of infringement of claim 9 was supported by substantial evidence. Accordingly, the Federal 
Circuit affirmed the district court’s denial of JMOL with respect to claims 5 and 9, and affirmed the district court’s 
issuance of the permanent injunction with respect to those claims. The Federal Circuit remanded to the district court 
to review and redetermine the scope of the permanent injunction in light of its ruling of invalidity of claims 1 and 3.

Court Upholds Jury Award of $50 Million in Punitive Damages [Judges: Clevenger (author), Schall, and Dyk]

On remand from the Supreme Court, in Rhone-Poulenc Agro, S.A. v. DeKalb Genetics Corporation, No. 00- 
1218 (Fed. Cir. Sept. 29, 2003), the Federal Circuit once again affirmed the decision of the district court in which a 
jury awarded $50 million in punitive damages.

In this case, Rhone-Poulenc Agro, S.A. (“RPA”) and DeKalb Genetics Corporation (“DeKalb”) contracted to 
collaborate on biotechnology projects from 1991 through 1994. However, in 1994, contrary to the agreement, 
DeKalb withheld knowledge of successful field tests of an RPA product. Based on this, DeKalb was able to 
negotiate an agreement with RPA that amounted to a complete surrender of RPA’s exclusive rights to the 
technologies.

In 1997, RPA filed a suit against DeKalb that was ultimately bifurcated. The first jury found that DeKalb 
fraudulently induced RPA to enter the 1994 contract and awarded RPA rescission of the contract and $50 million in 
punitive damages. The second jury found in favor of RPA on the issues of trade-secret misappropriation and patent 
infringement.

On appeal, DeKalb challenged both jury verdicts, but the Federal Circuit affirmed. In its decision, the Court 
discussed and applied the three factors laid out in BMW of North America, Inc. v. Gore, 116 S. Ct. 1589 (1996): (1) 
the degree of reprehensibility of the defendant’s misconduct; (2) the disparity between the harm suffered by the 
plaintiff and the punitive-damages award; and (3) the difference between the punitive damages awarded by the jury 
and the civil penalties authorized or imposed in comparable cases. The Court held that all three Gore prongs had 
been satisfied. DeKalb petitioned the Supreme Court for review, which granted certiorari and remanded the case for 
reconsideration in light of State Farm v. Campbell, 123 S.DCt. 1513 (2003).

On remand, the Federal Circuit held that there was no constitutional infirmity in a jury award of $50 million in 
punitive damages, and, furthermore, the case did not affect the ruling regarding liability and compensatory-damages 
issues. The Court concluded that, given its narrow focus on punitive-damages awards, State Farm does not affect 
other issues related to liability or compensatory damages. Consequently, the Court restored its holdings regarding 
fraudulent inducement, rescission of the 1994 agreement, inequitable conduct, obviousness, and trade-secret 
misappropriation.

Therefore, the Court’s only question was whether the holding in State Farm required that it change its previous 
decision regarding the constitutionality of punitive damages awarded in the present case. Based on the three Gore 
prongs, the Appellant raised three main arguments for modifying the award of punitive damages: (1) the punitive- 
damages award is unconstitutional because the Court’s previous decision recognized that the Gore factors for 
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reprehensibility were not present; (2) the punitive-damages award was disproportionate to the harm; and (3) the 
award goes beyond the authorized civil penalty under state law.

First, based on the expanded criteria in determining reprehensibility set forth in State Farm, the Appellant’s 
conduct constituted reprehensible misconduct and, therefore, satisfied the first prong of the Gore test. In State 
Farm, the Supreme Court expanded the list of criteria used to determine reprehensibility to include intentional 
malice, trickery, or deceit. According to the Court, the Appellant acted with the required intentional malice, 
trickery, or deceit when it fraudulently induced RPA to enter into the 1994 agreement.

The punitive-damages award was only slightly more than three times the compensatory award. Because the 
ratio is within the single-digit ratio specified by the Supreme Court and well within the four-fold amount that might 
push the bounds of constitutionality, the Federal Circuit ruled that the punitive-damages award lies well within the 
bounds of constitutional propriety.

Finally, with regard to the third Gore prong, the Federal Circuit ruled that State Farm does not explicitly 
prohibit a court from comparing the punitive-damages award to criminal sanctions, as it did in its original decision.

Accordingly, the Federal Circuit reaffirmed the judgment entered by the district court.

Claims to Sustained-Release Formulation of Bupropion Improperly Limited to Specific Examples in Specification 
[Judges: Newman (author), Mayer and Bryson]

In Glaxo Wellcome, Inc. v. Andrx Pharmaceuticals, Inc., No. 02-1348 (Fed. Cir. Sept. 22, 2003), the Federal 
Circuit rejected the district court’s claim construction and reversed a SJ of noninfringement.

Glaxo Wellcome, Inc. (“Glaxo”) is the assignee of U.S. Patent No. 5,427,798 (“the ’798 patent”), a patent 
covering a sustained-release formulation of bupropion, the active ingredient in the antidepressant medicine 
Wellbutrin® SR and the smoking-cessation medicine having the brand name Zyban®. Claim 1 of the ’798 patent 
describes a controlled sustained-release tablet comprising 25 to 500 mg of bupropion hydrochloride and 
hydroxypropyl methylcellulose (“HPMC”) having a ratio from 0.19:1 to 1.1:1 of HPMC to bupropion 
hydrochloride, where the tablet has a specific release rate.

Andrx Pharmaceuticals, Inc. (“Andrx”) filed an ANDA and sought FDA approval for sustained-release products 
with the same identity of active ingredient and properties of Wellbutrin® SR and Zyban®. Andrx certified to the 
FDA that the Andrx products do not infringe the Glaxo ’798 patent or that the patent is invalid.

Glaxo then sued Andrx in the District Court for the Southern District of Florida, claiming that Andrx’s proposed 
sustained-release tablets infringe the ’798 patent. The district court granted SJ of noninfringement because Andrx 
uses a lower molecular weight and lower viscosity HPMC than the grade of HPMC used in the examples of the ’798 
patent. Andrx asserted that it controls the release of bupropion in ways other than through the use of HPMC.

The Federal Circuit disagreed, concluding that the district court’s claim construction was unduly restrictive. 
The claims were originally drawn to all excipients retarding the release of bupropion, but the Examiner required that 
all the claims be limited to HPMC as the release agent because the particular cellulose was considered critical. The 
district court ruled that because the claims had been limited during prosecution, the HPMC used in the example 
should restrict the scope of the claims. However, the Federal Circuit held that the HPMC was not limited to the 
grade and molecular weight of the HPMC in the specific examples. Rather, the Court ruled, the claims, correctly 
construed, require only that HPMC be present in the stated amount, and that the product have the release rate, 
duration, plasma levels, and other properties set forth in the claims.

Having construed the claims, the Federal Circuit found that infringement cannot be resolved adversely to Glaxo 
on the SJ record because, while Andrx argues that its release rate and plasma profile are different from those in the 
Glaxo claims, Andrx has represented the bioequivalence of its product.

Damages Expert Testimony Is Not Necessary to Establish a Reasonable Royalty [Judges: Dyk (author), Clevenger, 
and Bryson]

In Dow Chemical Company v. Mee Industries, Inc., No. 03-1117 (Fed. Cir. Sept. 5. 2003), the Federal Circuit 
affirmed a judgment of invalidity of some claims, but reversed as to others, and affirmed the judgment of no 
infringement as to some claims, but, as to certain other claims, vacated and remanded for proceedings as to 
contributory and induced infringement by one of the Defendants. In addition, the Federal Circuit ruled that the 
district court had erred in concluding that Dow Chemical Company (“Dow”) did not carry its burden to establish 
damages because it failed to provide expert testimony on the damages issue.
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Dow owns U.S. Patent Nos. 5,867,977 (“the ‘977 patent”) and 5,930,990 (“the ‘990 patent”), both of which are 
directed to achieving power augmentation in gas turbines via wet compression. Dow sued Mee Industries, Inc. 
(“Mee”) and Florida Power Corporation (“Florida Power”) for infringement of the ‘977 and ‘990 patents. During 
the trial, the district court excluded the testimony of Dow’s expert on damages, then later issued an opinion finding 
that Dow was not entitled to damages as a matter of law because it had not carried its burden to establish damages. 
The district court also held certain claims to be invalid for obviousness and certain claims to be not infringed by 
Mee or Florida Power. The obviousness determination was based on the combination of an article by J.P. Nolan 
(“the Nolan Article”) and a proposal by Mee to Fem Engineering (“the Mee proposal”).

On appeal, the Federal Circuit first considered whether the Mee proposal was prior art. The Federal Circuit 
ruled that this proposal constituted an offer for sale under 35 U.S.C. § 102(b) for the systems and methods of use 
disclosed therein. As to the validity of certain claims, Dow conceded that if certain parameters were not required by 
the claims, then the claims would be obvious in view of the prior art. The Federal Circuit concluded that the claim 
language did not require the parameters argued by Dow and, therefore, claim 14 of the ‘997 patent and claim 30 of 
the ‘990 patent were invalid. The Federal Circuit also found that the prior art expressly taught the limitations of 
dependent claims 15, 16,21, and 22 of the ‘977 patent. As to claims 23 and 24 of the ‘977 patent, the Federal 
Circuit ruled that the district court had improperly interpreted statements in the prior art as discussing certain claim 
limitations. Because these limitations were effectively missing from the prior art, the Court reversed the findings of 
invalidity for these claims.

The Court also affirmed the judgment of noninfringement for all assertions except Dow’s contention that Mee 
indirectly infringed claims 23 and 24 of the ‘977 patent.

The Federal Circuit ruled that the district court had erred in finding no induced or contributory infringement 
because it improperly considered only Mee’s motives when performing the claimed method. Accordingly, the Court 
remanded for further consideration of indirect infringement by Mee.

The district court had excluded Dow’s expert’s testimony concerning damages, and Dow did not appeal this 
ruling. Rather, Dow argued that reasonable royalty damages can be awarded even without expert testimony, 
because there is a presumption of damages where infringement has been established and there is other evidence in 
the record that must be considered. The Federal Circuit ruled that 35OU.S.C. § 284 is unequivocal that the district 
court must award damages in an amount no less than a reasonable royalty when infringement has been proven.

Floor Panel Patents Don’t “Play” at ITC [Judges: Rader (author), Michel, and Schall (dissenting)]

In Alloc, Inc. v. International Trade Commission, No. 02-1222 (Fed. Cir. Sept. 10, 2003), the Federal Circuit 
affirmed the ITC’s Final Determination, finding no domestic injury by certain flooring products for lack of 
infringement.

Alloc, Inc. (“Alloc”) filed a complaint with the ITC alleging that the importation and sale by several 
Respondents of certain flooring materials violated 19 U.S.C. § 1337 because it infringed U.S. Patent Nos. 5,860,267; 
6,023,907; and 6,182,410, which claim systems and methods of joining floor panels. The ITC had construed the 
claims of the asserted patents to require “play” or a space between a locking groove on a first panel and the locking 
element of an adjacent panel. Because this “play” was missing in the accused products, the ITC found no 
infringement.

The Federal Circuit affirmed the ITC’s construction, agreeing that the specification, which was common to all 
three of the asserted patents, taught that the invention as a whole provided for play in the positioning of the floor 
panels. The specification criticized prior art floor systems without play and even characterized disassembly of the 
floor panels as unfeasible with the prior art systems. All of the figures and embodiments described in the common 
specification either implied play or expressly disclosed play.

In balancing the task of interpreting the claims in light of the specification without impermissibly inserting 
limitations into the claims, the Federal Circuit determined that “where the specification makes clear at various points 
that the claimed invention is narrower than the claim language might imply, it is entirely permissible and proper to 
limit the claims.” Alloc, slip op. at 11. The Federal Circuit also agreed that the prosecution history confirmed that 
play was a key feature of the claimed invention. In the prosecution history, the patentee invoked play to distinguish 
over the prior art and, thus, could not now contend that the claims covered a flooring system and method for 
installing that system without play.

For claims requiring “play” as an element, the Federal Circuit found substantial evidence to support the 
administrative judge’s determination that none of the accused products infringed the claims because the accused 
products did not have play.
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The Court also upheld the ITC’s determination that there was no domestic industry for articles covered by the 
asserted claims. Alloc failed to establish that there existed a domestic industry for flooring systems with play. 
Because all of the accused products did not have play and because even the products manufactured by Alloc in the 
United States did not have play, Alloc could not establish a domestic industry based on the claim construction of the 
patents at issue.

Accordingly, the Federal Circuit affirmed the ruling that Alloc had failed to establish a violation of section 
1337.

Test Facility Supports Reduction to Practice of Count Concerning Method of Using a Network [Judges: Michel 
(author), Dyk, and Prost]

In Taskett v. Dentlinger, No. 03-1150 (Fed. Cir. Sept. 26, 2003), the Federal Circuit affirmed a ruling by the 
Board awarding priority to junior party, Dale H. Dentlinger, who had proven reduction to practice of the invention 
claimed in the count before John M. Taskett’s filing date.

The Board declared an interference between applications filed by Taskett and Dentlinger six days apart in June 
1995. The count covered a process for the automated purchases of prepaid telephone services. The Board 
concluded that Dentlinger was entitled to priority based on his earlier reduction to practice of the subject matter of 
the count. Taskett contests that the Board’s conclusion was wrong because it was based on tests that were not 
sufficiently complete. The Board had found that the use of a switch at EDS (Dentlinger’s employer) and a dummy 
account could satisfy the count, such that the tests did not require actual financial authorization from a third-party 
institution, even though the count uses the word “financial authorization.” The Board also concluded that the 
testimony of two of Dentlinger’s employees and a test receipt dated October 11, 1994, showed the required 
reduction to practice by a preponderance of the evidence. Taskett, relying on his filing date, argued that the count 
could only be fulfilled if real money from a real bank account at a third-party financial institution was actually 
debited and actual telephone calls were made based on the printed receipt.

The Federal Circuit rejected this argument, concluding that the count in question did not require financial 
authorization from a third party. The test network in question included network elements, such as an initiating 
terminal and a central terminal that performed the requirements of the count and withdrew funds from a sample 
checking account. A printed receipt reflected this withdrawal and provided an appropriate call-in number. Though 
the funds may not have been real, the financial authorization, as required by the count, was. This test need not occur 
under conditions of actual commercial use.

Offensive Collateral-Estoppel Issues Turn on Plaintiffs’ Ease in Joining Prior Suit [Judges: Bryson (author), Rader, 
and Dyk (concurring)]

In Dana v. E.S. Originals, Inc., No. 02-1531 (Fed. Cir. Sept. 8, 2003), the Federal Circuit vacated a district 
court’s ruling that collateral estoppel barred Defendants from asserting invalidity or noninfringement, and remanded 
the case for further proceedings.

Alfred Dana III owned U.S. Patent No. 4,158,922 (“the ‘922 patent”) prior to August 11, 1993, at which time he 
sold it to L.A. Gear, Inc. The ‘922 patent concerns technology that involves flashing footwear that features light 
displays. Dana filed suit on this patent in Florida district court alleging infringement (that took place before the 
August date) against nine Defendants. Dana asserted collateral estoppel, stating that the Defendants were prevented 
from denying infringement and validity based on a prior action in a California district court regarding the same 
Defendants and L.A. Gear, Inc.

In the previous California proceeding, the district court had found that the ‘922 patent was valid and enforceable 
and that the Defendants infringed under the DOE. The case then settled. In the Florida district court action, Dana 
sought to use the earlier rulings as a basis to preclude the Defendants from asserting noninfringement and invalidity. 
The Florida district court held that the Defendants were barred from relitigating the validity and infringement issues.

The Federal Circuit evaluated the legal prerequisites for collateral estoppel and weighed equitable factors 
against the offensive use of collateral estoppel in reviewing the decision.

With regard to the legal prerequisites for collateral estoppel, the Defendants argued on appeal that the previous 
partial SJ orders in the California case did not afford them a full and fair opportunity to litigate the issues. Applying 
Eleventh Circuit law, the Federal Circuit held that the California district court’s orders were final and that the issues 
in the Florida district court were identical to those resolved in the California district court. Further-more, the Court 
noted that the inclusion of language in the settlement consent decree attempting to limit collateral estoppel was 
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evidence that the parties were fully aware of the potential future application of collateral estoppel. Consequently, 
the Federal Circuit concluded that the legal prerequisites for applying collateral estoppel were indeed present.

Turning to the equitable factors, however, the Federal Circuit observed that offensive estoppel carries with it the 
danger that in cases involving multiple potential plaintiffs, the plaintiffs will not all join in a single lawsuit, but 
instead some plaintiffs will postpone filing their actions to await the outcome of the other plaintiffs’ efforts. This 
danger requires courts to consider the plaintiffs’ actions, in particular, whether the plaintiff could have easily joined 
the prior suit. If so, then the plaintiff may be denied the benefits of a favorable outcome in the prior case because he 
chose not to expose himself to the risk of an unfavorable one. Since the district court did not make this inquiry, the 
Federal Court vacated the decision of the Florida district court and remanded for further inquiry with respect to this 
specific equitable factor.

Broad Claims Not Enabled Given Restrictions in Specification [Judges: Lourie (author), Clevenger, and Rader]

In AK Steel Corp. v. Sollac and Ugine, No. 03-1074 (Fed. Cir. Sept. 23, 2003), the Federal Circuit affirmed the 
district court’s SJ rulings of noninfringement of U.S. Patent No. 4,800,135 (“the ‘135 patent”) and invalidity of 
certain claims in U.S. Patent No. 5,066,549 (“the ‘549 patent”).

AK Steele Corporation (“AK Steele”) owns the ‘135 and ‘549 patents, which share identical specifications and 
concern hot-dip aluminum-coated stainless steel, where a critical characteristic of the invention is “good wetting”, 
i.e., aluminum adhering or wetting to steel. The accused infringers, Sollac and Ugine (collectively “Sollac”), 
manufacture stainless steel that is hot-dipped in a molten mixture including aluminum and 8.0%-8.5% silicon.

The district court had construed the claim term “consisting essentially of aluminum” to require that the 
aluminum contain not more than 0.5% silicon based on the express teachings of the specification. Particularly, the 
specification teaches that the inventors considered coatings that contain about 10% by weight silicon, but concluded 
that this type of aluminum coating metal does not wet well with ferritic chromium alloy steel. Accordingly, the 
inventors stated that silicon content in the coating metal should not exceed about 0.5% by weight.

According to AK Steele, the specification means that the term “consisting essentially of aluminum” should 
permit silicon in an amount up to but not including 10%.

The Federal Circuit found that the specification clearly teaches against using Type 1 aluminum as a source for 
aluminum because Type 1 contains about 10% silicon, which is too much to retain good wetting characteristics. 
Rather, the specification teaches the use of Type 2 aluminum or nearly pure aluminum. In addition, the specification 
expressly teaches that silicon contents in the coating material should not exceed about 0.5% by weight. As such, the 
Federal Circuit found that the claims of the ‘135 patent must be interpreted to not permit an excess of 0.5% silicon 
by weight in the aluminum coating. The Federal Circuit therefore affirmed the district court’s construction of the 
claim and held that Sollac’s manufacturing practices, which require aluminum containing 8.0% silicon, did not 
infringe the ‘135 patent.

These same issues of claim construction related to the interpretation of the phrase “the aluminum coating 
contains up to about 10% by weight silicon” in claims 3 and 7 of the ‘549 patent. This limitation had been added to 
these claims to address the Examiner’s rejection of the claim as indefinite because it originally stated that “the 
coating metal is Type 1 aluminum.”

AK Steele argued that the ordinary meaning of “up to” does not include the 10% endpoint (e.g., “painting the 
wall up to the door”), especially in view of the specification’s clear disclaimer of Type 1 aluminum, which includes 
the 10% endpoint.

The Federal Circuit rejected AK Steele’s definition for the ordinary meaning of “up to,” noting that when “up 
to” precedes a numerical limit, it includes that numerical limit. Second, the Federal Circuit found that there was no 
indication that the amendment was made to narrow claim scope, but, rather, it responded to the examiner’s request 
for a more precise meaning of Type 1 aluminum. As such, the dependent claims read “up to and including” 10% 
silicon as well as Type 1 aluminum. Thus, the Federal Circuit affirmed the district court’s claim construction of the 
‘549 patent.

The Federal Circuit also agreed that the ‘549 patent claims were not enabled by the specification. According to 
the Federal Circuit, the phrase “aluminum alloys” in the independent claim, which includes coating metals 
containing “up to and including 10% silicon,” has no support in the specification, which, contrary to the claims, 
teaches aluminum containing not more than 0.5% silicon. Thus, the Federal Circuit held that the specification did 
not enable the claims of the ‘549 patent.
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Ownership Issue Requires Deeper Inquiry into University Patent Policy on Assignments [Judges: Clevenger 
(author), Lourie, and Prost]

In University of West Virginia, Board of Trustees v. VanVoorhies, No. 02-1522 (Fed. Cir. Sept. 3, 2003), the 
Federal Circuit reversed the district court’s denial of Kurt L. VanVoorhies’s motion for relief from an order 
requiring assignment of certain patents to the University of West Virginia (“UWV”). Despite the fact that the 
subject matter of the patents at issue relate to other applications and patents determined by the district court to be the 
property of UWV, the Federal Circuit held that the district court had erred in ordering the assignment of these 
“second generation” patents to UWV.

During his graduate studies at UWV, VanVoorhies coinvented a contrawound toroidal helical antenna. This 
invention was embodied in an application that ultimately issued as U.S. Patent No. 5,442,369 (“the ‘369 patent”). 
VanVoorhies and his coinventors assigned their rights to this patent to UWV, as required under UWV’s patent 
policy. Two years later, around the time VanVoorhies received his doctorate, he invented a half-wave bifilar 
contrawound toroidal helical antenna. However, VanVoorhies refused to assign his rights to this invention to UWV, 
even though he initially notified UWV about the invention and suggested that they file a patent application for the 
invention.

Nevertheless, UWV filed and prosecuted an application for this second invention, which issued as U.S. Patent 
No. 6,028,558 (“the ‘558 patent”). At around the same time, VanVoorhies filed three applications directed to the 
same invention.

UWV filed suit against VanVoorhies alleging that he breached his duty to assign the second invention to UWV. 
On May 25,2000, the district court ordered VanVoorhies to assign his rights to the application filed by UWV and 
his own applications and any patents issuing thereafter. VanVoorhies appealed this decision, but the Federal Circuit 
affirmed the district court’s order.

In light of the May 25 Order, UWV presented a set of proposed assignments for VanVoorhies to execute. 
These assignments not only encompassed the applications adjudicated and the corresponding issued patents, but also 
covered any additional applications filed or intended to be filed by VanVoorhies. In fact, three additional 
applications existed (collectively referred to as the “second generation patents”).

VanVoorhies refused to sign the proposed assignments, but instead proposed his own set of assignments that 
mirrored the language of the May 25 Order.

UWV then filed a motion under Fed. R. Civ. P. 70 to compel VanVoorhies to sign its proposed assignments, 
which the district court granted. The district court denied VanVoorhies’s motion for relief, finding that all the 
patents in UWV’s proposed assignments, including the second-generation patents, were within the scope of the 
original litigation and the May 25 Order. VanVoorhies appealed this decision.

On appeal, the Federal Circuit looked to three potential sources to determine whether VanVoorhies was 
required to assign the second-generation patents to UWV. First, it looked at the assignment for the ‘369 patent 
application. The Court found that the language of that assignment only covered the exact invention of the 
application, its reissues or extensions, and its immediate descendant applications. Since UWV conceded during oral 
arguments that the second-generation patents did not fall within any of these categories, the Federal Circuit found 
that the assignment did not provide a basis for UWV’s ownership of those patents.

Second, the Court found that UWV’s patent policy did not require VanVoorhies to assign his rights to the 
second-generation patents, because that policy only applied to inventions conceived or reduced to practice under the 
terms of contracts, grants, or other agreements involving UWV, or if the invention was made with substantial use of 
UWV’s resources. Because the issue of whether the second-generation patents fall within the scope of UWV’s 
patent policy was not litigated in this case, however, the Court ruled that UWV’s patent policy could not be the basis 
for assignment of the second-generation patents.

Finally, the Federal Circuit analyzed the language of the district court’s May 25 Order to determine whether it 
gave UWV rights to the second-generation patents. In particular, the Federal Circuit found the language “any other 
patent issuing from the application,” as used in the Order, to only contemplate immediate lineal descendants. The 
Court also noted that the phrase “the invention and technology embodied or disclosed [in the patent]” would have 
required the district court to construe the claims of the second-generation patents and then compare those construed 
claims with the patent, which the district court did not do. Accordingly, the Federal Circuit found that the May 25 
Order did not require VanVoorhies to assign the second-generation patents to UWV.

The Federal Circuit held that VanVoorhies was not required to assign the second-generation patents to UWV 
and ordered the district court to restore the status quo to as it was before the grant of the Rule 70 Order. 
Accordingly, the Federal Circuit reversed the Rule 70 Order, remanded for further consideration of the record, and 
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instructed the district court to restore the status quo on the ownership issue to as it was before the grant of the Rule 
70 Order until the issue is folly considered.

November 2003

Federal Circuit Affirms Priority Victory for Aventis Pharma S.A. [Judges: Lourie (author), Schall, and Newman 
(dissenting-in-part)]

In Chen v. Bouchard, No. 03-1037 (Fed. Cir. Oct. 22, 2003), the Federal Circuit affirmed the Board’s ruling that 
the party Bouchard (Aventis Pharma S.A.) prevailed on all counts of a patent interference against the party Chen 
(Bristol-Myers Squibb Company). The interference involved a class of taxanes, anticancer agents, characterized as 
“7,8-cyclopropataxols” or, more generally, “cyclopropataxols”).

The Chen patent-in-interference and Bouchard application-in-interference claimed substantially the same 
patentable subject matter set forth in three separate counts: a count for generic 7,8-cyclopropataxols; a count for a 
7,8-cyclopropataxol species; and a count for 7,8-cyclopropabaccatin intermediates for making 7,8-cyclopropataxols. 
For all three counts, the parties did not dispute Bouchard’s entitlement to its French foreign priority date of 
invention (“Bouchard’s priority date”). Chen asserted that the Chen inventors, Drs. Chen and Farina, made 
cyclopropataxols falling within two of the counts before Bouchard’s priority date and that Chen is entitled to rely on 
the July 1, 1992, date of its first-filed application, U.S. Application Serial No. 07/907,261, for all counts, including 
the 7,8-cyclopropataxol species.

The nub of the Board’s decision was that Chen failed to prove, prior to Bouchard’s priority date, that they had 
(1)LJ contemporaneously established the chemical identities of any cyclopropataxols, as needed for actual reduction 
to practice; and (2) filed any patent application disclosing that they discovered cyclopropataxols, as needed for 
constructive reduction to practice, but instead disclosed and claimed only fluorotaxol compounds in the July 1, 1992, 
application. Finding the Board’s decision to be supported by substantial evidence and not contrary to law, the 
Federal Circuit affirmed.

The Board and Court found no explicit or inherent disclosure of the cyclopropataxol compounds of the counts 
in Chen’s priority applications. As for inherency, the Court rejected Chen’s argument that it makes no difference 
that Chen specified only fluorotaxol compounds since the underlying work actually produced cyclopropataxol 
compounds. One skilled in the art would find no indication in the Chen priority specifications or otherwise 
appreciate that the reference to fluorotaxol was incorrect. In those circumstances, the Court was unwilling to accept 
Chen’s inherency argument, discard the disclosure of fluorotaxol, and replace it by cyclopropataxol.

The Federal Circuit therefore concluded that the priority applications did not describe the cyclopropataxol 
compounds and could not be accorded priority benefit. Hence, Chen was not awarded a constructive reduction to 
practice for the compound of any count.

Regarding actual reduction to practice, the Federal Circuit rejected the Board’s noncorroboration holding to the 
extent it suggested that an analytical chemist must be “kept in the dark” as to what the inventor believes about a 
compound’s structure. However, the Court found any error harmless because Chen failed to prove its case.

Bouchard pointed out that to establish adequate identification for actual reduction to practice purposes, Chen 
relied on the same analytical techniques that led to a firm, but incorrect, conclusion that the priority applications 
formed mixtures of fluorotaxol compounds. The Board found that Chen produced no evidence establishing how 
Chen identified any compounds within the counts or how the analytical data obtained by the analytical chemists to 
whom the inventor sent his compounds for analysis confirm the structures suggested by the inventor. Rather, Chen 
relied only on attorney arguments and conclusory proclamations that the data obtained were “consistent” with the 
inventor’s suggestions.

The Board found that these and numerous other findings of the Board provided substantial evidence to conclude 
that Chen failed to prove an actual reduction to practice before Bouchard’s priority date. Hence, Chen was not 
awarded an actual reduction to practice for any compound within any count.

Finally, the Federal Circuit found that the Board did not abuse its discretion by excluding hearsay and 
unauthenticated evidence and that substantial evidence demonstrated that there was no conception, prior to 
Bouchard’s priority date, coupled with diligence, leading to a reduction to practice.

Consequently, the Court affirmed the Board’s decision to award judgment to Bouchard with respect to all three 
counts.

Judge Newman, dissenting, took issue with the exclusion of evidence and also concluded that Chen had 
established prior actual reduction to practice.
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[At the Federal Circuit, Tom Irving, a partner in our firm, argued for Bouchard. With him on the brief were 
Herb Mintz, Tim Donaldson, Sanya Sukduang, and Esther Lim.]

Claim Term “Substantially” Used as a Term of Magnitude, Not Approximation [Judges: Gajarsa (author), Bryson, 
and Prost]

In Deering Precision Instruments, L.L.C, v. Vector Distribution Systems, Inc., No. 02-1013 (Fed. Cir. Oct. 17, 
2003), the Federal Circuit affirmed the district court’s finding of no literal infringement but vacated the lower 
court’s grant of SJ of no infringement under the DOE.

At issue was U.S. Patent No. 4,744,428 (“the ‘428 patent”), assigned to Deering Precision Instruments, L.L.C. 
(“Deering”), for a portable scale having sliding weights. All five claims of the ‘428 patent require a sliding weight 
“when in its zero position having a portion thereof disposed substantially in an imaginary plane containing the 
fulcrum,” referred to as the zero-position element. The accused device included a sliding weight that, at its zero 
position, was no closer than 0.10 inches from an imaginary plane containing the fulcrum.

Reviewing the district court’s claim construction, the Federal Circuit examined the meaning of the zero-position 
element, particularly the phrase “substantially in an imaginary plane,” noting that the term “substantially” has dual 
ordinary meanings. In a claim, “substantially” can be either a term of magnitude, meaning “significantly” or 
“considerably,” or a term of approximation, meaning “largely” or “essentially.” Looking to the written description, 
the Court determined that “substantially” in these claims was a term of magnitude requiring a not insubstantial 
portion of the sliding weight to intersect the imaginary plane. Because the sliding weight of the accused device did 
not penetrate the imaginary plane at any point, the Court affirmed the lower court’s finding of no literal 
infringement.

Turning to the DOE, the Court considered the prosecution history of the ‘428 patent. In particular, the Court 
noted that the original application included two independent claims, one broadly reciting “a sliding weight movably 
carried by the beam” and the other containing the zero-position limitation. In response to the first Office Action, the 
patentee cancelled the broader independent claim and added a new independent claim containing the zero-position 
limitation. The narrower original independent claim issued unamended.

Citing the Supreme Court’s opinion in Festo, the Federal Circuit held that the patentee’s cancellation of the 
original independent claim and the addition of the narrower independent claim amounted to a clear surrender of the 
broader subject matter of a sliding weight without the zero-position limitation. The Court reasoned that because the 
patentee made the amendments in response to an examiner’s rejection, they were made for reasons of patentability 
and, therefore, gave rise to a presumption of prosecution history estoppel barring the patentee from arguing 
infringement under the DOE. The Court further noted that the estoppel applied equally to all claims containing the 
zero-position limitation, even those that were not amended during prosecution. Finally, the Court remanded the case 
to the district court for further proceedings to determine whether the patentee could rebut the presumption of 
prosecution history estoppel.

Patentee Failed to Assert Compulsory Counterclaim of Infringement [Judges: Rader (author), Newman, and 
Michel]

In Polymer Industrial Products Co. v. Bridgestone/Firestone, Inc., No. 03-1176 (Fed. Cir. Oct. 20, 2003), the 
Federal Circuit affirmed a decision by a district court ruling that the patentee waived a claim for infringement by not 
asserting it in a prior action as a compulsory counterclaim.

Polymer Industrial Products Company and Polymer Enterprises Corporation (collectively “PIPCO”) own U.S. 
Patent No. 4,381,331 (“the ‘331 patent”), which claims improvements in turn-over bladders used for manufacturing 
pneumatic vehicle tires. In 1995, PIPCO filed claims for infringement against Bridgestone/Firestone, Inc. 
(“Bridgestone”) alleging that Bridgestone’s Skim-1 turn-over bladder infringed the ‘331 patent. After Bridgestone 
began to make and use a new turn-over bladder (Skim-2), Bridgestone amended its answer to include a counterclaim 
for DJ that the Skim-2 tum-over bladders did not infringe the ‘331 patent. Although PIPCO denied the allegations 
of the counterclaim, it did not amend its complaint to assert an affirmative claim that the Skim-2 product infringed 
the ‘331 patent.

At the trial, the jury found that both the Skim-1 and Skim-2 products infringed the ‘331 patent and awarded 
damages. In a previous appeal, the Federal Circuit affirmed the judgment of the district court, but based its decision 
on an assumption that damages were not awarded for the Skim-2 product.
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PIPCO then filed another action seeking damages for infringement of the ‘331 patent based on the Skim-2 
product. Bridgestone filed a motion to dismiss, alleging that PIPCO waived its rights to damages with respect to the 
Skim-2 product in the prior litigation. The district court held that PIPCO’s present infringement claim was a 
compulsory counterclaim to Bridgestone’s DJ claim of noninfringement in the prior litigation, relying on Fed. R. 
Civ. P. 13(a) and Federal Circuit precedent holding that when the same patent is at issue in an action for declaration 
of noninfringement, a counterclaim for patent infringement is compulsory and, if not made, is deemed waived. 
Vivid Techs., Inc. v. Am. Sci. & Eng’g, Inc., 200 F.3d 795 (Fed. Cir. 1999).

The Federal Circuit confirmed on appeal that Rule 13(a) makes an infringement counterclaim into a DJ action 
for noninfringement compulsory. Therefore, a party that does not assert its compulsory counterclaim in the first 
proceeding has waived its right to bring the counterclaim and is forever barred from asserting that claim in future 
litigation. The Federal Circuit rejected PIPCO’s argument that §02202 of the Declaratory Judgment Act constitutes 
an exception to this rule. In particular, PIPCO had argued that the Declaratory Judgment Act’s “further relief’ 
section, which states that necessary or proper relief based on a DJ or decree may be granted, operates as an 
exception to Rule 13(a). But, the Court concluded that nothing in § 2202 authorizes a party to seek further relief 
based on a DJ without regard to other established rules of procedure.

Infringement Decision on Fosamax® Drug Patent Upheld [Judges: Newman (author), Prost, and Mayer 
(dissenting)]

In Merck & Co. v. Teva Pharmaceuticals U.S.A., Inc., No. 03-1168 (Fed. Cir. Oct. 30, 2003), the Federal 
Circuit affirmed the district court’s judgment that Teva Pharmaceuticals, U.S.A., Inc. et al. (collectively “Teva”) 
infringe U.S. Patent No. 4,621,077 (“the ‘077 patent”) and that the ‘077 patent was not invalid.

Merck & Company, Inc. (“Merck”) owns the ‘077 patent, which claims a method of treatment consisting of 
administering to a patient an effective amount of a drug product marketed as Fosamax®. Teva filed an ANDA for a 
generic version of the drug, stating that it did not literally infringe the ‘077 patent because the claim specifies an 
acid, while Teva’s ANDA describes a salt that is actually used in practice. Alternatively, Teva argued that Merck 
was not entitled to any patent-term extension because the FDA approved the salt but not the acid.

On appeal, the infringement issue turned on the proper construction of the claim, specifically, whether the 
claimed acid could include salts. The Federal Circuit found that throughout the specification of the ‘077 patent, the 
inventors had described the acid-active agent as encompassing the acid and its salt forms. The Court also noted 
evidence supporting Merck’s position that those skilled in the art used the same lexicography as did the inventors 
when referring to the acid in the form of the salt. The Court concluded that persons in this field would understand 
that the acid is the active agent and that the acid is administered when it is in the form of the salt. The Federal 
Circuit rejected the contrary testimony by Teva’s expert, who conceded that while he was an expert in chemistry, he 
was not an expert in pharmacology. The other pharmacology experts in the case agreed that the acid is customarily 
administered as the acid salt.

The Federal Circuit also rejected Teva’s allegation that patent-term restoration, granted for an extended 
regulatory-review period of Fosamax®, was invalid because the FDA had only approved the salt for use. The Court 
found that the relevant statutory scheme defined “product” to include “any salt or ester of the active ingredient.”

Teva also asserted an invalidity defense based on an allegation that the ‘077 patent was anticipated by a prior art 
patent (“the Blum patent”). Blum claimed the acid in question and stated that it could be used for water softening 
and as a sequestering agent, and was suitable for use in cosmetic and pharmaceutical preparations. Teva contended 
that because Blum specifically mentioned pharmaceutical preparations, one of ordinary skill in the art would realize 
that the claimed compound would be useful for therapeutic purposes, as is claimed in the ‘077 patent. The Federal 
Circuit rejected Teva’s argument, however, finding that Blum’s disclosure was not sufficient to anticipate the ‘077 
patent method claims because there was no suggestion of the claimed therapeutic use.

Judge Mayer dissented, and while he joined the Court in upholding the validity of the ‘077 patent, he found that 
a plain reading of the specification of the ‘077 patent sufficiently distinguished between acid and salt forms of the 
claimed drug. Therefore, he reasoned that the district court had erred in its claim construction by concluding that the 
term “acid” should be construed as encompassing both acids and salts. Also, because in Judge Mayer’s view the 
‘077 patent did not claim a product (the salt) that was subject to regulatory review, patent-term extension was 
likewise inappropriate.
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Contractors’ Infringement of Sound-Barrier Patents Was Not Willful [Judges: Bryson (author), Michel, and Dyk]

In State Contracting & Engineering Corp. v. Condotte America, Inc., No. 02-1588 (Fed. Cir. Oct. 7,2003), the 
Federal Circuit affirmed a judgment of infringement against several private contractors, but reversed and remanded 
for further proceedings on the issue of obviousness.

Under a contract with the Florida Department of Transportation (“FDOT”), State Paving Corporation (“State 
Paving”) developed new methods for the formation of integrated column and piles for use in building structures in 
sandy soils and filed applications that later became U.S. Patent Nos. 5,234,288 (“the ‘288 patent”) and 5,429,455 
(“the ‘455 patent”). State Paving eventually transferred the inventions to State Contracting & Engineering 
Corporation (“State Contracting”), which then sued FDOT and several highway-construction contractors for 
infringement of the two patents.

A district court ruled that when it executed the previous contract, State Paving had granted FDOT a license that 
authorized FDOT and its contractors to practice the asserted patents. The Federal Circuit, in a previous appeal, 
affirmed that holding with respect to FDOT but reversed with respect to the private contractors, concluding that the 
previous contract did not grant FDOT a license to practice the patents in future sound-wall construction projects.

On remand, the district court ruled that the contractors’ infringement was not willful, that the asserted patent 
claims were not invalid, and that the contractors did not have a valid defense of laches. A jury returned a verdict in 
favor of State Contracting and assessed damages in the form of a reasonable royalty.

On appeal, the contractors contended that State Contractor lacked standing because the contract between State 
Paving and State Contracting merely granted a license under the asserted patents and did not transfer ownership of 
the patent rights. The Federal Circuit examined the contract language transferring rights in the two patents and 
concluded that State Paving did not expressly retain any rights in the patents, not even the right to practice the patent 
itself. Therefore, the contract transferred the necessary rights to give State Contractor standing to sue.

The Federal Circuit also upheld the district court’s ruling of no willful infringement. In particular, the Court 
concluded that it was not unreasonable for the contractors to rely on FDOT’s representation that it had a license to 
practice the invention without seeking the advice of counsel to confirm the accuracy of that representation.

The contractors also contended that laches applied against State Contracting’s allegations. In particular, the 
contractors contended that they were prejudiced because, as a result of the delay in filing suit, FDOT continued to 
incorporate the invention into the bids and contracts with them. If State Paving had promptly notified FDOT of the 
patent, FDOT and the contractors could have avoided the controversy entirely by changing sound-wall specifications 
or returning to the original design. The contractors failed to show any nexus between the delay in filing suit and 
their asserted economic injury. They also failed to show that they would not have entered into contracts with FDOT 
if the suit had been brought earlier. To the contrary, the evidence indicated that it was unlikely that FDOT or the 
contractors would have ceased using the patented designs even if the lawsuit had been brought earlier, but instead 
would have followed the same course regardless of what the Plaintiff did or did not do. Accordingly, the Federal 
Circuit ruled that it was not error to reject the laches defense.

As to the validity of the patent, the contractors contended that the district court had erred in granting JMOL that 
the patents were not invalid. The Federal Circuit ruled that the district court failed to construe several claim 
limitations prior to making its ruling. This failure, however, was harmless to the district court’s conclusion of 
anticipation. The Federal Circuit ruled that certain anticipating prior art did not disclose every limitation of the 
claims and that numerous factual questions remained concerning obviousness, several of which depended on the 
proper construction of critical terms in the asserted claims. Accordingly, the Federal Circuit remanded the case to 
the district court for a proper claim construction and the requisite obviousness inquiries.

The contractors raised several objections to the damages award, which totaled more than $5 million based on a 
reasonable royalty theory. The Federal Circuit rejected the contractors’ attempts to limit the reasonable royalty to a 
reduced license offer made in licensing letters to various contractors. This offer presented very favorable terms, but 
did not necessarily reflect the terms of a reasonable royalty. Thus, the Court found no error with the damages 
assessment.

Claim Term “Extending” Is an Active Verb [Judges: Newman (author), Rader, and Dyk]

In ACCO Brands, Inc. v. Micro Security Devices, Inc., No. 02-1567 (Fed. Cir. Oct. 7, 2003), the Federal Circuit 
affirmed a district court’s grant of SJ of noninfringement of U.S. Patent No. 5,502,989 (“the ‘989 patent”).

The ‘989 patent, owned by ACCO Brands, Inc. (“ACCO”), relates to a locking mechanism for portable 
electronic devices, such as computers. ACCO sued Micro Security Devices, Inc. (“Micro Security”) for 
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infringement of the ‘989 patent. Claim 10, the only claim at issue, recites “a pin... for extending into said security 
slot. .. when said slot engagement member is in said locked position to thereby inhibit rotation of said slot 
engagement member to said unlocked position.” The district court construed this limitation to require that the pin 
actively extends into the security slot at or during the time the slot engagement member is in the locked position, 
thereby inhibiting rotation to the unlocked position.

Both parties’ technical witnesses agreed that in Micro Security’s accused products, the pin extends into the slot 
before the slot engagement member is placed in the locked position. On this basis, the district court granted SJ of no 
literal infringement. In addition, based on arguments made during prosecution, the district court also found that 
claim 10 could not cover the accused products under the DOE.

On appeal, the parties framed the issue as whether the term “extending” was an “active verb,” requiring that the 
pin extends into the slot at or during the time that the slot engagement member is in the locked position, or a “state 
of being” that includes a pin that extends into the slot either before or after locking. The Federal Circuit held that 
“extending” refers to an action occurring when the slot engagement member is rotated to and in the locked position. 
In so holding, the Court noted that during prosecution, the patentee specifically distinguished the claims of the ‘989 
patent over the prior art based on the fact that the claimed invention required that the pin extend into the slot at or 
during the time of locking.

ACCO argued that this interpretation was incorrect because it excluded several embodiments disclosed in the 
specification. The Federal Circuit noted, however, that the ‘989 patent was a divisional application and its parent 
application included claims that encompassed the excluded embodiments. The Court held that the presence of 
embodiments in the ‘989 patent carried over from its parent application and claimed in other patents did not broaden 
the scope of the claims of the patent.

Based on this construction, and the fact that the structure of the accused products at issue was not in dispute, the 
Federal Circuit agreed with the district court that the accused products did not literally infringe claim 10 of the ‘989 
patent. The Federal Circuit also held that due to the statements made during the prosecution of the ‘989 patent, the 
patentee could not claim that a device that did not meet the “extending” limitation was equivalent. Therefore, the 
Court affirmed the district court’s finding that there could be no infringement under the DOE.

An Anticipatory Reference Must Adequately Enable Possession of the Desired Invention [Judges: Newman 
(author), Gajarsa, and Dyk]

In Elan Pharmaceuticals, Inc. v. Mayo Foundation for Medical Education and Research, No. 00-1467 (Fed. 
Cir. Oct. 2, 2003), the Federal Circuit reversed a SJ of patent invalidity and the case for a determination of whether 
the allegedly anticipating prior art properly enabled the claimed invention. Elan Pharmaceuticals, Inc. (“Elan”) 
owns the two patents-in-suit, U.S. Patent Nos. 5,612,486 and 5,850,003 (collectively “Elan’s patents”), and sued 
Mayo Foundation for Medical Education and Research (“Mayo”) for infringement. Mayo moved for SJ of invalidity 
based on U.S. Patent No. 5,455,169 (“the Mullan reference”), which the district granted.

Elan’s patents are directed to transgenic rodents (“the Elan mouse”) whose genetic makeup has been modified 
to include the Swedish mutation, which is an abnormal gene thought to be linked to Alzheimer’s disease. The 
Mullan reference describes the Swedish mutation.

On appeal, the Federal Circuit explained that the disclosure of an allegedly anticipating reference must be 
adequate to enable possession of the desired invention, and concluded that Elan’s arguments were more properly 
characterized as enablement arguments than inherency arguments, because Elan’s arguments were more factually 
based on the Mullan reference not enabling the Elan mouse. Thus, the basic question at issue was whether the 
Mullan reference adequately enabled possession of the Elan mouse.

The Federal Circuit explained that enablement requires that the reference teach one of ordinary skill in the art to 
make or carry out the claimed invention without undue experimentation, and further explained that a determination 
of whether the amount of requisite experimentation is undue may include consideration of “the Wands factors,” 
which include: “(1) the quantity of experimentation necessary, (2) the amount of direction or guidance presented, 
(3) the presence or absence of working examples, (4) the nature of the invention, (5) the state of the prior art, (6) the 
relative skill of those in the art, (7) the predictability or unpredictability of the art, and (8) the breadth of the claims.” 
In re Wands, 858 F.2d 731 (Fed. Cir. 1988).

Elan argued that, while the Mullan reference foresaw a transgenic mouse and compiled known methods of gene 
transfer, including expression of the Swedish mutated protein, it did not teach or suggest which method might create 
the Elan mouse. Conversely, Mayo argued that the disclosure of the Mullan reference was comprehensive and that 
Elan did eventually succeed with one of Mullan’s disclosed inventions.
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The Federal Circuit determined that the Mullan reference does contain an extensive description of the Swedish 
mutation and states that it provides a transgenic animal whose cells contain the mutated gene. However, the Court 
remanded the case for examination of whether the Mullan reference required a person of ordinary skill to perform 
undue experimentation, in view of the Wands factors, to produce the Elan mouse.

Court Finds Meaning to Claim Terms in Specification and Prosecution History [Judges: Rader (author), Schall, and 
Linn (dissenting-in-part)]

In Genzyme Corp. v. Transkaryotic Therapies, Inc., No. 02-1312 (Fed. Cir. Oct. 9, 2003), the Federal Circuit 
affirmed a district court’s grant of SJ of noninfringement of U.S. Patent No. 5,356,804 (“the ‘804 patent”).

Genzyme Corporation (“Genzyme”) holds an exclusive license to the ‘804 patent, which is assigned on its face 
to Mount Sinai School of Medicine of New York University. The ‘804 patent claims a method of treating patients 
suffering from Fabry disease by producing human alpha-galactosidase A (a-Gal A) and cells engineered to express 
and secrete active human a-Gal A. Genzyme filed suit against Transkaryotic Therapies, Inc. (“TKT”) based on a 
product involving a technique known as gene activation that activates an endogenous gene to express the 
endogenous human a-Gal A protein. It was undisputed that TKT’s technique does not integrate exogenous genes 
into the human host cells.

On appeal, Genzyme argued that the district court based its SJ decision on improperly construed claim terms 
“chromosomally integrated,” “regulatory sequence,” “stably,” and “compromising.” The Court interpreted the 
phrase “chromosomally integrated” standing alone to suggest “the incorporation of exogenous genetic code into the 
chromosomal material of the host cell.” The Court then interpreted the phrase in the context of the claims to explain 
that the exogenous sequence has a regulatory sequence that causes the host cell to stably overexpress a-Gal □ A. 
The cell then secretes the excess a-GalDA.

The majority found that ambiguity existed as to whether the exogenous sequence came from outside or within 
the host cell, and investigated the patent specification and the prosecution history to clarify the Applicant’s use of 
the term. The Court found that throughout the prosecution history, the Applicant had clearly envisioned the 
integration of an exogenous gene sequence into the host cell. In the specification, the Applicant consistently used 
the term “exogenous” to refer to the introduction of foreign genes into the host cell chromosome. Similarly, the 
Applicant distinguished his invention from the prior art through the insertion of an exogenous gene into a host cell. 
Accordingly, the Federal Circuit found that the district court did not err in its construing “chromosomally 
integrated” to require the introduction into a host cell of exogenous sequences encoding a-Gal i] A.

Because Genzyme had conceded noninfringement based on the district court’s construction of the term 
“chromosomally integrated,” the Federal Circuit affirmed the judgment of noninfringement.

Judge Linn dissented, concluding that the majority improperly construed “chromosomally integrated” by 
reading a limitation from the specification into the claim and improperly interpreting the prosecution history’s use of 
the term “integrated.”

“Each Field” Is Different from “Each of a Plurality of Fields” [Judges: Rader (author), Newman, and Michel]

ResQNet.com, Inc. v. Lansa, Inc., No. 03-1163 (Fed. Cir. Oct. 16, 2003), the Federal Circuit affirmed-in-part 
and reversed-in-part the claim constructions of the asserted claims of U.S. Patent Nos. 5,530,961 (“the ‘961 patent”); 
5,831,608 (“the ‘608 patent”); and 6,295,075 (“the ‘075 patent”) (collectively “the patents-in-suit”), and remanded 
the case to the U.S. District Court for the Southern District of New York for further proceedings.

At issue in this case was computer-screen display-recognition technology. The ‘961 patent attempted to avoid 
problems with prior art designs by utilizing a display routine based upon an algorithm that recognized the screen by 
a layout and fields therein, not based solely upon a particular screen ID number. The ‘608 patent is a continuation- 
in-part of the ‘961 patent, and the ‘075 patent is independent of the ‘961 family of patents.

ResQNet.com, Inc. (“ResQNet”) sued Lansa, Inc. (“Lansa”) for infringement of claim 1 of the ‘961 patent, 
claim 1 of the ‘608 patent, and claim 1 of the ‘075 patent. After the district court issued its claim-construction order, 
the parties stipulated to noninfringement by Lansa to obtain review of the claim-construction rulings of a single 
phrase from each of the patents-in-suit by the Federal Circuit.

The Federal Circuit upheld the claim construction of the limitation “means for processing said information to 
generate a screen identification (“ID”) from said first image, said ID being generated as a function of the number, 
location and length of each field in said first image,” as recited in claim 1 of the ‘961 patent. The Federal Circuit 
noted that the district court had correctly identified the function and corresponding structure of this means-plus- 
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function limitation, and that the sole issue to be determined was whether the phrase “each field” meant that the 
algorithm must evaluate attributes of all fields or only some fields. The district court had found, and the Federal 
Circuit agreed, that “each field” meant that all fields must be evaluated. In finding that this construction was 
consistent with the specification, the Federal Circuit especially noted that, under this construction, the invention 
accomplished each listed advantage over the prior art, as described in the ‘961 patent specification. The Federal 
Circuit felt that this did not “run afoul of the general rule that limitations should not be imported from the 
specification based solely on overcoming problems with the prior art,” because the Applicant, during prosecution, 
distinguished certain prior art by arguing that the prior art did not resolve the problems identified in the 
specification.

Despite upholding the construction of claim 1 of the ‘961 patent, the Federal Circuit reversed the district court’s 
decision that the phrase “each of a plurality of fields” (claim 1 of the ‘608 patent) was synonymous with the phrase 
“each field” (claim 1 of the ‘961 patent). In particular, the Federal Circuit found that the recitation of “a plurality” 
was significantly different, requiring interpretation of claim 1 of the ‘608 patent without regard to the construction 
of claim 1 of the ‘961 patent. The Federal Circuit concluded that, consistent with the specification, the phrase “each 
of a plurality of fields” meant “each of at least two fields,” and settled on this construction because there was no 
clear and unmistakable disavowal of claim scope that would compel a different result.

Finally, the Federal Circuit also reversed the district court’s determination that the limitation “a plurality of 
specific screen identifying information,” as recited in claim 1 of the ‘075 patent, was synonymous with the “each 
field” and “each of a plurality of fields” limitations previously discussed. In particular, because the ‘075 patent does 
not share a genealogy with the other patents-in-suit, and because the limitations at issue were not identical in 
language, the Court construed “a plurality of specific screen identifying information” of claim 1 of the ‘075 patent 
anew. While it found that “plurality” meant “at least two,” consistent with its construction of claim 1 of the ‘608 
patent, the Court declined to find that this claim required each or all of the plurality of information as it did with the 
previously discussed claim limitations. Specifically, because the specification of the ‘075 patent described “specific 
information,” which connoted “selected or particular information,” and emphasized that the specific algorithm used 
was “not critical” and “may” be of the type described in the ‘961 patent, the Federal Circuit found that “a plurality 
of specific information” did not mean “each” or “every” field as required by the ‘961 and ‘608 patents.

Summary Judgment of Noninfringement Vacated After Court Construes Internet-Based Claim Term “URL” 
[Judges: Linn (author), Friedman, and Plager]

In A CTV, Inc. v. Walt Disney Company, No. 02-1491 (Fed. Cir. Oct. 8, 2003), the Federal Circuit vacated a 
grant of SJ of no infringement because of an erroneous claim construction and failure to properly consider the DOE.

ACTV, Inc., owner of U.S. Patent Nos. 5,774,664; 5,778,181; and 6,018,768, sued the Walt Disney Company 
and others (collectively “Walt Disney”) for infringement. The patents concern technology for the synchronization 
of television information with information from the Internet. The infringement issues turned on the construction of 
several means-plus-function claim limitations.

The Federal Circuit construed the claim term Uniform Resource Locator (“URL”) as something that identifies 
the location of relevant information segments, including web pages, audio clips, images, and the like. It can be an 
absolute URL or a relative URL, as long as it specifies one or more Internet addresses of information segments 
relating to Internet content. The Court then ruled that the district court had improperly adopted functions for each 
means-plus-function limitation that were different from what was explicitly recited in the claim. Accordingly, the 
Federal Circuit remanded to the district court for the district court to identify the corresponding structures associated 
with the claimed functions and the new definition of URL.

Finally, the Federal Circuit found that the district court had erroneously foreclosed the patentee from arguing 
infringement under the DOE, and remanded on this issue as well.

December 2003

Rewriting Dependent Claims in Independent Form Triggers Estoppel [Judges: Mayer (author), Clevenger, and 
Bryson]

Art Ranbaxy Pharmaceuticals, Inc. v. Apotex, Inc., No. 02-1429 (Fed. Cir. Nov. 26, 2003), the Federal Circuit 
affirmed a district court's denial of a preliminary injunction against Ranbaxy Pharmaceuticals, Inc. ("Ranbaxy").
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Apotex, Inc. ("Apotex") and Ranbaxy are generic drug manufacturers, who both seek to market amorphous 
cefuroxime axetil, a broad-spectrum antibiotic. Apotex is the owner of U.S. Patent No. 5,847,118 ("the '118 
patent"), which is directed to a process for preparing amorphous cefuroxime axetil. Ranbaxy sought a DJ that it 
does not infringe the claims of the '118 patent. Apotex counterclaimed and moved for a preliminary injunction, 
arguing that Ranbaxy was infringing the claims of the '118 patent under the DOE. Apotex conceded that there was 
no literal infringement. Thus, the sole issue before the district court when making its decision on the preliminary 
injunction motion was Apotex's likelihood of success on its DOE theory. The district court concluded that 
prosecution history estoppel precluded Apotex's reliance on the DOE.

Apotex's original independent claim was for a process of making amorphous cefuroxime axetil using "a highly 
polar organic solvent," which dependent claims further limited to sulfoxide, formic acid, or an amide. During 
prosecution, the independent claim was rejected under 35DU.S.C. § 112, KD2, the Examiner asserting that the term 
"highly polar organic solvent" was indefinite. Additionally, the independent claim was rejected under 35 U.S.C. 
§□ 103(a) as obvious over a prior art process of making the drug using acetone, which the Examiner assumed was a 
highly polar organic solvent. The dependent claims specifying particular solvents were objected to and indicated as 
being allowable if rewritten in independent form. In response, Apotex canceled the pending claims and replaced 
them with all new claims; the only independent claim presented ultimately became claim 1 of the T18 patent and 
was limited to the particular solvents recited in the previously objected-to dependent claims.

Ranbaxy's alleged infringing process uses acetic acid rather than the specifically recited solvents, and so Apotex 
moved for a preliminary injunction alleging infringement under the DOE. The district court found that prosecution 
history estoppel precluded Apo tex's reliance on the DOE because: (1) Apotex had submitted a narrowing 
amendment for reasons related to patentability, and (2) Apotex had surrendered solvents of the same polarity as 
acetone, namely, acetic acid.

On appeal, the Federal Circuit addressed the issue of whether rewriting a dependent claim in independent form 
triggers prosecution history estoppel by first distinguishing its Bose Corp. v. JBL, Inc., 274 F.3d 1354 (Fed. Cir. 
2001), decision. The Court observed thatBose had held that rewriting a claim to explicitly recite a previously 
inherent feature did not trigger estoppel, but that it had not addressed the issue of rewriting a dependent claim in 
independent form. The Federal Circuit stated that the correct focus for determining whether a narrowing 
amendment has been made is on whether subject matter that was originally claimed was surrendered for reasons 
related to patentability. The Court found that rewriting the dependent claims that recited specific highly polar 
organic solvents in independent form further defined and circumscribed the existing limitation of "highly polar 
organic solvent" for the purpose of putting the claims in condition for allowance.

In addressing whether Apotex could overcome the presumption of surrender, the Federal Circuit rejected 
Apotex's argument that it could not have foreseen that reciting particular solvents would constitute a surrender of an 
obvious structural equivalent of those solvents, particularly in light of Apotex's arguments that acetic acid was a 
known equivalent. However, the Federal Circuit observed that, before the district court, there was a dispute among 
the experts on the issue of the proper method of determining polarity. As such, the Federal Circuit noted that 
Apotex may be able to present sufficient evidence to rebut the presumption of surrender, and if so, the trier of fact 
must determine the proper method of determining polarity and whether acetic acid and acetone have the same 
polarity.

35 U.S.C. § 121 's Shield Applies toDFormal PTQ Restriction Requirements [Judges: Rader (author), Mayer, and 
Bryson]

In Geneva Pharmaceuticals, Inc. v. GlaxoSmithKline PLC, No. 02-1439 (Fed. Cir. Nov. 21, 2003), the Federal 
Circuit affirmed a district court's judgment invalidating the claims of several patents for nonstatutory double 
patenting.

GlaxoSmithKline, PLC et al. ("GSK") own the eight patents-in-suit, which all originate from the same parent 
application, U.S. Patent Application No. 05/569,007 ("the '007 application"). The eight patents-in-suit can be 
divided into two groups: those patents that issued in 2000-2001 ("the 2000/01 patents"), and those patents that 
issued in 1985 ("the 1985 patents"), which include U.S. Patent Nos. 4,525,352 ("the '352 patent"); 4,529,720 ("the 
'720 patent"); and 4,560,552 ("the '552 patent").

The patents-in-suit relate to the antibiotic clavulanic acid and its salts. Clavulanic acid retains an ability to 
protect a variety of antibiotics against a number of enzymes produced by bacteria, such as B-lactamase, that render 
antibiotics useless. Specifically, the patents-in-suit claim clavulanic acid in combination with antibiotics like 
amoxicillin or penicillin, and methods of using clavulanic acid and its salts to inhibit B-lactamase.
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Geneva Pharmaceuticals, Inc. filed DJ suits against GSK challenging the validity of the 2000/01 and 1985 
patents. Upon motions for SJ, the district court held the 2000/01 patents invalid for nonstatutory double patenting 
over the 720 patent. The district court ruled that 35DU.S.C. § 121 did not shield the 2000/01 patents against 
invalidity over the 720 patent. Subsequently, after a bench trial, the district court invalidated the 1985 patents on 
nonstatutory double-patenting grounds over two expired GSK patents, the Crowley patent and the Fleming patent.

On appeal, the Federal Circuit affirmed the district court and held that § 121 did not shield the 2000/01 patents 
from double-patenting invalidity over the 720 patent for two reasons. First, the Court determined that the 2000/01 
patents and the 720 patents did not trace their lineage back to a common parent, a requirement to obtain § 121 
protection, because the method of use claims, which appear in the 720 patent, were never pending in the original 
'007 application. To protect a patent from a double-patenting rejection, § 121 requires that the claims later sought to 
be shielded must appear in a parent application before a restriction requirement is issued. According to the Court, 
section 121 does not shield claims merely because the parent application provides some support for claims that are 
first entered in subsequent related applications. In this case, the 720 patent's claims never appeared in the original 
'007 application. Because of this, the 720 patent could not have been a formal divisional of the '007 application so 
that § 121 would prevent the 720 patent from erecting a nonstatutory double-patenting bar against the 2000/01 
patents.

Second, even assuming nonpending claims could be restricted, the Court ruled that the prosecution history in this 
case did not clearly document a restriction requirement, another prerequisite for § 121 's statutory shield. The Court 
noted that the Examiner issued no document referring anywhere to "restriction." GSK argued that an interview 
summary evidenced a proper restriction requirement. The Court, however, found that the interview summary did 
not clearly set forth the subject matter and the specific claims that the PTO considered patentably distinct. Section 
121 only shields claims against a double-patenting challenge if it clearly sets forth the line of demarcation between 
the independent and distinct inventions that prompted the restriction requirement. Because the interview summary 
did not clearly refer to groups of claims that the Examiner considered patentably distinct, GSK did not meet its 
burden in showing that the record provided a clear demarcation of the allegedly restricted subject matter.

The Court also affirmed the district court's judgment invalidating on nonstatutory double-patenting grounds two 
of the 1985 patents, the '352 and '552 patents, in light of the Crowley patent. The Court noted that the '352 and '552 
patent claims recite limitations that are either broader than or obvious variants of corresponding limitations in the 
Crowley claim. The Crowley patent claims pharmaceutical compositions containing "20 mg to 500 mg of potassium 
clavulanate [a salt of clavulanic acid]" in combination with amoxicillin, whereas the '352 and '552 patents claim 
pharmaceutical compositions containing a "synergistically effective amount" of clavulanic acid in combination with 
amoxicillin and penicillin, respectively. GSK argued that the claim limitation "synergistically effective amount" 
was a point of patentable distinction between the '352 and '552 patents and the Crowley patent. The Court, however, 
disagreed and construed the term "synergistically effective amount" to mean any amount that is synergistic against 
any bacteria. Because this amount encompassed a substantial part of the subject matter of the Crowley claim— 
namely, the "20 mg to 500 mg" range—the Court found the '352 and '552 patent claims patentably indistinct from 
Crowley and, thus, invalid.

Finally, the Court affirmed the district court's judgment invalidating GSK's remaining 1985 patent, the 720 
patent, on nonstatutory double-patenting grounds over the Fleming patent. The Fleming patent claims a compound, 
potassium clavulanate, for which the written description discloses the single use of inhibiting B-lactamase. The 720 
patent claims that use as a method. The Court held that the Fleming and 720 patents are not patentably distinct 
because a method of using a composition is not patentably distinct from an earlier claim to the identical composition 
in a patent disclosing the identical use.

District Court Did Not Abuse Its Discretion in Awarding Rule 11 Sanctions Against Patentee's Counsel [Judges: 
Michel (author), Rader, and Newman (dissenting)]

In Phonometrics, Inc. v. Economy Inns of America, No. 02-1502 (Fed. Cir. Nov. 21, 2003), the Federal Circuit 
affirmed a sanction under Fed. R. Civ. P. 11 against a patentee's counsel for continuing to pursue infringement 
claims after he should have known the claims were groundless.

During the mid to late 1990s, Phonometrics, Inc. ("the patentee") sued numerous hotel companies, including 
Economy Inns of America (collectively "Defendants"), for infringement of U.S. Patent No. 3,769,463 ("the '463 
patent"). The '463 patent relates to telephone equipment for calculating and displaying the cost of long-distance 
telephone calls.
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The suits were stayed during the pendency of two appeals to the Federal Circuit regarding the same patent and 
patentee. Both appeals resulted in claim-construction rulings adverse to the patentee, the latter ruling being 
provided in an unpublished decision.

Based on these opinions, fourteen of the Defendants served Phonometrics with a copy of their joint (unfiled) 
motion for Rule 11 sanctions and a "safe-harbor" letter demanding dismissal of Phonometrics's infringement actions. 
In response, the patentee's counsel refused to withdraw its infringement claims and subsequently opposed the Rule 
11 motion as well as the Defendants' ensuing motion for SJ. The district court granted the Rule 11 motion, 
personally imposing on the patentee's counsel a sanction to pay the Defendants' attorney's fees associated with 
bringing the sanctions motion. The district court noted that a litigant's Rule 11 obligations include a duty to refrain 
from continuing to advocate a position once it becomes untenable, and the patentee's continued pursuit of its claims 
after the Federal Circuit opinions violated that duty.

The Federal Circuit affirmed, holding that the district court did not abuse its discretion in awarding sanctions. 
The Court noted that each decision was on the merits since the Federal Circuit's precedential claim-construction 
ruling consistently applied and was resolved by that construction. The Court further noted that the patentee's 
cormsei, who represented the patentee in virtually all the previous suits regarding the '463 patent, was very familiar 
with its history. Noting that the issue before the Court was not whether the Federal Circuit would award sanctions, 
but whether the district court abused its discretion, in view of these facts, the Court found there was ample basis for 
the district court's decision to impose sanctions.

Judge Newman dissented, arguing that the issue of whether the precedential claim-construction ruling applied to 
the Defendants was not settled until the Federal Circuit's subsequent unpublished decision. It would be a leap, 
opined Judge Newman, to award Rule 11 sanctions for declining to withdraw other litigation against other parties 
whose infringement status was still being explored based on a nonprecedential opinion.

Similarly, in Phonometrics, Inc. v. Westin Hotel Co., No. 02-1501 (Fed. Cir. Nov. 26, 2003), the Federal Circuit 
affirmed-in-part an award of attorney's fees, but vacated part of the order and remanded for a redetermination of the 
amount.

Westin Hotel Company is another one of several hotel companies sued by Phonometrics. In this case, however, 
the grounds for the fees and costs award, in the amount of just over $24,000, were based on 35 U.S.C. § 285 and 28 
U.S.C. § 1927, whereas in the above case, the fee award was based on a Rule 11 sanction.

Claim Language Requires Order for Recited Steps [Judges: Michel (author), Mayer, and Bryson]

In Combined Systems, Inc. v. Defense Technology Corp, of America, No. 03-1251 (Fed. Cir. Nov. 20,2003), the 
Federal Circuit affirmed the district court's SJ of noninfringement that Defense Technology Corporation of America 
and Federal Laboratories, Inc. (collectively "DTCA") did not infringe U.S. Patent No. 6,202,562 ("the '562 patent") 
assigned to Combined Systems, Inc. ("CSI") after finding no error in the district court's claim construction.

The '562 patent relates to a "tubular sock-like" shotgun projectile full of lead shot designed to incapacitate 
individuals without causing serious injury. The only limitations at issue in claim 1 were "forming folds in said 
tubular sock-like projectile body immediately forward of said rear opening" and "inserting said formed folds . . . into 
said projectile compartment front opening." The district court reasoned that the dictionary definition of "fold," 
namely, "to bend over or double up so that one part lies on another part," when combined with the gerund 
"forming," requires the "deliberate" and "systematic" creation of folds. The deliberate creation of folds excluded 
incidental gathers in the material that occur when a string is pulled to close the projectile body or when the shot is 
secured in the projectile compartment. Additionally, the district court held that the folds must be formed prior to, 
not during, insertion of the projectile into the projectile compartment.

On appeal, CSI argued that "forming folds" should be construed to mean forming any folds by closing the sock-
like projectile body, including forming folds in the tail before, during, or after insertion of the projectile body into 
the projectile compartment. Examining the claim language first, the Federal Circuit agreed with the district court 
that the affirmative recitation of "forming folds" requires the "deliberate" forming of folds. The Federal Circuit also 
determined that as a matter of grammar, the recitation of "inserting said formed folds . . . into said projectile 
compartment" forecloses, in the absence of compelling intrinsic evidence to the contrary, a construction permitting 
the folds to be formed after or during insertion of the projectile into the projectile compartment.

The Federal Circuit then looked to the written description and drawings to determine if the presumption of 
ordinary and customary meaning was rebutted and to aid it in the claim-construction analysis. The written 
description and drawings, the Federal Circuit noted, are consistent with requiring the deliberate forming of folds and 
do not provide any description of incidental folds, bends, or creases. Thus, after considering the intrinsic evidence, 
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the Federal Circuit agreed with the district court's construction requiring the deliberate forming of folds in the tail of 
the projectile.

CSI did not challenge the district court's conclusion that, as a matter of law, DTCA did not infringe claim 1 as 
construed literally or under the DOE. As a result, the Federal Circuit affirmed the district court's SJ of 
noninfringement.

Facts Concerning Commercial Embodiment of Invention Do Not Lead to Invalidity or Unenforceability [Judges: 
Rader (author), Friedman, and Linn]

In CFMT, Inc. v. YieldUP International Corp., No. 01-1452 (Fed. Cir. Nov. 12, 2003), the Federal Circuit 
reversed the district court's decision on inequitable conduct, vacated its SJ of invalidity for nonenablement regarding 
U.S.DPatent Nos. 4,778,532 ("the '532 patent") and 4,917,123 ("the '123 patent"), and remanded the case for further 
proceedings.

The '532 and '123 patents are directed to improvements in cleaning systems for semiconductor wafers. CFMT, 
Inc. ("CFMT") sued YieldUP International Corporation ("YieldUP") for infringement of the '532 and '123 patents, 
and, in response, YieldUP asserted that the two patents were invalid for lack of enablement and unenforceable for 
inequitable conduct.

YieldUP's nonenablement argument was based on problems CFMT encountered in setting up an installation for 
Texas Instruments ("TI"). In its initial runs, the machine did not meet TI's standards for wafer cleanliness. CFMT's 
inventors adjusted the machine and experimented for months before meeting TI's standards. Eventually, the 
inventors obtained a third patent claiming the improvements in their initial machine. The district court granted 
YieldUP's motion for SJ that the '532 and '123 patents were invalid for nonenablement because the TI system had 
not cleaned wafers properly, the inventors had experimented with the system for more than six months, and the 
required experimentation had not been routine based on the fact that the solution to the problems had eventually 
resulted in the third patent.

After a bench trial, the district court entered judgment that the '532 and '123 patents were unenforceable due to 
inequitable conduct because: (1) CFMT did not disclose to the PTO the initial TI test results ("the TI data"), and 
(2)DCFMT stated multiple advantages of the invention to traverse an obviousness rejection. The district court 
concluded that the undisclosed TI data were material because a reasonable examiner would have considered the data 
rebutting the invention's advantages in deciding whether to allow the two patents. The district court inferred that 
CFMT intended to deceive the PTO because it considered the TI data highly material.

Concerning enablement, the Federal Circuit focused on two issues: (1) whether the claims' preamble terms 
requiring "removal of contaminants" needed a specific level of contaminant removal that the disclosure did not 
enable, and (2) whether the improvements leading to the third patent showed that the '532 and '123 patents had not 
enabled the scope of the claimed inventions. With regard to the first issue, the Federal Circuit stated that the district 
court had erred in setting the enablement bar too high because enablement did not require an inventor to meet lofty 
standards for success in the commercial marketplace. The Federal Circuit explained that the patent statute did not 
require that a patent disclosure enable one of ordinary skill in the art to make and use a perfected, commercially 
viable embodiment absent a claim limitation to that effect.

In the absence of any standard of cleaning in the claims, the Federal Circuit found that "cleaning" in the context 
of CFMT's invention meant generally removing any contaminants from the wafer surface. The Federal Circuit 
noted that the CFMT inventors' prototype had removed grease stains. It also pointed out that there was no evidence 
that a person of ordinary skill would have had to undertake undue experimentation to build a similar prototype and 
carry out the claimed invention to remove the contaminants, i.e., the grease stains.

The Federal Circuit noted that the lengthy experiments at TI did not show nonenablement because the CFMT 
inventors undertook that work to satisfy TI's particular commercial requirements, not to show enablement of the 
scope of the claimed inventions.

As to the district court's decision that the third CFMT patent evinced the inventors had engaged in undue 
experimentation to clean semiconductor wafers, the Federal Circuit stated that additional inventive work, such as an 
improvement invention, did not alone show nonenablement. The Federal Circuit pointed out that the district court's 
reasoning incorrectly presumed that development of the third patent implied extensive experimentation because 
patent acquisition did not require any threshold level of effort or ingenuity.

The Federal Circuit rejected the district court's finding that the CFMT inventors' statements in response to the 
obviousness rejection without disclosing the TI data were inaccurate and constituted misrepresentations, because the 
statements listing multiple advantages of the invention were not material. The Federal Circuit noted that the 
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statements were not inaccurate because a closed cleaning system provided an inherent advantage of less 
contamination by airborne particles. Since the advantages advocated in the statements recited only the natural, 
expected results of a closed system or at most overemphasized the benefits of the invention, the Federal Circuit 
concluded that this kind of advocacy did not rise to the level of misrepresentation. The Federal Circuit further noted 
that the Examiner had not expressly resorted to secondary considerations, such as the unexpected results and 
advantages in the CFMT inventors' statements, during prosecution. The Federal Circuit concluded that a reasonable 
Examiner would not have found the stated advantages important in deciding whether to allow the application 
because they were merely conclusory arguments without objective evidentiary support.

Since the TI data reflected a commercial, not statutory, standard for enablement, the Federal Circuit found that 
the data were only marginally relevant to the enablement issue. Contrary to the district court's finding, the Federal 
Circuit stated that the materiality of the undisclosed TI data was low and, therefore, the district court had little basis 
for inferring intent.

Since the district court erred in granting a SJ of nonenablement, the Federal Circuit vacated and remanded for the 
district court to reconsider whether a person of ordinary skill in the art could achieve any level of cleaning with the 
claimed invention without undue experimentation. Further, the Federal Circuit reversed the district court's decision 
on inequitable conduct because the district court had abused its discretion in view of the low materiality of the 
undisclosed subject matter and no evidence of intent.

Board's Decision on Obviousness Supported by Substantial Evidence [Judges: Schall (author), Prost, and Gajarsa 
(dissenting)]

In Velander v. Garner, No. 02-1366 (Fed. Cir. Nov. 5, 2003), the Federal Circuit affirmed the Board's decision 
that all allowed claims of the patent application in question were unpatentable as obvious over the prior art.

The patented technology relates to the production of nonhuman mammals that have been genetically altered so 
that they produce the enzyme fibrinogen in its biologically active state. The enzyme is recovered from the milk of 
the mammal. In an interference proceeding involving U.S. Patent Application No. 08/443,184 ("the '184 
application"), the Board determined that the allowed claims were unpatentable as obvious over the prior art. The 
interference involved competing claims to a transgenic animal (and methods to make such an animal) that produces 
fibrinogen and secretes it into its milk.

After the interference was declared between the '184 application and U.S. Patent No. 5,639,940 ("the '940 
patent"), Ian Gamer and others (collectively "Gamer") moved to have the claims in question declared unpatentable. 
Gamer identified the elements of the claims in the prior art and contended that the motivation to combine these 
elements could be found in a publication by Dr. Lothar Hennighausen ("the Hennighausen review") and in U.S. 
Patent No. 4,873,316 ("the Meade patent"). Gamer contended that the Meade patent disclosed a method for the 
production of heterologous proteins in the milk of transgenic animals, while the Hennighausen review suggested the 
production of commercial quantities of plasma proteins in transgenic animals, and, therefore, fibrinogen was an 
obvious target for expression in transgenic animals.

Applicant, Velander, did not dispute that the elements of the claims were in the prior art nor that the prior art 
contained some motivation to combine those elements. Rather, he argued that, given the variables that affect protein 
expression levels, as of the critical date, one of ordinary skill in the art would not have had a reasonable expectation 
of success in practicing the invention claimed. Velander asserted that the Board improperly placed on him the 
burden of proving an expectation of failure in the prior art rather than requiring Gamer to prove a reasonable 
expectation of success to substantiate obviousness. The Federal Circuit dismissed this argument, however, 
observing that the Board clearly understood the burdens and applied them appropriately.

The Federal Circuit reviewed the conflicting expert testimony submitted by declarations from both parties and 
concluded that, although this was a close case, substantial evidence supported the Board's decision. The Court 
summarized the case as boiling down to the question of whether, as of the critical date, one of ordinary skill in the 
art would have had a reasonable expectation of success in producing a recoverable amount of biologically active 
fibrinogen from a transgenic, nonhuman female mammal that produces recoverable amounts of biologically active 
human fibrinogen in its milk. Given all the evidence, the Court could not say that Velander had established that the 
Board's decision was not supported by substantial evidence. Although other evidence in the record supported 
Velander's argument, the Federal Circuit ruled that if the evidence supports several reasonable but contradictory 
conclusions, it will not find the Board's decision unsupported by substantial evidence simply because the Board 
chose one conclusion over another plausible alternative.

31



Judge Gajarsa dissented, concluding that there was no reasonable basis for the Board's decision and that the 
finding of obviousness lacked substantial evidence.

January 2003

Standards for Inequitable Conduct Apply to Payments of Maintenance Fees [Judges: Dyk (author), Prost, and 
Newman (concurring-in-part and dissenting-in-part)]

In ULead Systems, Inc. v. Lex Computer & Management Corp., No. 01-1320 (Fed. Cir. Dec. 9, 2003), the 
Federal Circuit reversed the district court’s SJ that U.S. Patent No. 4,538,188 (“the ‘188 patent”) was unenforceable, 
because there was a genuine issue of material fact regarding intent to deceive and because 37 C.F.R. §□ 1.28(c) does 
not authorize or require inquiry into good faith when a patent holder seeks to correct an error in the payment of a 
maintenance fee.

Lex Computer and Management Corporation (“Lex”) owns the ‘188 patent. ULead Systems, Inc. (“ULead”) 
sued Lex, seeking a DJ of noninfringement, invalidity, and unenforceability of the ‘188 patent. Lex counterclaimed 
for infringement. ULead moved for SJ, alleging that the ‘188 patent was (1) unenforceable and/or invalid because 
Lex misrepresented its small-entity status by paying the small-entity maintenance fee, and (2) expired because Lex 
failed to pay the correct maintenance fee and did not pay the incorrect small-entity fee in good faith.

Certain facts were not disputed by either party. Lex never had more than twenty employees and, thus, qualified 
as a small entity under 37 C.F.R. §□ 1.9(f) (1993). After the ‘188 patent issued, however, Lex granted a 
nonexclusive license to Adobe Systems Incorporated (“Adobe”) and two other companies, none of which qualified 
as a small entity. After granting these licenses, Lex paid the small-entity maintenance fee two more times. In the 
first instance, Lex submitted a verified statement claiming small-entity status along with a petition to accept late 
payment of the fee. In the second instance, Lex again submitted a petition to accept late payment of the fee and 
stated in the petition that the small-entity status was maintained. After ULead sued, Lex filed a petition with the 
PTO to correct its status and pay the correct maintenance fee. The PTO allowed the petition.

The Federal Circuit ruled that the standards for inequitable conduct laid down by the Federal Circuit govern the 
procedures for paying maintenance fees and declaring small-entity status. The Comt found unpersuasive Lex’s 
argument that the misrepresentations were not material because they were not the basis for the issuance of the 
patent. According to the Court, the misrepresentations were material because they fostered the survival of the 
patent.

As to intent, Lex’s representatives had testified that they either did not know of the licenses or those that did 
know were not aware that a nonexclusive license to a large entity would result in loss of the licensor’s small-entity 
status. Drawing all reasonable inferences in Lex’s favor, the Federal Circuit concluded that Lex’s actions were more 
telling of negligence than intentionally deceptive.

The district court also held that the ‘188 patent had expired for failure to pay maintenance fees. While Lex had 
filed a petition to correct the mistake, and while the PTO had allowed the petition and accepted the balance due for 
the maintenance fees, the district comt held that Lex’s payment was made in bad faith, and 37 C.F.R. §E1.28(c), 
which allows for corrections of erroneous small-entity fee payments, requires good faith. The Federal Circuit 
reversed the SJ holding because, although 37 C.F.R. §□ 1.28(c) does require “good faith,” it does not authorize an 
inquiry into the patentee’s good faith. According to the Court, because the PTO is not required to inquire into the 
patentee’s good faith in deciding whether to accept a late payment, neither is a district court. Rather, the intent issue 
is considered under the inequitable-conduct analysis. Accordingly, the Federal Circuit vacated and remanded the 
case for trial.

Judge Newman concurred-in-part and dissented-in-part. Judge Newman, relying on the language of 37 C.F.R. § 
1.28(d), which describes the legal status of a fraudulent claim to small-entity status as a “fraud practiced upon the 
Office,” would have applied the more rigorous proof of fraud in establishing a false claim of entitlement to reduced 
fees. In her opinion, the majority sought to rewrite agency regulation and, in doing so, exceeded it’s authority.

District Courts Cannot Guess at Fixes for Claim Errors [Judges: Dyk (author), Clevenger, and Gajarsa]

In Novo Industries, L.P. v. Micro Molds Corp., No. 03-1230 (Fed. Cir. Dec. 5, 2003), the Federal Circuit 
rejected the district court’s attempt to correct an error in the claim through its claim construction, finding that the 
district court overstepped its authority in correcting the error, and held the claim invalid for indefiniteness.
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Novo Industries, L.P. (“Novo”) is the assignee of U.S. Patent No. 5,056,578 (“the ‘578 patent”), which 
discloses and claims a carrier assembly for movably supporting one of a plurality of vertical-oriented slats in a 
vertical-blind assembly.

Novo filed suit against Micro Molds Corporation and Oscar Helver (collectively “Micro Molds”), asserting 
infringement of claim 13 ofthe ‘578 patent. Novo added claim 13 during prosecution of the application that 
matured into the ‘578 patent, in response to a rejection over prior art. Claim 13 differed from the rejected claims by, 
among other things, including the words “a rotatable with” inserted into the phrase “stop means formed on a 
rotatable with said support finger.”

Novo argued at a Markman hearing that claim 13 includes an obvious typographical error, which it proposed 
correcting by construction in either of two ways: (1) the words “a rotatable with” were superfluous and should be 
deleted altogether, or (2) the words “with said” could be deleted. Micro Molds countered that the addition of the 
words “a rotatable with” to the claim indicated that Novo had abandoned coverage of a stop means on the support 
finger itself, prohibiting a construction of the claim to include a stop means on the support finger. Thus, Micro 
Molds argued that the stop means had to be located on a separate “rotatable.”

The district court rejected both parties’ arguments and construed claim 13 to mean that the stop means is formed 
on and rotatable with the support finger, effectively interpreting the word “a” in the claim as “and.” A jury found 
that Micro Molds had literally infringed claim 13 of the ‘578 patent and was guilty of willful infringement, for 
which the district court awarded double damages.

The Federal Circuit began its analysis by reviewing the Supreme Court’s decision in I. T.S. Rubber Co. v. Essex 
Rubber Co., 272 U.S. 429 (“Essex”), which established the authority of courts to interpret a patent during an 
infringement suit to correct certain obvious errors. The Federal Circuit then asked whether the enactment of 
35EU.S.C. §§E254 and 255 had overruled Essex. Sections 254 and 255 provide for issuance of a certificate of 
correction to correct a mistake by the PTO (§ 254) or the patentee (§0255). In contrasting §§ 254 and 255 with the 
Essex rule, the Federal Circuit noted that issuance of a certificate of correction under §§C254 or 255 acts to 
prospectively effect a correction of the patent and, thus, is only effective for causes of action arising after the 
certificate of correction was issued. Thus, the Federal Circuit observed that, without the ability of the district court 
to correct errors when construing a patent claim, every patent containing an error rendering a claim indefinite would 
be invalid until and unless the error was corrected by the PTO. The Court found this outcome unsatisfactory, in part, 
due to the policy of the PTO not to correct errors deemed “minor.” The Federal Circuit also observed that nothing 
in the legislative history of the Patent Act of 1952 suggested that Congress intended to overrule Essex by enactment 
of §§ 254 and 255.

The Federal Circuit then turned to the limits of the district courts’ error-correcting authority. First, the Court 
noted that §§ 254 and 255, unlike 35 U.S.C. § 256, which deals with correction of inventorship, do not give the 
district courts the same authority as the PTO. Namely, while the district court can order issuance of a certificate 
correcting the inventorship of a patent under § 256, §§ 254 and 255 grant the district court no such authority. 
Second, the Court noted that §0255 permits the correction of a broad category of errors, limited only in that the 
method of correction of the error must be clearly evident from the specification, drawings, and prosecution history 
of the patent. Third, the Court emphasized the importance of the PTO bringing its expertise in patent matters to bear 
on errors that are not evident from the face of the patent itself, as was the case in Essex. Finally, the Federal Circuit 
observed that allowing the district court to correct such errors would act to effectively write the nonretroactivity 
provisions out of §§D254 and 255.

Based on these considerations, and in view of its own precedent, the Federal Circuit concluded that a district 
court can correct a patent only if (1) the correction is not subject to reasonable debate based on consideration of the 
claim language and the specification, and (2) the prosecution history does not suggest a different interpretation of 
the claims.

Turning to claim 13 of the ‘578 patent, the Court concluded that the nature of the error is not apparent from the 
face of the patent, pointing to the fact that Novo provided two different possible claim constructions, Micro Molds a 
third, and the district court a fourth. According to the Federal Circuit, a district court’s authority to correct an error 
in a patent does not extend to “guessing” what the patentee intended.

Having determined that the district court could not correct claim 13, the Federal Circuit concluded that the claim 
is not amenable to Construction and is, therefore, invalid for indefiniteness.
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Court’s Failure to Instruct Jury on Claim Construction Was Erroneous But Not Prejudicial [Judges: Linn (author), 
Lourie, and Gajarsa]

In Sulzer Textil A.G. v. Picanol N. V, No. 02-1410 (Fed. Cir. Dec. 9, 2003), the Federal Circuit affirmed a 
district court’s denial of a motion for a new trial and a motion for attorneys’ fees, but vacated the district court’s 
grant of a motion in limine concerning evidence for infringement under the DOE, and remanded for further 
proceedings.

The patents-in-suit, U.S. Patent Nos. 4,446,893 (“the ‘893 patent”) and 4,450,876 (“the ‘876 patent”), relate to 
methods of using air-jet weaving machines for weaving threads or yams into fabric. After introducing the first air-
jet weaving machine in the 1970s, Ruiti-Te Strake, predecessor of Sulzer Textil A.G. (“Sulzer”), developed a time 
controller, the subject of the ‘893 patent, and a system known as the “bobbin-changeover” invention, the subject of 
the ‘876 patent. Sulzer acquired Ruiti-Te Strake as well as ownership of the ‘893 and ‘876 patents, and is one of the 
industry leaders in the manufacture of weaving machines. Picanol N.V. (“Picanol”) is also a manufacturer of air-jet 
weaving machines and a competitor of Sulzer.

Sulzer and Picanol had discussed possible cross-licensing of a number of different patents, including the ‘876 
and ‘893 patents, but the parties never reached a formal agreement. In May 2000, Sulzer sued Picanol, alleging 
infringement of the ‘893 and ‘876 patents. The district court construed the claims, but failed to instruct the jury on 
its construction. Furthermore, although the claims of the patents-in-suit are directed to the methods of operation of 
the weaving machines, the district court incorrectly stated in one of the jury instructions that Sulzer must show that 
Picanol has manufactured its weaving machines using a process that includes all steps of the claims. The jury 
returned a verdict of noninfhngement in favor of Picanol. In addition, prior to the conclusion of the jury trial, the 
district court granted Picanol’s motion in limine, based on Festo, to preclude Sulzer from introducing evidence of 
infringement under the DOE. Sulzer filed a motion for a new trial based on the two asserted errors in the jury 
instructions, but the district court denied Sulzer’s motion.

On appeal, the Federal Circuit concluded that the district court had erred in omitting from its jury charge any 
instructions on claim constructions and in incorrectly referring to the manufacture, rather than the method of 
operation. In particular, the Court stated that in patent cases where claim-construction rulings on disputed claim 
terms are made prior to trial and followed by the parties during the course of the trial, it is the duty of trial courts to 
inform jurors both of the court’s claim-construction rulings on all disputed claim terms and of the jury’s obligation 
to adopt and apply the court’s determined meanings of disputed claim terms in the jury’s deliberations of the facts. 
Nevertheless, the Federal Circuit affirmed the district court’s order because the omitted jury instruction was 
harmless. The Court reasoned that Sulzer had failed to show that the district court’s failure to instruct the jury on its 
claim construction or the erroneous instruction on infringement was prejudicial. As to the erroneous instruction 
concerning infringement, the Court found that the jury instructions, viewed in their entirety and considered in the 
context of the trial as a whole, presented the correct legal standard for infringement to the jury. As to the missing 
claim constructions, the Court found that the evidence as presented at trial generally reflected the proper claim 
construction. To the extent it did not, the testimony was solicited by Sulzer and was, therefore, invited error.

With respect to the district court’s in limine order, Sulzer argued that the district court’s ruling on the motion in 
limine was based on the Federal Circuit’s Festo decision (Festo I) prior to being vacated by the Supreme Court in 
Festo II. The Federal Circuit vacated the district court’s order and remanded the issue of the DOE for consideration 
consistent with Festo II and the Federal Circuit’s precedent following Festo II.

Court Remands for Proper Application of the “Two-Way Test” for Determining Interference [Judges: Gajarsa 
(author), Clevenger, and Dyk]

In Medichem, S.A. v Rolabo, S.L., No. 02-1461 (Fed. Cir. Dec. 23, 2003), the Federal Circuit vacated a district 
court’s priority determination and remanded the case for further proceedings because the district court erred in its 
application of the two-way test for identifying an interference.

Medichem, S.A. (“Medichem”) is the assignee of U.S. Patent No. 6,084,100 (“the ‘100 patent”), which is 
directed to a process for the preparation of Loratadine, the active ingredient in the allergy medication Claritin®. 
Rolabo, S.L. (“Rolabo”) is the assignee of U.S. Patent No. 6,093,827 (“the ‘827 patent”), which is also directed to a 
process for the preparation of Loratadine. The claimed process of the ‘ 100 patent requires the presence of a tertiary 
amine that is absent from the ‘827 process.

Medichem filed a complaint under 35DU.S.C. § 291, which provides a cause of action to one patent owner 
against another when the claimed inventions of their respective patents interfere with one another. Under the “two-
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way test” for determining whether an interference in fact exists, the claimed invention of Party A is presumed to be 
prior art vis-à-vis Party B and vice versa. The claimed invention of Party A must anticipate or render obvious the 
claimed invention of Party B and the claimed invention of Party B must anticipate or render obvious the claimed 
invention of Party A. In applying the two-way test, the district court first treated the ‘ 100 patent as prior art and 
concluded that removal of the tertiary amine to obtain the ‘827 patent process would not have been obvious. As a 
result, there could be no interference-in-fact, and there was no need to apply the second leg of the two-way test.

On appeal, the Federal Circuit first considered the district court’s claim construction of the transition term 
“comprising” in the ‘827 patent claims. The Federal Circuit found that the district court had erred in assuming that 
the absence of an affirmative claiming of tertiary amines excluded them from the scope of the claims. While the 
process described by the ‘827 patent does not require the presence of a tertiary amine, the Court concluded that the 
claims could not be read to exclude it.

The Federal Circuit then turned to the interference-in-fact analysis. According to the Federal Circuit, the district 
court was correct in attempting to define whether an interference-in-fact existed by using the two-way test. 
However, the Federal Circuit reversed the district court’s findings that the first leg of the two-way test was not 
satisfied since, when the claims are properly construed, claims 1 and 2 of the ‘100 patent plainly anticipate claims 1 
and 17 of the ‘827 patent. The Federal Circuit concluded that the ‘100 patent teaches a process that falls within the 
scope of the claims of the ‘827 patent. As the district court made no findings of fact regarding the second leg of the 
interference inquiry, the Federal Circuit was unable to undertake any review and the case was remanded back to the 
district court to make factual determinations of anticipation and obviousness for this portion of the interference 
inquiry. The Federal Circuit also vacated the district court’s determination that Medichem had established priority 
of the ‘100 patent, ruling that without first identifying an interference-in-fact under the two-way test, the district 
court had no jurisdiction to make a priority determination between two patents.

Finally, the Federal Circuit pointed out that since the Board had declared an interference-in-fact between claim 2 
of the ‘ 100 patent, upon which one of the inventors had filed a reissue application, and claim 17 of the ‘827 patent, 
the district court had the discretion to stay the proceedings pending the outcome of the PTO proceedings.

Lost Profits Must Be Allocated to Patented Invention [Judges: Linn (author), Dyk, and Rader (concurring)]

In Ferguson Beauregard/Logic Controls, Division of Dover Resources, Inc. v. Mega Systems, LLC, No. 02-1380 
(Fed. Cir. Dec. 4, 2003), the Federal Circuit reversed the district court’s claim construction of U.S. Patent No. 
5,146,991 (“the ’991 patent”) assigned to Delaware Capital Formation, Inc. (“Delaware Capital”) and licensed to 
Ferguson Beauregard/Logic Controls, Division of Dover Resources, Inc. (“Ferguson”), and vacated the 
determination that Mega Systems, LLC (“Mega”) infringed the ‘991 patent. The Federal Circuit also affirmed the 
district court’s claim construction of U.S. Patent No. 4,352,376 (“the ’376 patent”), also owned by Delaware Capital 
and licensed to Ferguson, and affirmed the finding that Mega infringed the claims of the ’376 patent.

The patents in this case relate to electronic control systems to produce petroleum products from a well. The 
terms at issue in Ferguson’s ’991 patent were “assigning . . . values” that represent “normal” and “predetermined” 
plunger performance. The Federal Circuit agreed with the district court that assigning “values” requires two 
different values defining a time interval. The “values,” however, do not have to be “separately settable” because, as 
the Federal Circuit reasoned, nothing in the intrinsic evidence suggests such a limitation. The Federal Circuit 
consulted a dictionary to ascertain the ordinary and customary meaning of “normal” and “predetermined.” The 
Court concluded that “normal plunger performance” means performance that is “standard or regular” and not in 
need of correction, and concluded that “predetermined plunger performance” means plunger performance 
determined “beforehand.”

Concerning infringement of Ferguson’s ’991 patent, the Federal Circuit concluded that the upper bound of 
Mega’s time interval is still a “value,” even though the upper bound is fixed relative to the lower bound. Further, 
the Federal Circuit concluded that a well operator’s subjective choice for the time-interval values is irrelevant as 
long as the values represent “normal plunger performance,” as defined by the Court.

Ferguson argued that the district court applied the wrong standard when determining that an officer of Mega 
should not be personally liable for inducing Mega to infringe the ’376 and ’991 patents. Ferguson argued that a 
defendant need not be aware that accused activities amounted to infringement, but that the defendant needs only to 
be aware of the activities themselves. The Federal Circuit agreed with the district court, however, that a defendant 
must possess specific intent to encourage another’s infringement and not merely possess knowledge of the acts 
alleged to constitute infringement. Because Ferguson submitted no evidence under the correct standard, the Federal 
Circuit affirmed the district court’s determination.
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The district court had struck all claims and defenses of willful infringement and inequitable conduct because, as 
the district court reasoned, they did not meet the standards of the Federal Rules of Civil Procedure requiring that all 
averments of fraud be stated with particularity. The Federal Circuit noted, however, that willfulness does not equate 
to fraud, and, thus, the stringent requirement of the Rules of Civil Procedure do not apply. Further, the Federal 
Circuit found the refusal to allow an amended complaint to reintroduce Ferguson’s claim of willfulness to be an 
abuse of the district court’s discretion as a matter of law and reversed the decision.

In district court, Ferguson alleged that Mega’s earlier petition to the PTO for revival of U.S. Patent No. 
4,921,048 (“the ’048 patent”) was “improper” because the petitioner did not have first-hand knowledge concerning 
the failure to pay maintenance fees. Ferguson, however, did not allege “inequitable conduct” and the district court 
concluded that it had no authority to take action based on the allegedly “improper” revival of the ’048 patent. The 
Federal Circuit noted that inequitable conduct, while a broader concept than fraud, must be pled with particularity, 
which Ferguson did not do. Therefore, the Federal Circuit affirmed the district court’s decision declining to address 
the alleged inequitable-conduct issues because it was not properly raised.

The Federal Circuit then considered Mega’s cross appeal. Mega argued that the district court did not properly 
construe “valve means” in Ferguson’s ’376 patent. The Federal Circuit determined that Mega’s arguments were 
factual in nature and amounted to arguments that it did not infringe the “valve means” under the DOE, as the district 
court concluded. The Federal Circuit agreed with the district court, however, that there was sufficient evidence 
presented that Mega infringed under the DOE.

Mega also argued that the district court’s award of lost-profit damages for infringement of the ’376 patent was 
in error. The district court based its lost-profits award for infringement of the ’376 patent on evidence of sales of 
Mega’s device embodying features of both the ’376 patent and the noninfringed ’991 patent. The Federal Circuit 
disagreed with this method, however, and held that the district court must distinguish the allocation of profits that 
would have been made “but for” the infringement of the ‘376 patent from the profits that could fairly be allocated to 
customer demand related to the features of the ’991 patent. Thus, the Federal Circuit vacated the damages award.

The district court determined that Mega’s ’048 patent required an adjustment of an “off-time,” and that 
Ferguson did not meet this limitation. The district court relied on two claim limitations, specifically “decreasing the 
length of the [off-time] period for the next cycle of the well” and “changing the value of either the off-time or the 
exhaust-time ... on each successive cycle.” Mega argued that the district court’s infringement analysis failed to 
consider that Ferguson’s device does, on occasion, perform the step of adjusting the off-time. The Federal Circuit 
disagreed, however, stating that the plain language of the claim requires that an adjustment must always be made.

Finally, Mega argued that the district court had erred in prohibiting it from introducing evidence, including 
evidence of an on-sale bar to invalidate the ’991 patent in a re-examination proceeding. The district court excluded 
the evidence because Mega failed to give thirty days of notice under 35 U.S.C. §E282. Mega argued that it 
presented the evidence by filing for reexamination and by filing an “Advisory to the Court re: Patent Re- 
Examination.” Mega also claimed that Ferguson was on notice because it participated in discovery, including 
depositions, related to the prior art that Mega sought to introduce. The Federal Circuit determined, however, that 
these actions were insufficient notice under the statute.

Judge Rader concurred in the opinion, but added that when a court relies on a dictionary definition, it must 
include reasoning to substantiate its choice of definition from the many other possible definitions.

Substantial Evidence Supports $20 Million Jury Verdict of Infringement [Judges: Rader (author), Mayer, and 
Michel]

In Utah Medical Products, Inc. v. Graphic Controls Corp., No. 03-1081 (Fed. Cir. Dec. 4, 2003), the Federal 
Circuit affirmed a judgment in favor of Utah Medical Products, Inc. (“Utah”), the patentee, in a patent-infringement 
suit against Graphic Controls Corporation (“Graphic Controls”) concerning Graphic Control’s Softrans® device for 
measuring intrauterine pressure during childbirth.

Utah owns U.S. Patent No. 4,785,822 (“the ‘822 patent”), which describes and claims a device for measuring 
the internal pressure of a body cavity. The medical device of the ‘822 patent is rigid and can be inserted without a 
removable guide tube, which was necessary for certain prior art devices. The ‘822 patent claims contain a limitation 
to a “stiffener means” to ensure the appropriate rigidity for the device.

In construing the claim term “stiffener means,” the district court found the corresponding structure in the ‘822 
patent to be a steel stylet. The district court construed the stiffener means to cover the disclosed stylet, or its 
equivalent structure, that imparts sufficient rigidity to the cable means so that a transducer can be inserted without 
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the use of an external guide tube, and the stylet, or its equivalent structure, is a separate component of the cable 
means but must be permanently encased within the cable means.

The Softrans® device found to be infringing is a tranducer-tipped intrauterine pressure catheter (IUPC) that 
achieves rigidity from the hardness and geometry of the plastic casing of the electrical cable. The infringement trial 
focused on the question of whether the Softrans® device contained the equivalent of a “stiffener means” of the ‘822 
patent. The jury found that the hardness and geometry of the plastic casing was an equivalent structure to the steel 
stylet disclosed as a permanent “stiffener means” in the ‘822 patent. A subsequent bench trial resulted in a finding 
that the ‘822 patent was not indefinite regarding the “stiffener means” term. Graphic Controls appealed both of 
these decisions.

On appeal, the Federal Circuit found that the district court properly identified the steel stylet as the 
corresponding structure for the stiffener means and complimented the district court for correcting its construction 
before trial after having initially construed the phrase incorrectly.

The Federal Circuit also found substantial evidence to support the jury’s finding that the Softrans® device’s 
plastic casing was equivalent to the disclosed structure in the ‘822 patent. Expert testimony during the trial 
established that the plastic casing was interchangeable with the steel stylet for stiffening purposes.

Graphic Controls asserted that the ‘822 patent does not properly link the function of stiffening to a plastic cable 
cover disclosed in the ‘822 patent and, therefore, any claim allowing a cover to perform that function is invalid as 
indefinite. The Federal Circuit pointed out that the equivalent found was a hard plastic, dual-lumen cable cover 
extruded in a specific geometry, not merely a simple plastic cable cover, which, by itself, was not an equivalent to 
the steel stylet.

In evaluating the damages theory, the Federal Circuit found that the evidence used to make the damages 
calculation was sound. It was proper for the jury to conclude that nearly every customer that purchased the 
Softrans® device from Graphic Controls would have purchased the Utah device if the Softrans® device had not 
been on the market because these were the only two competing products in the defined market. The Court agreed 
that the market had been properly defined as transducer-tipped IUPCs and excluded other IUPCs, such as fluid-filled 
IUPCs, which did not compete in price or performance.

Court Relies on Definition of Claim Term from Prior Art [Judges: Dyk (author), Prost, and Bryson (concurring)]

In Kumar v. Ovonic Battery Co., No. 02-1551 (Fed. Cir. Dec. 11, 2003), the Federal Circuit vacated the district 
court’s grant of SJ of noninfringement and remanded for further proceedings.

The patent-in-suit, U.S. Patent No. 4,565,686 (“the ‘686 patent”), relates to certain rare earth transition alloys 
that are suitable for use in batteries. Kaplesh Kumar, the owner of the ‘686 patent, sued Ovonic Battery Company, 
Inc. and Energy Conversion Devices, Inc. (collectively “Ovonic”) for direct, contributory, and induced infringement 
of the ‘686 patent.

The claims of the ‘686 patent recite an amorphous rare earth-transition metal alloy material. The district court 
construed the claims, finding that the specification and prosecution history supported Ovonic’s definition of 
amorphous as being “completely” amorphous (i.e., where there is no ordering of molecules). The district court 
rejected Kumar’s definition of amorphous (all partially crystalline alloys with long-range order less than 100 nm), 
stating that Kumar’s definition had been developed after his patent was filed. Based on this claim construction, the 
district court granted SJ of noninfringement to Ovonic.

The Federal Circuit disagreed with the district court’s construction of the term “amorphous.” Ovonic urged that 
the correct definition appeared in a dictionary, defining amorphous as “without real or apparent crystalline form: 
uncrystallized.” Kumar pointed to a definition of amorphous from U.S. Patent No. 4,116,682 (“the Polk patent”), 
which was listed as prior art in the ‘686 patent. The Polk patent, which was discussed during prosecution, defines a 
solid amorphous material as one in which the “constituent atoms are arranged in a spatial pattern that exhibits no 
long range order, that is, it is non-crystalline .. . .” The Federal Circuit noted that although the dictionary can be an 
important tool in claim construction, the Polk patent is intrinsic evidence because it was cited in the ‘686 patent and 
can, therefore, resolve ambiguity in the claim language, or even trump an inconsistent dictionary definition. Thus, 
the Federal Circuit concluded that the Polk patent definition should control unless the specification clearly states an 
alternative meaning or this meaning was disclaimed during prosecution.

The Federal Circuit then concluded that the specification and prosecution history do not require a different 
interpretation than the Polk patent’s definition of an amorphous alloy. The Court ruled that the specification did not 
clearly and deliberately define the term “amorphous” as “completely amorphous,” and, therefore, did not support a 
construction contrary to the definition from the Polk patent.
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During prosecution, Kumar cancelled claims and amended claims to recite “amorphous rare earth-transition 
metal alloy material” and delete all references to “nonequilibrium atomic structure” or their “metastable crystalline 
state.” But, the Federal Circuit concluded that Kumar did not surrender everything within the scope of metastable 
and partially crystalline and nothing in the prosecution history supports a definition of amorphous contrary to the 
plain meaning as defined by the Polk patent.

The Federal Circuit then noted that questions remain as to the meaning of the phrase “long range order” in the 
Polk definition. The Federal Circuit noted that contrary to Kumar’s contentions, none of the references cited by 
Kumar provides a clear definition of the term. The Federal Circuit concluded that “testimony from those skilled in 
the art is required to establish the meaning of the term ‘long range order.’” Based on the new claim construction, the 
Federal Circuit vacated the grant of SJ of noninfringement and remanded for further proceedings.

Claim Construction Is “Sticky” Business [Judges: Clevenger (author), Linn, and Michel (dissenting)]

In 3M Innovative Properties Company v. Avery Dennison Corporation, No. 03-1203 (Fed. Cir. Dec. 2, 2003), 
the Federal Circuit rejected the district court’s claim construction and vacated a SJ of noninfringement.

The 3M Innovative Properties Company and Minnesota Mining and Manufacturing Company (collectively 
“3M”) compete with the Avery Dennison Corporation (“Avery”) in the market for adhesive-based products for the 
commercial-graphics industry. Both produce sheets of adhesive-backed film on which images can be preprinted. 
3M’s patent, U.S. Patent No. 5,897,930 (“the ‘930 patent”), discloses and claims a release liner that avoids 
positioning and air-entrapment difficulties associated with affixing the films on a surface. Specifically, the ‘930 
patent focuses on embossed webs that are manufactured with a particularEtypeEofEthree-dimensional configuration 
that are useful since they form an obverse topography in the exposed adhesive. Claim 1 of the ‘930 patent is the 
only claim at issue in the appeal and describes a carrier web that includes a multiple embossed pattern having both a 
first embossed pattern and a second embossed pattern.

3M claims that Avery’s EZ Film infringes claim 1 of the ‘930 patent since it has a multiple embossed pattern, 
having a liner that contains indentations as well as a hexagonal pattern. The district court granted SJ for Avery and, 
in doing so, construed the term “multiple embossed pattern” to require sequential embossments. Further, the district 
court defined the term “embossed” by imposing a limitation related to the process by which the embossed surface 
was made.

The Federal Circuit disagreed, concluding that the district court’s claim construction was incorrect. The Federal 
Circuit held that the district court had erred when it defined the term “multiple embossed patterns” to include a 
limitation that the patterns be created sequentially, finding that 3M’s use of the terms “first pattern” and “second 
pattern” is a common patent law convention that distinguishes between repeated instances of an element or 
limitation and does not, in and of itself, impose a serial or temporal limitation onto the claim. In the specification of 
the patent, 3M acted as its own lexicographer by simply requiring the superimposition of two or more embossed 
patterns. Although the specification repeatedly recites serial application of the two patterns, the Court reiterated that 
limitations from the specification cannot be imported into the claims, especially when a clear, nonsequential 
definition for the term “multiple embossed” is found in the specification.

Avery argued that 3M expressly disclaimed any patent scope beyond a sequential embossment of patterns when 
3M utilized arguments that contained temporal inferences to overcome prior art rejections. However, the Federal 
Circuit found that 3M in fact made broadening claim amendments during the prosecution history and actually 
dropped the sequential limitation.

The Court also held that the district court had erred when it defined the term “embossed” by imposing a 
limitation related to the process by which the embossed surface was made because 3M provided a definition of the 
term in the specification that was entirely structural. The Court also vacated the SJ and remanded the case back to 
the district court for further proceedings consistent with the Court’s opinion on claim construction.

Judge Michel dissented, noting that the majority’s claim construction contradicts the definition of claim terms 
chosen by 3M, as well as the analyses of the district court and the Examiner, both of whom interpreted claim 1 as a 
product-by-process claim.

Infringement Finding Does Not Vitiate Claim Limitation [Judges: Lourie (author), Mayer, and Newman 
(concurring-in-part and dissenting-in-part)]

In Ericsson, Inc. v. Harris Corp., No. 02-1571 (Fed. Cir. Dec. 9, 2003), the Federal Circuit reversed a grant of 
JMOL of noninfringement and affirmed a denial of JMOL relating to damages.

38



Ericsson, Inc. (“Ericsson”) owns U.S. Patent No. 4,961,222 (“the ‘222 patent”), which is directed to an 
apparatus for supplying power to a telephone set in a telecommunications system. The claimed invention is 
designed to reduce the idling power that is dissipated by amplifiers that transmit speech signals across a subscriber 
line. Ericsson sued Harris Corporation (“Harris”) for infringement of claims 1 and 2 of the ‘222 patent based on 
Harris’s sales of three accused Subscriber Line Interface Circuits (“SLICs”). A jury found that Harris’s accused 
devices did not literally infringe, but did infringe under the DOE. The district court, however, granted Harris’s 
motion for JMOL of noninfringement.

Claim 1 requires that the speech-signal amplifiers “only supply power” to the telephone set in the off-hook 
position. The evidence showed that the speech-signal amplifiers in the accused devices supply some power to the 
telephone set in the on-hook position, and Ericsson argued equivalence. But, the district court concluded that a 
determination of equivalence would vitiate the “only supply power” limitation in the claims.

The Federal Circuit found error with the district court’s ruling. Concerning literal infringement, the Court ruled 
that the “only supply power” limitation refers to power supplied by the speech-signal amplifiers. Ericsson 
convinced the Federal Circuit that transistors in the accused devices are part of the control circuitry that merely 
switches the speech-signal amplifiers on and off, not the speech-signal amplification circuitry. Thus, the Federal 
Circuit found the evidence sufficient to support a reasonable jury’s finding that any power supplied by the transistors 
in the accused devices is not supplied by the speech-signal amplifiers and, therefore, does not vitiate the “only 
supplied power” limitation. Moreover, the evidence showed that power supply during on-hook times occurs less 
than 0.1% of the time in the accused product. The Court ruled that the jury reasonably could have concluded that 
this operation was insubstantially different from the claimed invention under the DOE.

The jury awarded Ericsson damages in the amount of $3.5 million for lost profits due to lost sales, $645,000 for 
lost profits due to price erosion, and $136,000 as a reasonable royalty. The Federal Circuit concluded that 
substantial evidence supported the jury’s verdict for all three damages awards, noting that although an inelastic 
market may be rare, Ericsson’s expert produced credible economic evidence showing that an inelastic market in this 
instance would nonetheless support lost profits.

Judge Newman concurred-in-part and dissented-in-part. In her opinion, the claim limitation at issue had been 
narrowed during the prosecution history, and, as a result, under the Festo precedent, the DOE was not available for 
that limitation.

February 2004

Court Construes 35 U.S.C. §D272 for the First Time [Judges: Clevenger (author), Mayer, and Schall]

In National Steel Car, Ltd. v. Canadian Pacific Railway, Ltd., No. 03-1256 (Fed. Cir. Jan. 29, 2004), the 
Federal Circuit reversed a district court’s preliminary injunction in favor of National Steel Car, Ltd. (“NSC”) against 
Canadian Pacific Railway, Ltd. (“CPR”).

NSC owns the patent-in-suit, U.S. Patent No. 4,951,575 (“the ‘575 patent”), which is directed to a depressed 
center-beam flat railway car used to haul lumber. CPR is a Canadian railroad company that owns rail lines in the 
United States and Canada, and intended to use depressed center-beam flat cars to carry lumber shipments from 
Canada to the United States. For destinations beyond CPR-owned rail lines in the United States, CPR’s flat cars are 
switched to trains powered by U.S.-owned locomotives. CPR’s flat cars would spend over half of their time in the 
United States before returning to Canada.

NSC initiated the instant suit and moved for a preliminary injunction. The district court determined that NSC 
demonstrated a likelihood of success on the merits, and that CPR’s defense to infringement under 35 U.S.C. § 272 
and its invalidity defense lacked substantial merit.

Under § 272, the use of certain foreign-owned means of transit or transport for “temporarily” entering into the 
jurisdiction of the United States is not an infringing use under certain conditions. In rejecting CPR’s defense under 
the statute, the district court considered the means of transport to be the entire train, which would occasionally 
include U.S.-owned locomotives. Further, the district court found that CPR’s flat cars were not “temporarily” 
present in the United States because they spend a majority of their time delivering lumber to United States 
destinations and because CPR would derive significant benefits from using the accused rail car in the United States. 
The Federal Circuit rejected these two findings and instead determined that the accused flat car is a “vehicle” within 
the meaning of the statute. Further, the Court defined a vehicle entering the United States “temporarily” as a vehicle 
entering the United States for a limited period of time for the sole purpose of engaging in international commerce.
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Having construed the language of §D272, the Federal Circuit concluded that NSC had not demonstrated that 
CPR’s defense based on § 272 lacked substantial merit at this preliminary injunction stage.

In support of its invalidity defense, CPR argued that the invention of the ‘575 patent was obvious in view of two 
U.S. patents issued many years earlier. The district court concluded that at the time the ‘575 patent was invented, 
there was no suggestion, teaching, or motivation to combine these two patents. The district court rejected CPR’s use 
of two sources— one being a technical drawing, the other being testimony about an oral technical disclosure— 
predating the application for the ‘575 patent to demonstrate the requisite motivation to combine, concluding that 
these sources had not been disseminated so as to gain prior art status.

Noting that motivation can be found in the knowledge generally available to one of ordinary skill in the art, the 
Federal Circuit found the prior art status of the two sources irrelevant. Instead, the Court ruled that the two sources 
are relevant to determining what was implicit in the knowledge of one of ordinary skill in the art at the time of 
invention of the ‘575 patent, and concluded that the two sources suggest that one of ordinary skill in the art would 
have been motivated to combine the two prior art patents. The Federal Circuit, therefore, held that the district court 
abused its discretion in granting the preliminary injunction because CPR’s defenses have substantial merit.

Motivation to Combine References May Be Found in the Nature of the Problem to Be Solved [Judges: Rader 
(author), Newman, and Michel]

In Ruiz v. A.B. Chance Co., No. 03-1333 (Fed. Cir. Jan. 29, 2004), the Federal Circuit affirmed a district court’s 
finding, following a bench trial, that the patents-in-suit were invalid for obviousness over a combination of prior-art 
references.

The two patents-in-suit relate to a screw anchor with an earth-boring (screw) tip and a metal bracket used for 
underpinning a building foundation to support and stabilize the building. The prior art Fuller-Rupiper method uses a 
screw anchor with a concrete haunch instead of a metal bracket for supporting a building. The prior art Gregory 
patents are directed to an apparatus for underpinning structural foundations using a push pier (nonscrew) and a metal 
bracket. Following a bench trial, the district court found the patents-in-suit to be obvious under 35 U.S.C. §□ 103 
over a combination of the teachings of the Gregory patents and the Fuller-Rupiper method.

The Federal Circuit affirmed the district court’s finding of obviousness. The Court began by explaining that 
section 103 requires consideration of the claimed invention as a whole. This requires a showing that an artisan of 
ordinary skill in the art at the time of the invention, confronted by the same problems as the inventor and with no 
knowledge of the claimed invention, would select the various elements from the prior art and combine them in the 
claimed manner. In other words, the Examiner or court must show some suggestion or motivation, before the 
invention itself, to make the new combination.

The Court rejected the patent owner’s argument that the district court had clearly erred in finding a motivation 
to combine the teachings in the Gregory patents with the Fuller-Rupiper method. The Court explained that a finding 
of obviousness does not require the prior art references to contain an express, written motivation to combine; 
instead, a motivation to combine prior art references may be found in the nature of the problem to be solved. The 
Court noted that the Gregory patents and the Fuller-Rupiper method address precisely the same problem as the 
patents-in-suit. The Court observed that this form of motivation to combine is particularly relevant with simpler 
mechanical technologies. Agreeing that the record did contain some evidence weighing against the district court’s 
finding, the Court nevertheless found that it did not approach the level of evidence necessary to leave it with a firm 
conviction that the district court had committed clear error in its factual finding of a motivation to combine.

The Federal Circuit also rejected the patent owner’s argument that the district court had committed clear error in 
discounting its evidence of commercial success. The Court found that the record supported the district court’s 
finding that any commercial success was not due to the patented combination, but rather due to the patent owner’s 
experience with screw anchors combined with being the first large screw-anchor manufacturer to enter the 
underpinning market. Accordingly, the Court affirmed the judgment of the district court.

The DOE Compensates for the Patentee’s Inability to Claim Unforeseeable New Matter [Judges: Rader (author), 
P lager, and Gajarsa]

In SmithKline Beecham Corp. v. Excel Pharmaceuticals, Inc., No. 02-1581 (Fed. Cir. Jan. 29, 2004), the 
Federal Circuit vacated a district court’s SJ of noninfringement because, under the DOE, questions of fact remained 
concerning the foreseeability of certain time-release agents alleged to be equivalent to a claimed time-release agent 
when the claims were amended.
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SmithKline Beecham Corporation, doing business as GlaxoSmithKline (“GSK”), owns U.S. Patent No. 
5,427,798 (“the ‘798 patent”) directed to controlled sustained-release tablets containing bupropion hydrochloride. 
Bupropion is used to treat depression and addiction, and is marketed for the treatment of depression as 
WellbutrinOSR, and as Zyban® for smoking cessation. The ‘798 patent is directed to a sustained-release 
composition containing hydrogels that swell upon ingestion. The hydrogel described by the ‘798 patent is 
hydroxypropyl methylcellulose (HPMC).

Many of the original claims of the ‘798 patent did not recite HPMC as a limitation. During prosecution, the 
Examiner rejected the claims that did not recite HPMC for lack of enablement under 35OU.S.C. § 112, 1. GSK
then amended those claims to overcome the rejection and to recite HPMC.

In response to an ANDA filing, GSK filed suit against Excel Pharmaceuticals, Inc. (“Excel”) for infringement 
of the ‘798 patent. In Excel’s ANDA filings before the FDA, Excel claimed that the proposed generic substitutes 
did not infringe the ‘798 patent because the proposed sustained-release compositions contained polyvinyl alcohol 
(PVA), a hydrogel-forming polymer, and did not contain HPMC.

The district court found that there was no literal infringement. Further, citing Festo Corp. v. Shoketsu Kinzoku 
Kogyo Kabushiki Co., 535 U.S. 722 (2002) (“Festo VHF), the district court found that, because the claims had been 
narrowed in order to comply with §□ 112, GSK was estopped from asserting infringement under the DOE, and the 
court granted SJ of noninfringement.

In reviewing the case, the Federal Circuit noted that, according to Festo VIII, not all narrowing amendments 
surrender subject matter that the DOE cannot later recapture. GSK noted that PVA could not have been added in an 
amendment at the pertinent time without drawing a new matter rejection, as GSK had not recited any controlled- 
release agents other than HPMC. Accordingly, it reasoned the Festo presumption was rebutted, and the DOE was 
justifiably invoked. The Federal Circuit rejected GSK’s arguments, noting that the Festo ruling was meant to reflect 
whether the applicant would have been expected to know of, and thus properly claim, the proposed equivalent at the 
time of the amendment.

The record contained some evidence showing that at the time the amendment was made, there were no known 
hydrogels other than HPMC that had been tested with bupropion to achieve sustained release. Thus, the record 
suggested that PVA was not a known sustained-release agent, with respect to bupropion, but the record on this issue 
was not frilly developed for SJ purposes. Accordingly, the Court vacated the SJ and remanded.

Foreseeable Equivalent Cannot Be Reached by DOE [Judges: Rader (author), Gajarsa, and Plager]

The Federal Circuit also considered the ‘798 patent and estoppel issues in Glaxo Wellcome, Inc. v. Impax 
Laboratories, Inc., No. 03-1013 (Fed. Cir. Jan. 29, 2004). In Glaxo, the Federal Circuit affirmed the district court’s 
determination on SJ that Impax Laboratories, Inc. (“Impax”) could not infringe the asserted claims under the DOE.

Impax, a manufacturer of generic pharmaceuticals, filed two ANDAs with the FDA, one for a generic version of 
Wellbutrin®SR, and the other for a generic version of Zyban®. In both ANDAs, Impax made a paragraph IV 
certification that its generic sustained-release bupropion hydrochloride tablets do not infringe Glaxo’s ‘798 patent. 
The sustained-release agent in Impax’s proposed composition is hydroxypropyl cellulose (HPC). Upon receiving 
notice of Impax’s ANDA filings, Glaxo filed suit against Impax alleging infringement of the ‘798 patent.

Arguing prosecution history estoppel, Impax moved for SJ of noninfringement. The trial court granted Impax’s 
motion, noting in the process that the claim amendments indisputably narrowed the patent with respect to sustained 
release.

On appeal, Glaxo argued that the district court had erred in granting SJ because HPC is equivalent to HPMC. 
Glaxo further contended that it had not surrendered HPMC equivalents during prosecution of the ‘798 patent.

As it did in the SmithKline decision discussed above, the Federal Circuit found that Glaxo had narrowed the 
claims during prosecution and, in so doing, had presumptively surrendered the territory that embraced Impax’s 
sustained-release agent. During prosecution, the Examiner had rejected the claims for lack of enablement. The 
Examiner considered the recitation of HPMC, the only disclosed sustained-release mechanism, “critical” for the 
controlled or sustained-release aspect of the claims. The Examiner also noted that the application’s disclosure of a 
single species, HPMC, did not support claims to a generic concept. To overcome that rejection, Glaxo amended the 
claims to define HPMC.

Glaxo argued that because it could not have added HPC to its claims at the time of the amendment without 
drawing a new matter rejection, the presumption of claim surrender should not apply. The Federal Circuit rejected 
this argument, noting that the quintessential example of an enforceable equivalent—after-arising technology— 
would always be unclaimable new matter.
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Contrary to the evidence in the SmithKline case concerning the foresee-ability of PVA, the evidence in this case 
suggested that HPC was a foreseeable time-release agent at the time of filing and amendment. Accordingly, the 
Court found that Glaxo had not rebutted the presumption that prosecution history estoppel bars a finding of 
infringement under the DOE.

Not all of the claims were amended during prosecution. Rather, claim 1 originally recited HPMC as the 
sustained-release agent for bupropion. Because Glaxo did not amend this claim during prosecution, it argued that 
the presumption of claim surrender did not operate to divest that claim of its equivalents armor. The Federal Circuit 
ruled against Glaxo, however, based on the concept of “infectious estoppel.” To find otherwise, the Court 
concluded, would create inconsistency within the patent.

Retailer’s Failure to Take Appropriate Action Leads to Willful Infringement [Judges: Prost (author), Schall, and 
Archer (dissenting-in-part)]

In Golight, Inc. v. Wal-Mart Stores, Inc., No. 02-1608 (Fed. Cir. Jan. 20, 2004), the Federal Circuit affirmed a 
judgment against Wal-Mart Stores, Inc. (“Wal-Mart”) that it infringed U.S. Patent No. 5,673,989 (“the ’989 patent”) 
owned by Golight, Inc. (“Golight”) after finding no error in the district court’s claim construction.

The ‘989 patent is for a wireless, remote-controlled, portable search light. The only claim-construction dispute 
involved the claim limitation “horizontal drive means for rotating said lamp unit in a horizontal direction.” The 
infringement question turned on whether this limitation requires that the search light be capable of rotating through 
360°, because the accused product was not.

Wal-Mart argued that the patentees acted as their own lexicographers, giving the term “rotating” a special 
definition during prosecution. Wal-Mart relied on a statement in the prosecution history to overcome the prior art 
that “the claims in issue have been amended to recite rotation through at least 360°.” Wal-Mart argued that by 
repeatedly stating that the invention was different from the prior art because it rotated through 360°, the patentees 
unequivocally disavowed any other meaning of “rotate.” The Federal Circuit reasoned that these statements could 
be understood as applying only to claims that explicitly recited rotation “through greater than 360°” but not to the 
claim in question. Thus, the prosecution history does not provide a clear and unmistakable departure from the 
ordinary meaning of “rotating” or a clear disavowal of claim scope.

Wal-Mart also argued that the only “horizontal drive means” disclosed by the ’989 patent, under a 35 U.S.C. § 
112, T| 6 analysis, is one that rotates through 360°. The Federal Circuit determined that while the only embodiment 
in the ’989 patent is capable of rotating through 360°, there is nothing in the written description that compels 
limiting the function to rotation through any particular angle. Moreover, the Court reasoned, to the extent the patent 
contains structures for permitting rotation through 360°, these structures are superfluous because they are not 
required for performing the claimed “rotate” function.

As a result, the Federal Circuit gave “rotating” its ordinary meaning and included in the corresponding structure 
only the structure necessary to cause rotation, but not through any particular angle. Wal-Mart did not dispute that it 
infringed claim 11 under this claim construction and, therefore, the Federal Circuit affirmed the district court’s 
holding of infringement.

Wal-Mart next argued that the combination of three prior-art references and obviousness-type double 
patenting—two arguments already considered by the Examiner during prosecution—invalidated the ’989 patent. 
Wal-Mart failed, in the Federal Circuit’s opinion, to provide evidence of any motivation to combine the three 
references. Further, during prosecution, the patentees filed a terminal disclaimer to overcome the same obviousness-
type double-patenting issue in view of an earlier patent. Because the earlier patent is not prior art and because the 
Federal Circuit refused to infer from the terminal disclaimer that the patentees conceded that they could not obtain 
any new claim unless it contained a 360° limitation, the Court rejected Wal-Mart’s arguments. Thus, the Federal 
Circuit affirmed the district court’s decision that the ’989 patent was not invalid.

Concerning damages, Wal-Mart argued that the royalty determined by the district court was unreasonable as a 
matter of law because it would have left Wal-Mart selling the accused product below cost. No rule states that a 
royalty be less than the infringer’s net profit margin, the Federal Circuit reasoned, and Wal-Mart presented no 
evidence suggesting that the royalty determined was clearly erroneous. Thus, the Federal Circuit affirmed the 
district court’s reasonable royalty findings.

The district court determined that Wal-Mart willfully infringed because it failed to take any action after 
receiving a cease and desist letter. Wal-Mart argued that it obtained a letter from the manufacturer assuring that its 
products did not infringe. This letter was not admitted into evidence at trial, however, and the district court found 
that it was “crudely drafted” and “cursory.” The Federal Circuit determined that, based on the evidence before the 
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district court, it was not clearly erroneous for the district court to have found willful infringement. The Federal 
Circuit further affirmed the district court’s award of attorney’s fees because willfulness is a sufficient basis for 
finding a case exceptional and awarding attorney’s fees.

Judge Archer dissented, arguing that the specification only describes a single structure, one that shows rotation 
only through 360°. Further, Judge Archer argued that the prosecution history and other statements in the 
specification fully support requiring rotation through 360°. Thus, he would have reversed the finding of 
infringement.

Court Clarifies Disclosure-Dedication Rule [Judges: Gajarsa (author), Mayer, and Clevenger]

In PSC Computer Products, Inc. v. Foxconn International, Inc., No. 03-1089 (Fed. Cir. Jan. 20, 2004), the 
Federal Circuit affirmed a SJ of noninfringement because the patentee had dedicated plastic clips to the public by 
disclosing that prior art clips were made of plastic, but explicitly claiming only clips made of metal.

PSC Computer Products, Inc. (“PSC”) owns U.S. Patent No. 6,061,239 (“the ’239 patent”) directed to a retainer 
clip for securing a heat-sink component to a microchip. The written description of the ’239 patent describes the clip 
as including a component “made of a resilient metal such as stainless steel although other resilient materials may be 
suitable.” The written description also states that “other prior art devices use molded plastic and/or metal parts that 
must be cast or forged which again are more expensive metal forming operations.” The patent claim at issue recites 
a clip including a “resilient metal strap.”

Foxconn International, Inc. (“Foxconn”) sells plastic retainer clips for securing a heat-sink component to a 
microchip. PSC filed suit against Foxconn alleging that Foxconn’s clip infringed the ’239 patent under the DOE. 
Foxconn argued that PSC had dedicated clips with plastic parts to the public. The district court agreed with 
Foxconn and granted SJ of noninfringement.

In affirming the SJ, the Federal Circuit addressed two issues concerning what it coined as the “disclosure-
dedication” rule. Namely, the Federal Circuit discussed (l)Dhow specific a disclosure in a written description must 
be to dedicate matter to the public; and (2) whether the written description of the ’239 patent was sufficiently 
specific to dedicate plastic parts to the public. With respect to the first issue, the Federal Circuit held that while the 
disclosure-dedication rule does not mean that any generic reference in a written specification dedicates all members 
of that particular genus to the public, if one of ordinary skill in the art can understand the unclaimed disclosed 
teaching upon reading the written description, such unclaimed disclosed matter has been dedicated to the public.

Regarding the second issue, the Federal Circuit found that one of ordinary skill in the art reading the specific 
disclosure in the ’239 patent relating to prior art devices using molded plastic parts could reasonably conclude that 
plastic clip parts could be substituted for metal clip parts. Accordingly, the Court concluded, PSC was obliged to 
either submit a broader claim covering both metal and plastic clips, or dedicate the use of plastic clips to the public. 
PSC chose the latter, thus putting the public on notice that clips made of metal parts would infringe and those made 
of plastic would not.

District Court Erred in its Inherent Anticipation Analysis [Judges: Michel (author), Lourie, and Linn]

In Toro Co. v. Deere & Co., No. 03-1160 (Fed. Cir. Jan. 20, 2004), the Federal Circuit vacated the district 
court’s holding and stipulated final judgment of validity regarding U.S. Patent No. 5,207,168 (“the ‘168 patent”); 
affirmed the district court’s denial of SJ of invalidity for anticipation and its grant of SJ of infringement of the ‘168 
patent; affirmed the district court’s SJ of noninfringement of U.S. Patent Nos. 5,199,744 (“the ‘744 patent”) and 
5,101,745 (“the ‘745 patent”); and remanded the case for further proceedings on claim construction, anticipation, 
and other invalidity defenses regarding the ‘ 168 patent.

The three patents-in-suit, which share a common written description, relate to technology for lifting and 
fracturing soil to decrease subsurface soil density and thereby encourage turf growth. The technology involves 
using an apparatus with a row of adjacent nozzles that sporadically shoot concentrated jets of pressurized liquid into 
the turf and topsoil. Toro Company (“Toro”) sued Deere & Company (“Deere”) for infringement based on Deere’s 
RZI 700 machine. Deere countered with various defenses, including that the ‘168 patent was invalid as anticipated 
by U.S. Patent No. 4,907,516 (“the ‘516 patent”) to Ramon Rogers, the eventual designer of Deere’s RZI 700 
machine.

Claim 1 of the ‘168 patent recites a turf-treating method comprising three steps. On appeal, Toro argued that 
the ‘516 patent expressly disclosed two of the three steps and inherently disclosed the third step: “moving said 
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source of incompressible liquid over the surface of said turf in a pattern such that the lateral dispersion from adjacent 
jets coact with another to lift and fracture the soil and reduce the general soil density.”

The Federal Circuit ruled that the district court had erred in failing to construe this limitation. This lack of 
claim construction left unclear the precise scope of the limitation and made it impossible to know exactly what the 
prior art ‘516 patent must disclose if it were to inherently anticipate. Accordingly, the Federal Circuit remanded to 
the district court for further claim construction.

The Federal Circuit also disagreed with the district court’s statement of the law governing inherent anticipation 
and, citing its recent decision in Schering Corp. v. Geneva Pharmaceuticals, Inc., 339 F.3d 1373 (Fed. Cir. 2003), 
reiterated that the fact that a characteristic is a necessary feature or result of a prior art embodiment suffices for 
anticipation, even if that fact was unknown at the time of the prior invention. The Court went on to hold that, to 
properly show inherent anticipation, the prior art reference must have sufficiently described and enabled at least one 
embodiment that necessarily featured or resulted in the subject matter at issue, but neither description nor 
contemporaneous recognition of these necessary features or results was required. Accordingly, the Federal Circuit 
affirmed the district court’s denial of SJ of invalidity based on anticipation, but vacated the court’s holding that the 
‘168 patent was valid and remanded for further analysis of anticipation in accordance with its opinion.

Turning to the ‘744 and ‘745 patents, the Federal Circuit agreed with the district court’s interpretation that claim 
1 of both the ‘744 and ‘745 patents recites means-plus-function language and, thus, triggers §□ 112, 6 analysis. 
However, it disagreed with the district court’s finding that claim 17 of the ‘744 patent is not written in means-plus- 
function format. Instead, the Federal Circuit found that claim 17 was subject to § 112, 6 and, therefore, limited to 
a structure that includes a mechanical cam system as disclosed and its equivalents. Deere used an electrically 
controlled solenoid system to periodically release pressurized liquid. The Court compared this structure to Toro’s 
mechanical cam system and concluded that the electrically controlled solenoid system performs the claimed function 
in a substantially different way than the mechanical cam system. Accordingly, the Court affirmed the district court’s 
grant of SJ of noninfringement of the ‘744 and ‘745 patents.

CIP Application Claiming Genus Is Denied Benefit of Earlier Filing Date of Application Disclosing Species 
[Judges: Clevenger (author), Dyk, and Prost]

In In re Curtis, No. 03-1215 (Fed. Cir. Jan. 6, 2004), the Federal Circuit affirmed a decision of the Board that 
certain claims of U.S. Patent No. 5,209,251 (“the ‘251 patent”) in a merged reissue and reexamination proceeding 
lacked novelty.

The ‘251 patent is directed to dental floss made of polytetrafluoroethylene (“PTFE”) filaments covered with 
friction-enhancing coatings. The coatings provide the floss with a coefficient of friction (“COF”) of at least 0.08. 
This value falls within the “sweet spot” that makes floss not too sticky in the teeth and not too slippery in the hands.

The inventors, John P. Curtis et al. (collectively “Curtis”), received the ‘251 patent at the end of a series of CIP 
applications, the last being filed on July 11,1991. Curtis then filed a reissue application adding claims to dental 
floss unrestricted by any COF value. W.L. Gore & Associates, Inc. (“Gore”) soon after requested reexamination of 
the claims of the ‘251 patent. The PTO merged the two proceedings.

The Examiner and Board handed Curtis a novelty rejection in view of one of his own related European patent 
applications that was published on October 4, 1989, more than one year before the July 1991 filing date of the 
application that led to the ‘251 patent. The European counterpart discloses PTFE filaments coated with 
microcrystalline wax and having the desired COF value. To sidestep this publication, Curtis sought priority to an 
earlier U.S. Application No. 07/282,962 (“the ‘962 application”), filed on December 2, 1988. As with the European 
case, the ‘962 application discloses PTFE filaments coated with microcrystalline wax. The Examiner and Board 
rejected Curtis’s request for priority, concluding that the disclosure of “microcrystalline wax” (a species) in the ‘962 
application does not provide written-description support for “friction enhancing coatings” (a genus) used in the ‘251 
patent claims.

Curtis argued that the ‘962 application disclosure of a microcrystalline wax coating conveyed to one skilled in 
the art a PTFE dental floss haying a “friction enhancing coating.” The reason that the ‘962 application only 
disclosed microcrystalline wax in particular, Curtis argued, was that it was the most commonly used and cheapest 
dental-floss coating at the time of filing. Curtis believed that the decision of In re Smythe, 480 F.2d 1376 (C.C.P.A. 
1973), squarely applied to his situation. In Smythe, the applicants sought, and were granted, priority benefit for the 
genus of “inert fluid” (encompassing both an inert gas and an inert liquid) in view of an earlier disclosure of only an 
“inert gas.”
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The Board disagreed. Nowhere in the ‘962 application did Curtis name a suitable friction-enhancing coating for 
a PTFE dental floss other than microcrystalline wax. The ‘962 application itself expressed the “surprise” of the 
inventors to find that microcrystalline wax in particular, and from among different waxes, adheres to PTFE 
filaments, unexpectedly resulting in important benefits. In responding to an obviousness rejection, Curtis argued 
that “[tjhe only wax that will effectively bind to PTFE is microcrystalline wax,” and “[wjhat can be adhered to 
PTFE surfaces can be determined only by trial and error.... There are no expectations of what will work. There is 
no obvious solution.”

The Federal Circuit concluded that the record contained considerable evidence demonstrating that 
microcrystalline wax was in fact the only friction-enhancing coating conveyed in the ‘962 application. The 
unpredictability in performance of friction-enhancing coatings, argued by Curtis to distinguish the prior art, 
undermined any reliance on In re Smythe. In the case of the Curtis invention, the Federal Circuit concluded that 
almost all the evidence points to the conclusion that a person of ordinary skill would be hard-pressed to instantly 
recall any other species of friction-enhancing coatings that would adhere to PTFE. Even if a skilled person could do 
so, the written-description problem would remain because the ‘962 specification unequivocally identifies 
microcrystalline wax as unique and different in its ability to bind to PTFE. By definition, such a disclosure does not 
convey the knowledge that the overall genus of “friction enhancing coatings” has the same qualities. The Federal 
Circuit, therefore, denied Curtis the benefit of the ‘962 application filing date and affirmed the rejection of the 
claims.

Court Affirms Rejection of Claims. Even Though Board Applied New Combination of Prior Art [Judges: Dyk 
(author), Michel, and Rader]

In In re Watts, Jr., No. 03-1121 (Fed. Cir. Jan. 15, 2004), the Federal Circuit affirmed a decision by the Board 
that upheld a rejection of many claims of U.S. Patent Application No. 08/568,904 (“the ‘904 application”) as being 
obvious. Although the Court found error in the Board’s sustaining the rejection of claims 21 and 23, it found the 
error to be harmless and affirmed the Board’s decision on a new ground of rejection.

The ‘904 application is directed to real-time thermal management for computers. The claimed system 
selectively stops clock signals from being sent to a central processing unit (“CPU”) in a computer when the 
computer reaches a certain temperature, thereby slowing down portions of the CPU and reducing heat production.

The Examiner rejected many of the claims as being obvious over U.S. Patent No. 5,590,061 (“Hollowell”) in 
view of U.S. Patent Nos. 5,502,838 (“Kikinis”) and 5,493,684 (“Gephardt”). The Examiner determined that the 
only claim element missing from Hollowell and Kikinis was stopping clock signals “to the CPU only when the CPU 
is not processing critical I/O.” To cure the deficiency of Hollowell and Kikinis, the Examiner applied Gephardt.

The Examiner rejected other claims as being obvious over Hollowell in view of Kikinis and U.S. Patent No. 
5,422,806 (“Chen”), but the Examiner did not specify whether the combination of Hollowell, Kikinis, and Chen 
disclosed the critical VO function and did not rely on Gephardt as teaching this functionality.

Appellant, LaVaughn F. Watts, Jr., appealed the rejection to the Board, arguing that Gephardt does not teach the 
critical VO element because it did not disclose detecting critical VO activities. According to Watts, the activities 
mentioned in Gephardt were inconsistent with the claimed critical VO activities. Watts also argued that Gephardt 
failed to teach slowing clock speed based on CPU activity and temperature. Watts also disputed the rejection of 
claims based on Hollowell, Kikinis, and Chen, submitting that the combination failed to teach or suggest the critical 
VO element. The Board affirmed.

Watts argued, on appeal, that Gephardt does not teach or suggest stopping clock signals during noncritical 
information processing but not during critical VO processing. The Federal Circuit declined to consider the 
Appellant’s argument regarding Gephardt, however, because the argument was raised for the first time on appeal.

Claims 21 and 23 were grouped with several other claims that were rejected as obvious over Hollowell, Kikinis, 
and Chen. The Board did so, contending that Watts had not articulated why these claims were separately patentable. 
The Federal Circuit concluded that the Board had erred in grouping the claims together because Watts had 
sufficiently argued them to be separately patentable. However, the Court found the error to be harmless, because it 
did not affect the Board’s decision. Specifically, the Federal Circuit ruled that claims 21 and 23 could be grouped 
with the other claims that had been rejected based on Gephardt because Watts had made the exact same arguments 
regarding Gephardt for claims 21 and 23 as he had for the other claims that were properly rejected based on 
Gephardt. The Court found that Watts even appeared to assume that the Board actually intended to rely on Gephardt 
in rejecting claims 21 and 23.
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Accordingly, the Court found that Watts failed to show that the Board’s failure to rely on Gephardt with respect 
to claims 21 and 23 was harmful error and, therefore, affirmed the Board’s decision without remand.

March 2004

A Patent Is Not a Hunting License—Written Description Must Show Possession of Claimed Invention [Judges: 
Lourie (author), Bryson, and Dyk]

In University of Rochester v. G.D. Searle & Co., No. 03-1304 (Fed. Cir. Feb. 13, 2004), the Federal Circuit 
affirmed the district court’s grant of SJ that U.S. Patent No. 6,048,850 (“the ‘850 patent”) was invalid for failing to 
comply with the written description requirement of 35DU.S.C. §□ 112.

The ‘850 patent, owned by the University of Rochester (“Rochester”), generally relates to compounds that 
inhibit the activity of cyclooxygenases. Cyclooxygenases catalyze the production of prostaglandins, which perform 
various functions in the body. The ‘850 patent claims a method for selectively inhibiting prostaglandin H synthase- 
2 (PGHS-2) activity in a human host by administering a “non-steroidal compound that selectively inhibits activity of 
the PGHS-2 gene product,” but it does not disclose such a compound.

The district court held that the patent claims were invalid for lack of written description and concluded that the 
patent does not provide any suggestion as to how a compound, as recited in the method, could be made or otherwise 
obtained other than by trial and error.

The Federal Circuit agreed and held that a patent specification must set forth enough detail to allow a person of 
ordinary skill in the art to understand what is claimed and to recognize that the inventor invented what is claimed. 
According to the Court, the method claimed in the ‘850 patent depended upon finding a compound that selectively 
inhibits PGHS-2 activity, as it would be impossible to practice the claimed method of treatment without such a 
compound. The Court found that the ‘850 patent did not contain any language, generalized or detailed, that 
described compounds that would achieve the claimed effect. The Court also ruled that Rochester did not present any 
evidence that a person of ordinary skill in the art would be able to identify any compound usable in the present 
invention based solely on the term “non-steroidal compounds that selectively inhibit activity of the PGHS-2 gene 
product.” In fact, even Rochester’s own expert admitted that one of skill in the art could not understand what 
compound or compounds would be suitable to practice the claimed invention without trial and error.

Rochester argued that no written description requirement exists independent of the enablement requirement and 
that, since it contained an enabling disclosure, the ‘850 patent was not invalid. Rochester contended that cases 
finding a written description requirement separate from the enablement requirement were either distinguishable or 
wrong. The Defendants argued that the written description requirement is separate from the enablement 
requirement, and that a patent fails to satisfy the written description requirement if it claims a method of achieving a 
biological effect without disclosing a compound that can achieve the result.

The Federal Circuit reviewed both the Supreme Court’s and its own precedents and concluded that the written 
description requirement is separate and distinct from both the enablement and best mode requirements. The Court 
recognized that while there may be significant overlap between the three requirements of § 112, the written 
description requirement is indeed independent and serves as a teaching function in which the public is given 
“meaningful disclosure in exchange for being excluded from practicing the invention for a limited period of time.” 
Enzo Biochem, Inc. v. Gen-Probe, Inc., 323 F.3d 956, 970 (Fed. Cir. 2002).

The Federal Circuit stated that generalized language will not satisfy the written description requirement if it 
does not convey the detailed identity of an invention. Although some courts have held that a description of the exact 
chemical components within the claimed range is not necessary to comply with § 112, the patentee is still required 
to provide a sufficient description to show one of skill in the art that the inventor possessed the claimed invention at 
the time of filing.

The Federal Circuit agreed with the district court’s conclusion that the inventors did not have possession or 
knowledge of the compounds necessary to practice the claimed methods as of the filing date, and concluded that in 
the chemical arts, simply having the three-dimensional structures of enzymes, such as cyclooxygenases, does not 
necessarily allow one of ordinary skill in the art to predict what compounds might bind to and inhibit them.

Rochester also challenged the district court’s ruling that the patent was invalid on SJ, arguing that a patent 
cannot be held invalid for lack of written description on its face, given the questions of fact the issue raises. The 
Federal Circuit disagreed and pointed to cases in which it held a patent was invalid for failing to meet the written 
description requirement based solely on the language of the specification. The Court concluded that since the 
specification of the ‘850 patent did not disclose which compounds have the desired characteristic of selectively 
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inhibiting PGHS-2, the claimed method could not be practiced, even when considering the knowledge of one skilled 
in the art.

Statements in Specification and Prosecution History Limit the Invention and Claim Scope [Judges: Lourie (author), 
Bryson, and Rader (dissenting)]

. In Microsoft Corp. v. Multi-Tech Systems, Inc., No. 03-1139 (Fed. Cir. Feb. 3, 2004), the Federal Circuit 
affirmed several claim-construction rulings and a final judgment of noninfringement on three patents owned by 
Multi-Tech Systems, Inc. (“Multi-Tech”).

This opinion reviewed rulings on three patents directed to personal computer-based systems and methods for 
simultaneously transmitting voice and/or computer data to a remote site over a telephone line. The opinion focuses 
on the construction of the terms “sending,” “transmitting,” and “receiving” data packets, and whether these 
limitations are restricted to communications over a telephone line or whether they may encompass communications 
over a packet-switched network such as the Internet.

The Federal Circuit reviewed the intrinsic evidence and concluded that the claims must be limited to the 
telephone-line operation, not just because that was described as a preferred embodiment, but because it was broadly 
described throughout the specification, including the summary of the invention section, as the whole invention. The 
Court construed these limitations to require that the claimed data packets traveled directly from a local site to a 
remote site (and vice versa) over a telephone line and not a packet-switched network, concluding that it could not 
construe the claims to cover subject matter broader than that which the patentee itself regarded as comprising its 
inventions and represented to the PTO.

The Federal Circuit also found support for its ruling in the prosecution history, pointing to statements in a 
summary of the invention in the prosecution history that again specified the use of a telephone line. The Court 
applied its construction to the patent corresponding to the prosecution history containing these remarks, two 
subsequent but related patents, and even a prior issued but related patent. The Court noted that it must take the 
patentee at its word and will not construe the scope of the patent claims more broadly than the patentee itself clearly 
envisioned.

The Federal Circuit also construed several other claim limitations and confirmed the final judgments of 
noninfringement.

Judge Rader dissented, concluding that the majority was improperly limiting the claims when no clear 
disavowal of subject matter existed in the specification or prosecution history.

Conflicting Record on DOE Waiver Triggers Reconsideration and Remand [Judges: Linn (author), Lourie, and 
Gajarsa]

In Sulzer Textile A. G. v. Picanol N. V., No. 02-1410 (Fed. Cir. Feb. 17, 2004), the Federal Circuit granted a 
petition for panel rehearing and modified an earlier opinion (f Sulzer F) by vacating and remanding the district 
court’s motion in limine (“MIL”) in view of Festo for a determination of whether Sulzer Textile A.G. (“Sulzer”) 
waived the DOE defense, and, if not, whether Sulzer is estopped from arguing the DOE.

The Federal Circuit’s Sulzer /opinion and the facts of the case were reported in the January 2004 issue of Last 
Month at the Federal Circuit. After the Sulzer I decision, Picanol N.V. (“Picanol”) filed a petition for panel 
rehearing, arguing that the Federal Circuit’s determination that Sulzer had not waived recourse to the DOE was 
incorrect based on the record before the district court. Upon reviewing the papers filed by both Sulzer and Picanol, 
the Federal Circuit discovered that the parties had failed to disclose certain facts, including material differences 
between the district court’s nonfinal pretrial order and the final one. As a result, the Federal Circuit granted 
Picanol’s petition and agreed to reexamine whether Sulzer’s failure to argue infringement under the DOE was a 
waiver. Thus, in the instant opinion, the Federal Circuit modified Sulzer I solely with respect to the district court’s 
decision on the MIL preventing Sulzer from arguing infringement under the DOE.

Picanol argued that Sulzer failed to raise equivalents during its case-in-chief based on trial strategy rather than 
the district court’s evidentiary order, and, therefore, waived its right to appeal under the DOE. As evidence, Picanol 
pointed out that the district court’s MIL order did not issue until one day before the close of evidence. By 
comparison, Sulzer argued that it did not present evidence of infringement under the DOE because, prior to trial, the 
district court, in an off-the-record communication, informed Sulzer that it would be precluded from presenting 
evidence under the DOE.

47



The Federal Circuit examined the docket sheet from the trial and discovered that the pretrial conference did not 
mention a ruling on Picanol’s MIL. Further, in the Joint Final Pretrial Order, which was entered about a week 
before the close of evidence at trial, the MIL was listed as still pending, suggesting that the motion had not been 
decided prior to Sulzer’s case-in-chief. However, the Joint Final Pretrial Order showed that, unlike the draft Pretrial 
Order, the DOE was not listed as contested, suggesting that the MIL had been decided, thereby barring Sulzer from 
presenting evidence. Faced with these conflicting facts, the Federal Circuit determined that only the district court 
had sufficient facts to determine whether a waiver had occurred and ordered the issue remanded. The Federal 
Circuit further instructed the district court to determine, in view of Festo, whether Sulzer could overcome the 
presumption of prosecution history estoppel.

Unambiguous Claims Do Not Cover Only Disclosed Embodiments Without a Clear and Unmistakable Disclaimer 
[Judges: Bryson (author), Lourie, and Dyk]

In Liebel-Flarsheim Co. v. Medrad, Inc., No. 03-1082 (Fed. Cir. Feb. 11, 2004), the Federal Circuit reversed the 
district court’s claim construction of four patents assigned to the Liebel-Flarsheim Company (“Liebel”), vacated a 
SJ that Medrad, Inc. (“Medrad”) did not infringe any of the asserted four patents, and remanded the case back to the 
district court for further proceedings.

The four patents at issue are directed to the use of powered fluid injectors, such as syringes, for injecting fluid 
into patients during medical procedures. Two of the patents, U.S. Patent Nos. 5,456,669 (“the ‘669 patent”) and 
6,658,261 (“the ‘261 patent”), claim several methods and devices relating to front-loadable injectors. The 
specifications of the ‘669 and ‘261 patents are essentially identical, each describing a pressure jacket surrounding 
the syringe to prevent it from breaking under the internal pressure generated when fluid is injected into the patient. 
Despite that none of the asserted claims expressly refers to a pressure jacket, the district court construed the claims 
to require the use of a pressure jacket around the syringe. That construction was based primarily on the fact that the 
‘669 and ‘261 patents do not contain any description of an injector that lacks a pressure jacket. After finding that 
the claim limitation “syringe receiving opening” was ambiguous as to the location of the opening, the court looked 
to the specification and concluded that, since each of the disclosed embodiments included an opening at the front 
end of a pressure jacket, the “opening” had to be located at the front end of a pressure jacket. Because Medrad’s 
accused devices did not use pressure jackets, the court granted SJ of noninfringement.

The other two patents, U.S. Patent Nos. 5,662,612 (“the ‘612 patent”) and 5,928,197 (“the ‘197 patent”) are 
drawn to methods and devices for controlling the plunger drives in such powered injectors. The specifications of the 
‘612 and ‘197 patents also have a common specification, which addresses the problem of calibrating the amount of 
fluid to be injected into a patient based on the critical features of the particular syringe that is being used. The ‘612 
and ‘197 patents solve this problem by using a detector to generate electrical signals based on “physical indicia” on 
the syringe and a control circuit for computing various syringe properties. The district court construed the claim 
language “physical indicia related to the amount of fluid in the syringe” and “control circuit” for computing “the 
amount of fluid in said syringe using said electrical signal” as requiring a direct relationship between the syringe 
properties in question and the “physical indicia” of the syringe. Since Medrad’s accused devices use a look-up table 
to identify syringe properties based on the type of electrical signals received from a detector, the district court 
granted SJ of noninfringement.

With respect to the ‘669 and ‘261 patents, Liebel appealed the district court’s claim construction, arguing that 
the intrinsic record did not limit the scope of the asserted claims to cover only injectors that include pressure jackets. 
Medrad argued that the ‘669 and ‘261 patents must be construed as limited to devices that have pressure jackets 
because, when the subject matter claimed in a patent is the only subject matter disclosed, that subject matter is the 
invention and not simply a preferred embodiment of a broader invention. Medrad also argued that if the asserted 
claims are not so construed, the validity of the ‘669 and ‘261 patents would be called into question.

The Federal Circuit rejected the district court’s claim construction. With respect to the term “opening,” the 
Court held that there was no reason to believe that this term was ambiguous. Since, in common usage, an opening is 
simply an aperture, the Court found no basis to read this term restrictively. The Court also recognized that none of 
the asserted claims actually state, explicitly or by necessary implication, that the opening must be formed in 
conjunction with a pressure jacket. And the Court emphasized that neither the specification nor the prosecution 
history demonstrate a clear and unmistakable intention to limit claim scope to an opening that is located at the front 
end of a pressure jacket. To the contrary, the Court noted that, by intentionally removing the pressure jacket claim 
limitation during prosecution and stating that there is not “necessarily a pressure jacket” in the claimed devices, 
Liebel evidenced a clear intention to claim methods and devices in which pressure jackets were not required. In 
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addition, since the ‘669 and ‘261 patents both contain claims that explicitly recite the requirement of a pressure 
jacket, but are dependent upon asserted independent claims that do not contain such a requirement, the Court held 
that the doctrine of claim differentiation created a strong and unrebutted presumption that the independent claims are 
not so limited. Finally, the Court held that it was improper for the district court to limit the asserted claims simply 
because they might be vulnerable to separate validity challenges.

With regard to the ‘612 and ‘197 patents, Liebel and Medrad both appealed the district court’s claim 
construction. Liebel argued that the phrase “physical indicia related to the amount of fluid in the syringe” does not 
require a direct relationship. Medrad also appealed that claim construction, asserting that the district court adopted 
an improperly narrow claim construction because the ‘612 and ‘197 patents only describe the “physical indicia” as 
providing information as to the length of the extender.

The Federal Circuit held that the claim language did not support the district court’s claim construction. The 
Court found that the term “related to” by itself does not limit the relationship between “physical indicia” and the 
properties in question to a direct relationship. Similarly, the claim language “control circuit” for computing “the 
amount of fluid in said syringe using said electrical signal” does not suggest that the control circuit must use the 
electrical signal in any particular way. The Court also held that the prosecution history did not evidence a clear 
disavowal of claim scope since the applicants distinguished the prior art by arguing that it did not disclose any 
“physical indicia” at all.

Finally, the Federal Circuit rejected Medrad’s argument. The Court found that the claim language did not limit 
the “physical indicia” to indicia that must be related to the length of the extender. Instead, the dependent claims of 
the ‘612 and ‘197 patent called for physical indicia that are related to various properties, including the amount of 
fluid in the syringe, the distance of the plunger from the ends of the syringe, the distance to the end of the plunger’s 
travel position, and the range of travel of the ram, which drives the plunger within the syringe. According to the 
Court, the doctrine of claim differentiation suggests that Liebel demonstrated a clear intent to cover a syringe having 
virtually any kind of “physical indicia.” The Court also found that the prosecution history made it clear that Liebel 
intended that asserted claims cover syringes having “physical indicia” other than the length of the extender.

Means-Plus-Function Limitation for Ultrasound Device Includes Table-Mount Structure from Specification [Judges: 
Mayer (author), Gajarsa, and Dyk]

In Nomos Corp. v. Brainlab USA, Inc., No. 03-1364 (Fed. Cir. Feb. 4, 2004), the Federal Circuit affirmed the 
district court’s grant of SJ of noninfringement.

Nomos Corporation (“Nomos”) owns U.S. Patent No. 5,411,026 (“the ‘026 patent”), which relates to a table-
mounted ultrasound device that helps to locate cancerous lesions. Brainlab USA, Inc. (“Brainlab”) also 
manufactures an ultrasound device that helps locate cancerous lesions, yet Brainlab’s device is a handheld device 
while the Nomos device is mounted to a treatment table. Nomos, however, sued Brainlab for infringement.

In the district court, Brainlab moved for SJ by asserting that their device did not meet the limitation “a means 
for generating at least one ultrasound image of the lesion in the patient’s body,” because the ‘026 patent required 
mounting the ultrasound device to a table. The district court agreed and found substantial differences.

At the Federal Circuit, Nomos argued that the corresponding structure of the limitation was simply “an 
ultrasound probe and nothing more.” Nomos also argued that the principle of claim differentiation precluded 
fixation devices as corresponding structure, because dependent claim 3 recited that feature.

The Federal Circuit found several portions of the specification that referenced the ultrasound probe in relation to 
a fixation device. For instance, the specification’s only embodiment consistently referred to the ultrasound device in 
relation to a fixation device by using language such as “disposed on,” “secured to,” and “is mounted” when referring 
to the probe. As a result, the Federal Circuit found that the corresponding structure of limitation (a) of claim 1 
included a mounting device.

The Court rejected Nomos’s claim-differentiation argument, because claim 1 is a means-plus-function claim 
and must be construed based on the corresponding structure from the specification.

Next, the Federal Circuit looked to determine whether Brainlab’s device literally infringed the ‘026 patent, 
taking into consideration that the corresponding structure of limitation (a) of claim 1 included a mounting device. 
While the Court did find that Brainlab’s device performed the same function as the Nomos device, it ultimately 
agreed that the Brainlab device functioned in a different manner.

Finally, the Federal Circuit determined that there was no equivalence because technology of Brainlab’s device 
predated that of the ‘026 patent and was not after-developed technology.
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“Regularly Received Television Signal” Includes Both Older Analog and Newer Digital Signals [Judges: Prost 
(author), Mayer, and Michel (concurring in the result)]

In SuperGuide Corp. v. DirecTV Enterprises, Inc., No. 02-1561 (Fed. Cir. Feb. 12, 2004), the Federal Circuit 
vacated a grant of SJ of no infringement because it reversed-in-part the claim construction on which that SJ was 
based.

SuperGuide Corporation (“SuperGuide”), owner of U.S. Patent Nos. 4,751,578 (“the ‘578 patent); 5,038,211; 
and 5,293,357, sued a number of defendants for infringement of these patents. The patents relate generally to 
devices that receive program guides sent by television broadcasters, enable a television viewer to search the program 
guides, and display the results to the viewer. The infringement issues turned on the construction of various claim 
recitations.

One of the claim-construction issues involved whether three limitations (the “limitations-at-issue”) in claim 1 of 
the ‘578 patent, including the term “regularly received television signal,” covered digital signals or were limited to 
analog signals. Observing that the only type of television signals that were broadcast in 1985, the year in which the 
‘578 patent was filed, were analog signals, the district court had held that the limitations-at-issue must be limited to 
analog television signals, not the digital television signals that later came into use. SuperGuide and Gemstar 
Development Corporation, a third-party defendant and exclusive licensee of the patents-in-suit in certain fields of 
use, challenged the district court’s claim construction.

In concluding that the limitations-at-issue encompass digital signals, the Federal Circuit found a number of 
factors persuasive. First, the claim language itself does not limit the disputed phrases to a particular signal format 
(analog or digital). Furthermore, the claim language does not explicitly limit the disputed terms to technologies that 
were conventional at the time of the invention. The Court also relied on evidence indicating that those skilled in the 
art knew that video data could be communicated in either analog or digital format and had developed certain digital 
video standards by the time the ‘578 patent was filed. Finally, the Court examined the prosecution history and held 
that none of the arguments the patentee made in distinguishing various references required an exclusion of digital 
signals from the literal scope of the limitations-at-issue.

Judge Michel disagreed with the majority’s claim construction for the limitations-at-issue. In his view, the 
majority’s construction improperly expands the scope of the ‘578 patent beyond what the inventors described and 
enabled. Moreover, he felt that the evidence that digital signals were known at the time the ‘578 patent was filed did 
not support the broad interpretation that the majority gave to the limitations-at-issue because such evidence did not 
sufficiently establish how one of ordinary skill in the television art would have viewed those terms at the time. He 
also criticized the majority for ignoring various declarations in evidence indicating that one skilled in the art would 
have understood the limitations-at-issue to encompass only analog television signals. Finally, Judge Michel raised 
his concern that the Court’s increasing reliance on “ordinary meaning” has obscured the correct claim-construction 
analysis. In his opinion, the inventors had not invented a system that receives digital signals, so their patent cannot 
cover such systems. Though he disagreed with the majority’s interpretation of the limitations-at-issue, he concurred 
in the result for these limitations because he thought there are at least triable issues under the DOE.

A Nonsensical Result of Claim Construction Does Not Require Court to Redraft Claims [Judges: Friedman 
(author), Rader, and Schall]

In Chef America, Inc. v. Lamb-Westin, Inc., No. 03-1279 (Fed. Cir. Feb. 20, 2004), the Federal Circuit affirmed 
a ruling of noninfringement for a patent covering a process for producing a dough product.

The only issue on appeal was the meaning of the claim language “heating the resulting batter-coated dough to a 
temperature in the range of about 400°F to 850°F.” The district court ruled that this limitation required the dough 
itself to be heated to that temperature, while the patentee argued that this limitation concerns only the temperature of 
an oven in which the dough is to be heated.

According to the Federal Circuit, the claim language is clear that the dough is to be heated to the specified 
temperature. The Court rejected the patentee’s reasoning that such a construction makes little sense because the 
dough would be burned to a crisp at that temperature range, ruling that even a nonsensical result does not require it 
to redraft the claims. As written, the Court concluded, the claim unambiguously requires that the dough itself be 
heated to a temperature range of400°F to 850°F.

According to the Federal Circuit, the prosecution history suggests that the patentee intentionally used the word 
“to” rather than “at” in drafting the temperature requirements of the claim. The specification also gave an example 
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of heating the dough “at” a certain temperature, but, in drafting the claims, the applicant chose to use the word “to.” 
The Federal Circuit construed this as a conscious selection to use the word “to” rather than “at.”

April 2004

No Case or Controversy Between Patentee and Licensee in Good Standing [Judges: Rader (author), Archer, and 
Gajarsa]

In Gen-Probe Inc. v. Vysis, Inc., No. 02-1617 (Fed. Cir. Mar. 5, 2004), the Federal Circuit held that no case or 
controversy exists between patentee and licensee where the licensee sued for DJ of invalidity or unenforceability but 
continued paying royalties and exercised its right to extend the license to third parties.

Vysis, Inc. and its corporate predecessor (collectively “Vysis”) own U.S. Patent No. 5,750,338 (“the ’338 
patent”), which claims methods and kits for use in nucleic acid diagnostic assays, such as HIV and hepatitis C blood 
assays. At the time this patent issued, Vysis and Gen-Probe Inc. (“Gen-Probe”) were involved in litigation over 
other patents. Vysis informed Gen-Probe of this patent and, in light of Gen-Probe’s plans to develop blood-
screening technology, it decided to take a non-exclusive license to this and other related patents it might otherwise 
infringe as part of the settlement of unrelated patent litigation. This license also included an option for Gen-Probe to 
extend the license to its third-party collaborators in the assay market.

After taking this license, Gen-Probe wrote a letter to Vysis stating that it intended to maintain its royalty 
payments under the license and to exercise its option to extend the license to Chiron Corporation (“Chiron”) and 
Bayer Corporation (“Bayer”), but that it believed that its tests did not infringe any claims of the licensed patents and 
that the ’338 patent is invalid. The letter also stated that Gen-Probe was concurrently filing suit against Vysis 
seeking relief from the ’338 patent but that to maintain the status quo, it would continue its royalty payments and 
exercise its option with regard to Chiron and Bayer. Vysis filed a motion to dismiss for lack of subject matter 
jurisdiction. But the district court denied this motion, noting that Gen-Probe was notified of its possible 
infringement of the ’338 patent and that there was a history of litigation between the parties. The Court then upheld 
a jury determination of noninfringement, obviousness, and nonenablement of the ’338 patent.

On appeal to the Federal Circuit, Gen-Probe argued that the Declaratory Judgment Act author-izes a suit where 
the parties dispute the rights and obligations under the license and where a licensee pays royalties only under protest. 
Vysis argued that Gen-Probe, as a patent licensee in good standing, does not have the ability to adjudicate the 
validity and scope of a licensed patent.

In analyzing the jurisdictional issue, the Federal Circuit reviewed its decisions in C.R. Bard, Inc. v. Schwartz, 
716 F.2d 874 (Fed. Cir. 1983) (“Rurd”), and Lear, Inc. v. Adkins, 395 U.S. 653 (1969) (“Tear”). In Bard, the 
totality of the circumstances indicated that a controversy existed because the licensee ceased payment of the 
royalties due under the agreement—which constitutes a material breach of the agreement—and this nonpayment 
allowed Schwartz to terminate the agreement and file a lawsuit for infringement. In fact, Schwartz did file suit in 
state court for recovery of royalties due, which indicated his willingness to enforce his patent rights. Here, the Court 
found Bard distinguishable because Gen-Probe continued to pay its royalties throughout the DJ suit and expressly 
indicated it would do so in the letter it sent to Vysis the day before it filed that suit. It also exercised its option to 
extend the license for Chiron and Bayer. Thus, Gen-Probe did not materially breach its license agreement and Vysis 
could not and did not file suit for breach.

In addition to Bard, Gen-Probe and the district court relied on the Lear doctrine to determine that an actual 
controversy existed. Lear provides that a license does not per se bar the licensee from challenging the validity of a 
licensed patent. But the Federal Circuit concluded that Gen-Probe’s payment of royalties under “protest” is not 
sufficient to create a case or controversy—other cases analyzing the Lear doctrine imply that a licensee must at least 
stop paying royalties (a material breach) before suing to challenge the validity or scope of licensed patents. 
Furthermore, the district court erred in relying on activities that occurred prior to the execution of the patent license, 
because the license included a covenant by Vysis not to sue. Thus, the license, unless materially breached, removed 
any reasonable apprehension by Gen-Probe of suit.

In concluding that there was no actual controversy between Gen-Probe and Vysis, the Court noted the negative 
impact of allowing suits like this to be adjudicated. Allowing attacks on patent validity and enforceability in 
situations like this would effectively defeat the value of contractual covenants common in patent-license agreements 
and would discourage patentees from granting such licenses. Here, Vysis bears the risk of having its patents found 
unenforceable while providing a covenant to Gen-Probe and third parties that it would not sue for infringement. But 
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Gen-Probe, Chiron, and Bayer would benefit from the damages cap effectively imposed on Vysis by the election to 
continue paying royalties in the event that a patent challenge is ultimately unsuccessful.

Patent Lacks Priority Where Technology Did Not Yet Exist [Judges: Rader (author), Archer, and Bryson 
(concurring in judgment)]

In Chiron Corp. v. Genentech, Inc., No. 03-1158 (Fed. Cir. Mar. 30,2004), the Federal Circuit affirmed a 
district court’s denial of Chiron Corporation’s (“Chiron”) motion for JMOL and motion for a new trial, leaving 
intact a jury verdict that led to the invalidity of a patent concerning monoclonal antibodies. Chiron sued Genentech, 
Inc. (“Genentech”) over Genentech’s sales of Herceptin®, a humanized antibody for the long-term treatment of 
breast cancer, alleging infringement of U.S. Patent No. 6,054,561 (“the ‘561 patent”). After a jury trial, the district 
court had found that all claims in the ‘561 patent, which issued from an application filed in 1995, were invalid under 
35 U.S.C. § 102 because none of the claims was entitled to priority of a chain of parent applications filed in 1984, 
1985, and 1986. The jury had found that none of the parent applications satisfied both the written description and 
enablement requirement for the claims of the ‘561 patent.

The ‘561 patent claims particular monoclonal antibodies. The district court had construed the claims of the 
‘561 patent to embrace chimeric and humanized antibodies that bind to a specific protein, termed HER2. Chimeric 
and humanized antibodies are created by recombinant DNA technology. Based on its construction, the district court 
had granted Chiron’s motion for partial SJ of infringement. In addition, the parties stipulated that the ‘561 patent 
would be invalid under 35 U.S.C. § 102 based on intervening prior art if the ‘561 patent were denied priority to any 
of its parent applications.

The Federal Circuit affirmed the district court’s denial of Chiron’s motion for JMOL for two reasons. First, the 
Court found that neither the 1985 nor 1986 application enabled the claims of the ‘561 patent. The Federal Circuit 
adopted the district court’s claim construction that the claims of the ‘561 patent embraced chimeric and humanized 
antibodies that bind to HER2. The Court indicated that the record showed that chimeric antibodies first appeared in 
the literature in May 1984, four months after the filing date of Chiron’s 1984 application, and that the 1985 and 
1986 applications provided no disclosure of either how to make or use chimeric antibodies. The Court determined 
that, since the technology was still nascent at the time of the 1986 application, undue experimentation would have 
been required. Thus, the Court held that the jury’s conclusion that the 1985 and 1986 applications were not enabled 
was amply sup-ported. Relying on In re Hogan, 559 F.2d 595 (C.C.P.A. 1977), the Court found that the district 
court had erred to the extent that it created an obligation for Chiron to enable nonexistent technology as of the 1984 
application’s filing date.

Second, the Court found that the 1984 application did not provide support for the new matter, chimeric 
antibodies claimed in the ‘561 patent. The ‘561 patent expressly defined the term “monoclonal antibody” as 
including chimeric and humanized antibodies, whereas the 1984 application did not. The Federal Circuit noted the 
term “monoclonal antibody” in 1984 apparently was not broad enough to encompass chimeric antibodies. The 
Court stated that Chiron could not possess and disclose the subject matter of chimeric antibodies that did not even 
exist at the time of the 1984 application.

The Court next turned to the district court’s denial of Chiron’s motion for a new trial, which Chiron based on 
errors in the jury instructions and errors in the admission of evidence. First, Chiron argued that the district court had 
erred by instructing the jury on Genentech’s burden of proof without adding a jury instruction on the presumption of 
validity of the ‘561 patent. The Federal Circuit disagreed, stating that the presumption of validity and heightened 
burden of proving invalidity are different expressions of the same thing. Chiron further argued that the Chiron jury 
instructions on the law of written description and enablement were erroneous, but the Court found no errors in these 
instructions. Chiron also challenged three evidentiary rulings of the district court, but the Court did not find that 
these alleged errors warranted reversing the district court’s denial of a new trial.

Judge Bryson concurred in the judgment, but disagreed with respect to whether the 1984 application enabled the 
chimeric antibodies claimed in the ’561 patent. He indicated that the proper approach was to construe the claims as 
they would have been understood by the skilled artisan at the time the application was filed, and not construing them 
to reach as-yet-undeveloped technology that the applicant did not enable. Since Chiron was not seeking to construe 
its claims to preserve their validity, but arguing that the claims cover technology not existing at that time, he would 
hold the claims as nonenabled by the 1984 application.
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Showing of Bad Faith Must Be Objective [Judges: Dyk (author), Lynn, and Archer]

In Globetrotter Software, Inc. v. Elan Computer Group, Inc., No. 03-1179 (Fed. Cir. Mar. 23,2004), the 
Federal Circuit affirmed the district court’s SJ that Ken Greer’s state-law claims of tortious interference and unfair 
competition are preempted by federal patent law. The Federal Circuit vacated, however, the district court’s grant of 
SJ that Elan Computer Group, Inc. (“Elan”) does not infringe U.S. Patent No. 5,390,297 (“the ’297 patent”) assigned 
to Globetrotter Software, Inc. (“Globetrotter”), given errors in the district court’s claim construction and issues of 
material fact concerning infringement.

In addition to the ’297 patent, the suit involves U.S. Patent Nos. 5,386,369 (“the ’369 patent”) and 5,671,412 
(“the ’412 patent”), both also assigned to Globetrotter. The ’297, ’369, and ’412 patents are directed toward a 
license-management system that permits a purchaser of software to use a particular application on more than one 
computer in a network, while preventing copyright infringement by not allowing the purchaser to use more copies of 
the software than it licensed. Globetrotter only alleges infringement of the ’297 patent by Elan.

In response to the allegations of infringement, Greer filed state-law claims against Globetrotter alleging tortious 
interference and unfair competition. Greer alleges that while Rainbow Technologies, Inc. (“Rainbow”) was 
negotiating the purchase of all of the outstanding shares of Elan stock, Globetrotter sent an e-mail and a letter to 
Rainbow suggesting that Elan infringed the ’297, ’369, and ’412 patents. Greer alleges that Globetrotter notified 
Rainbow of the alleged patent infringement in bad faith solely to cause Rainbow to abandon the planned purchase of 
Elan. In fact, Rainbow did abandon the purchase at the time, but later acquired Elan on terms more favorable to 
Rainbow.

The Federal Circuit first turned to established law concerning federal preemption and ruled that Greer’s state-
law claims can survive federal preemption only to the extent that the claims are based on a showing of bad faith. 
The Federal Circuit based its holding on federal preemption and first amendment considerations. During trial, 
however, Greer only showed Globetrotter’s subjective bad faith, such as through the timing of the e-mail suggesting 
infringement, but did not show objective bad faith by Globetrotter.

The Court concluded that Globetrotter’s claim of infringement of the ’297 patent was not objectively baseless, 
as shown by its reversal of the SJ of noninfringement. Thus, because of the lack of evidence of objective bad faith, 
the Federal Circuit upheld the district court’s SJ dismissing the state-law claims.

The Court then resolved the infringement issues surrounding the ’297 patent. Each of the asserted claims 
includes a limitation requiring a “license management means” to send “a message preventing” an external program 
from running when there are no available licenses for the requesting program. The dictionary defines “prevent” as 
“to keep from occurring; avert; hinder” or “to hinder or stop from doing something.” The Federal Circuit 
determined, however, that the dictionary was unclear as to whether the message itself must actively stop the 
requesting program from running or whether the message can merely be a signal that keeps the requesting program 
from running when received.

To resolve the ambiguity, the Federal Circuit looked to the patent specification, which states that the system 
returns a status to the requesting program if no license is available. Reasoning that a claim interpretation that 
excludes a preferred embodiment from the scope of the claim “is rarely, if ever, correct,” the Court concluded that 
the claim did not require actively preventing a program from running. Because Elan conceded that the accused 
product returns such a status message, the Federal Circuit vacated the district court’s grant of SJ of noninfringement.

Foreign Sales Do Not Violate Permanent Injunction [Judges: Linn (author), Newman, and Prost]

In International Rectifier Corp. v. Samsung Electronics Co., No. 02-1324 (Fed. Cir. Mar. 18, 2004), the Federal 
Circuit reversed a contempt order holding that Samsung Electronics Company, Ltd. and Samsung Semiconductor, 
Inc. (collectively “Samsung”) and IXYS Corporation (“IXYS”) had conspired to subvert an injunction preventing 
Samsung from making, using, selling, and importing infringing products in the United States.

International Rectifier Corporation (“IR”) owns U.S. Patent No. 4,959,699 (“the ‘699 patent”). In previous 
litigation with Samsung, a permanent injunction was entered barring Samsung from acts that would infringe the ‘699 
patent. The injunction excepted products made by Samsung on a foundry basis for nonparty IXYS. The ‘699 patent 
is directed to vertical planar power metal-oxide semiconductor (VPPM) transistor devices.

Samsung then sold its power MOSFET business, except for certain fabrication of IXYS-design devices at 
Samsung’s foundry in South Korea. Although IXYS sought to have Samsung import these devices into the United 
States under the exception to the injunction, Samsung refused. Instead, Samsung agreed to sell its uncut, 
unpackaged wafers that were precursors to the IXYS-designed devices to an IXYS subsidiary located in Germany.
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Two years after they entered the permanent injunction, IR initiated contempt proceedings against Samsung and 
IXYS for violating the injunction based on sales in the United States. The Federal Circuit concluded that Samsung’s 
actions did not take place within the United States and, therefore, did not violate the injunction. Moreover, Samsung 
and IXYS did not conspire to subvert the injunction, because their agreement pertains only to the manufacture and 
delivery of devices outside of the United States. Their agreement speaks nothing of importing the devices into the 
United States, and Samsung does not exercise control over IXYS’s delivery activities. Samsung’s knowledge that 
some IXYS products were imported into the United States is not sufficient to support an allegation of collusion. 
Moreover, there was no evidence that IXYS, a nonparty, was in active concert or participation with Samsung to 
further any U.S. sales, nor was there any evidence that IXYS was acting as an aider or abettor in subverting the 
preliminary injunction. Accordingly, the Federal Circuit ruled that Samsung’s extraterritorial conduct did not 
violate the permanent injunction and reversed the contempt order.

Courts Not Free to Excuse Patentee from Consequences of Its Own Word Choice [Judges: Linn (author), Newman, 
and Prost]

In International Rectifier Corp. v. IXYS Corp., No. 02-1414 (Fed. Cir. Mar. 18, 2004), the Federal Circuit 
reversed the district court’s claim construction rulings, reversed-in-part and vacated-in-part a SJ that IXYS 
Corporation (“IXYS”) had infringed two patents held by International Rectifier Corporation (“IR”), and remanded 
the case back to the district court for entry of judgment in IXYS’s favor regarding certain claims found noninfringed 
as a matter of law and for further proceedings regarding other claims where factual issues remained.

This opinion reviewed rulings on three patents held by IR: U.S. Patent Nos. 4,959,699 (“the ‘699 patent”), 
5,008,725 (“the ‘725 patent”), and 5,130,767 (“the ‘767 patent”). These patents relate to VPPM transistor devices 
manufactured by diffusing impurities into semiconductor wafers. The opinion focuses on the construction of three 
different claim terms: “polygonal,” “annular,” and “adjoining,” and whether the district court’s construction of 
these terms was overbroad. The district court construed all three claim terms and found IXYS liable for 
infringement of all asserted claims. The Federal Circuit reviewed the intrinsic evidence and found the district 
court’s construction of all three claim terms to be erroneous.

The Federal Circuit determined that the district court’s construction of the term “polygonal” was incorrect 
because it went beyond the ordinary dictionary definition of the term when there was no support in the written 
description for such a construction. IR argued that one skilled in the art would understand “polygonal” to 
encompass shapes with curved comers because the “polygonal base regions” recited in the claims are formed by the 
diffusion process, which blurs the outline of the regions. The Federal Circuit rejected this argument and found that 
although claim terms must be considered from the perspective of one skilled in the art, recognition of these diffusion 
effects did not warrant redefinition of the term. Because the patentee was aware of the diffusion effects, yet still 
chose the word “polygonal” without modification or qualification, the patentee was held to the ordinary definition of 
the term.

The Federal Circuit also found the district court’s construction of the term “annular” to be overbroad because it 
went beyond the definition provided by the patentee in the written description. The Court found that although the 
patentee had trumped the ordinary meaning of the term by acting as his own lexicographer, the patentee was held to 
the meaning provided in the written description.

Finally, the Federal Circuit found the district court’s construction of the term “adjoining” to be overbroad 
because the district court adopted the definition of the synonym “adjacent.” The dictionary cited by the district court 
makes an express distinction between the terms “adjoining” and “adjacent,” and the Federal Circuit found that the 
district court was not free to disregard this distinction. The Federal Circuit pointed out that had the patentee meant 
“adjacent,” he could have used that word. Instead, the patentee chose “adjoining,” and the patentee was held to his 
word choice.

The Federal Circuit reversed the SJ of infringement regarding the claims containing the term “adjoining” and 
remanded the case for entry of judgment in IXYS’s favor, because it found that no reasonable jury could find these 
claims infringed based on the facts stipulated to by the parties. The Federal Circuit, however, vacated the SJ of 
infringement regarding the claims containing the terms “polygonal” and “annular,” and remanded the case for 
further proceedings because it found that although the structure of the accused device was undisputed, a factual issue 
remained as to how the new claim construction applies to these claims.
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One Ingredient One Tenn [Judges: Rader (author), Bryson, and Dyk]

In Arnold Partnership v. Godici, No. 03-1339 (Fed. Cir. Mar. 24, 2004), the Federal Circuit affirmed the district 
court’s denial of term extension for U.S. Patent No. 4,587,252 (“the ‘252 patent”), which claims, inter alia, 
compositions comprising hydrocodone and ibuprofen. Term extension for the ‘252 patent would be proper under 35 
U.S.C. § 156 “if... the permission for the commercial marketing or use of the product... is the first permitted 
commercial marketing or use of the product....” 35DU.S.C. § 156(a)(5)(A). More specifically, term extension 
would have been proper if the statutory term “product” referred to the claimed combination of hydrocodone and 
ibuprofen, rather than these individual active ingredients, because both of these ingredients had been previously 
marketed individually, whereas the combination had not.

The Federal Circuit held that “product” under the statute referred to “the active ingredient,” not to the “active 
ingredients],” because that was precisely how the statute defined the term “product”: as singularly referring to “the 
active ingredient.” See 35 U.S.C. § 156(f)(1)(A) and (f)(2)(A). The Court found no statutory history that 
contradicted this “straightforward reading of the statute.” The Court also rejected the implication that a provision 
for calculating the period of the extension, 35 U.S.C. § 156(c), which referred to the “review period for the approved 
product,” somehow required “a definition in harmony with the product approved by [the] FDA,” contrary to the 
plain language of the statute. Accordingly, the Federal Circuit affirmed the district court’s denial of term extension 
under 35 U.S.C. §0156.

Intrinsic Evidence Prevents Collateral Estoppel on Claim Construction [Judges: Bryson (author), Newman, and 
Prost]

In Monsanto Co. v. Bayer Bioscience N. V., No. 03-1201 (Fed. Cir. Mar. 30, 2004), the Federal Circuit reversed 
rulings of SJ against the patent holder based upon inequitable conduct, collateral estoppel, and noninfringement.

Aventis CropScience N.V. (“Aventis”), a predecessor of Bayer Bioscience N.V. (“Bayer”), owned four patents- 
in-suit that claim a variety of methods and products relating to the insertion of bacterial DNA into plants to impart 
resistance to certain insects. Monsanto Company (“Monsanto”) filed a DJ proceeding alleging that the four patents 
were unenforceable and that various claims of the patents were invalid. Aventis counterclaimed, alleging that 
Monsanto infringed each of the four patents. Monsanto then filed SJ motions requesting that the four patents-in-suit 
be held unenforceable, invalid, and not infringed. The district court granted the motions.

On the issue of inequitable conduct, the district court concluded that Aventis had filed a false declaration 
concerning certain tests with the PTO during prosecution of one of the patents. At the district court, the Declarant 
filed an affidavit explaining the nature of certain test results and their relationship to the conclusions set forth in the 
allegedly false declaration. The district court rejected the explanation provided in the affidavit. On appeal, the 
Federal Circuit concluded that a factual dispute about the truth of the PTO declaration existed that should not have 
been resolved on SJ. The Court also emphasized that the affiant’s assertion of no intent to deceive the PTO was 
based on his detailed explanation of his interpretation of the disputed test results, rather than a conclusory 
declaration of lack of intent to deceive. Thus, the Federal Circuit found this case satisfied the requirement described 
in Paragon Podiatry Laboratory, Inc. v. KLM Laboratories, Inc., 984üF.2d 1182, 1191 (Fed. Cir. 1993), that the 
affiant who seeks to avoid SJ must at least state facts supporting a plausible justification or excuse for the 
misrepresentation.

In considering the collateral-estoppel effect of certain claim constructions, the Federal Circuit found it improper 
for the district court to apply the construction from a previously litigated case without examining the intrinsic 
evidence specific to the patents in the current suit. In the previously liti-gated case, Plant Genetic Systems, N. V. v. 
DeKalb Genetics Corp., 175 F. Supp. 2d 246 (D. Conn. 2001), aff’d, 315 F.3d 1335 (Fed. Cir. 2003), the district 
court held that the patent in that suit enabled the transformation (insertion of the “bar” gene, which would increase 
the plant’s resistance to certain herbicides) of dicotyledonous (“dicot”) plants but not monocotyledonous 
(“monocot”) plants. Accordingly, the Court in Plant Genetic Systems ruled that several of the asserted claims were 
not enabled and that the remainder had to be construed to be limited to dicots, and not to cover monocots such as 
com.

Because Bayer’s predecessor had litigated and lost on the question whether com could be genetically 
transformed by Agrobacterium as of 1987, the district court here found that Bayer could not argue that com could be 
genetically transformed by that means as of 1986, the priority date for the patents at issue in this case. Based on that 
ruling, the district court held that Monsanto’s com products did not infringe any of the asserted claims of U.S. Patent 
No. 5,254,799 (“the ‘799 patent”), one of the patents-in-suit.
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Disagreeing, the Federal Circuit noted that the specifications in the instant case differ significantly from the 
specification of the patent at issue in the Plant Genetic Systems case. Because similar terms can have different 
meanings in different patents depending on the specifics of each patent, the claim construction requires 
consideration of the intrinsic evidence relating to the ‘799 patent, which was not at issue in the Plant Genetic 
Systems case. Citing passages of the ‘799 patent specification and referencing portions of the prosecution history, 
the Federal Circuit found that intrinsic evidence for the ‘799 patent supports a construction that encompasses 
monocots. Accordingly, a SJ finding of invalidity and noninfringement based upon the collateral-estoppel effect of 
Plant Genetic Systems was improper.

Finally, the Federal Circuit concluded that the district court had erred in its claim construction when it limited 
the term “Bt2” to a toxin derived from a particular source, and, therefore, SJ of noninfringement based on that claim 
construction was erroneous. The Federal Circuit disagreed that two figures of U.S. Patent No. 5,545,565 indicated 
that the “Bt2 toxin” was limited to proteins encoded by genes derived from the berliner 1715 strain. Rather, the 
Court concluded that the figures show that proteins expressed by genes from the berliner 1715 strain have the 
claimed structure, while proteins expressed by genes from other strains of Bt may have structures different from the 
“Bt2 toxin.” The Federal Circuit concluded that neither the specifications of the patents at issue nor their 
prosecution histories suggest that the term must be limited to a toxin derived from a particular source. The SJ 
finding of noninfringement was reversed.

Court Reverses Parent Company’s Release from Liability [Judges: Lourie (author), Clevenger, and Schall]

In Unova, Inc. v. Acer Inc., No. 03-1244 (Fed. Cir. Mar. 31, 2004), the Federal Circuit reversed the district 
court’s SJ in favor of Hewlett-Packard Company’s (“HP”) affirmative defense of release, because a settlement 
agreement at issue did not release HP from liability for patent infringement.

Unova, Inc. (“Unova”) owns patents that relate to “smart battery” management technology. In other litigation, 
Unova had sued Compaq Computer Corporation (“Compaq”) for infringement of its smart-battery patents and 
entered into a settlement agreement to resolve those claims. Pursuant to that agreement, Unova granted a license 
and a covenant-not-to-sue for “Compaq products,” and released Compaq and its parents from liability for 
infringement.

After entry of the settlement agreement, HP became Compaq’s parent. Unova then filed suit against HP for 
infringement of its smart-battery patents. The district court granted HP’s motion for SJ, concluding that the release 
in the Unova/Compaq settlement agreement applied to HP because the release of Compaq’s “parents” was not 
limited to Compaq’s parents at the time of the agreement.

On appeal, the Federal Circuit concluded that the district court’s construction of the settlement agreement was 
incorrect and consequently did not release HP from liability for infringement of Unova’s patents. Applying 
California contract law, the Federal Circuit found that HP bore the burden of showing that the contracting parties 
intended to release HP in order to establish rights under the release agreement. According to the Federal Circuit, 
however, the plain meaning of the settlement agreement language could not be read as releasing HP from liability 
for infringement prior to its acquisition of Compaq. For instance, the release provision was written in the present 
tense and referred to acts of past infringement, and consequently did not refer to Compaq’s future parent. 
Furthermore, whereas other provisions of the agreement specifically made reference to future entities, such as “past, 
present, and future officers the release provision lacked such modification of the term “parents” and
consequently did not reference future entities.

In addition, the Federal Circuit noted that its interpretation of the release provision was consistent with the 
structure of the settlement agreement as a whole. In particular, the covenant-not-to-sue and license provisions 
expressly applied only to Compaq-branded products, whereas the release provision was not similarly restricted to 
Compaq-branded products. The Federal Circuit found it unlikely that Unova reserved its right to sue HP for acts of 
infringement that occurred after it became Compaq’s parent, but also released HP from liability for identical acts 
that occurred before it became Compaq’s parent. Furthermore, other provisions demonstrated that Unova and 
Compaq had contemplated that Unova and HP might reach a separate agreement in that they set forth terms 
applicable in the event that Unova and HP reached a third-party license.

In addition to the four comers of the settlement agreement, the circumstances surrounding the settlement 
agreement also supported the Federal Circuit’s interpretation of the release provision. In particular, the fact that 
Unova and HP were engaged in a separate litigation at the time of the Unova/Compaq agreement further suggested 
that Unova and Compaq would not have intended to release HP from its past infringement liability in an unrelated 
action.
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Given that the settlement agreement, read as a whole, expressed Unova’s and Compaq’s intent to not release HP 
from liability for patent infringement, the Federal Circuit concluded that consideration of extrinsic evidence was 
unnecessary. For those reasons, it held that Unova was entitled to partial SJ on HP’s affirmative defense of release 
and remanded the case for further proceedings.

Court Agrees That Jury Verdict of Infringement Lacks Substantial Evidence [Judges: Linn (author), Schall, and 
Bryson]

In Summit Technology, Inc. v. Nidek Co., No. 03-1214 (Fed. Cir. Mar. 26, 2004), the Federal Circuit affirmed a 
district court’s entry of JMOL in favor of Defendants Nidek Company, Ltd.; Nidek, Inc.; and Nidek Technologies, 
Inc. (collectively “Nidek”), following a jury verdict that found the asserted claims literally infringed.

Summit Technology, Inc. (“Summit”) and Nidek are competitors in the field of laser eye surgery. Summit is 
the owner of U.S. Patent Nos. 4,941,093 (“the Marshall ‘093 patent”) and 4,973,330 (“the Azema ‘330 patent”), 
which are directed to laser eye surgical apparatuses and techniques to correct vision problems. Summit filed suit 
against Nidek alleging that Nidek’s EC-5000 Eximer Laser System (“EC-5000”) infringed claims of both the 
Marshall ‘093 and the Azema ‘330 patents. Nidek counterclaimed, alleging that the patents-in-suit were invalid and 
not infringed. A jury found that Nidek infringed all asserted claims of the patents-in-suit, that the Marshall ‘093 
patent was not invalid as anticipated, and that Nidek’s infringement was willful. Following the verdict, Nidek filed 
a renewed motion for JMOL as to the jury’s finding of infringement and willfulness, and the district court granted 
Nidek’s motion.

Concerning the Marshall ‘093 patent, the parties disputed whether Summit presented substantial evidence to 
support the jury’s finding that Nidek infringed the patent’s “beam dimension control means” limitation. Under the 
district court’s claim construction, this limitation functions to vary the area of the cornea exposed to the laser pulses, 
while the energy per unit area of each pulse that hits the eye remains substantially the same. The district court had 
found that pulses delivered to the cornea have substantially the same energy per unit area if they ablate 
approximately the same depth of corneal material. Thus, to establish infringement under the district court’s claim 
construction, Summit was required to prove that each pulse delivered to the cornea in Nidek’s EC-5000 device 
ablated approximately the same depth of corneal material as the aperture size varied. The district court entered 
JMOL because it found that Summit had failed to present such evidence.

The Federal Circuit affirmed the district court’s ruling, not on the grounds cited by the district court, but on the 
basis of Nidek’s alternative argument. Nidek alternatively argued that it did not infringe because its EC-5000 device 
has Gaussian or bell-shaped energy distributions that ablate non-uniform depths of corneal material, rather than 
ablating approximately the same depth of corneal material as required by the district court’s claim construction. The 
Federal Circuit found that evidence at trial supported this conclusion. Nidek’s statements to the FDA concerning the 
operation of its EC-5000, cross-examination testimony of Summit’s expert, and Nidek’s defense exhibits all 
established that the laser pulses were Gaussian-shaped.

Concerning the Azema ‘330 patent, the parties disputed whether substantial evidence supported the jury’s 
finding that Nidek infringed the patent’s “means for focusing” limitation. Under the district court’s claim 
construction, this limitation functions to focus the beam to direct a spot of light onto the cornea, where the area of 
the spot is at least as large as the area of the cornea one wishes to operate on. Summit argued that it presented 
evidence of Nidek’s infringement under three separate theories: (1) that the area of the cornea one wishes to operate 
on is dynamic and changes throughout the operation; (2) even if the area is static, the device physically combines 
individual laser pulses into a composite pulse that covers the entire area; and (3)DNidek’s description of its EC- 
5000 as a “large-area” or “wide-area” ablation system implies that it infringes.

The Federal Circuit dismissed Summit’s first theory as misplaced. The Court found that it was irrelevant 
whether the light beam was larger than the light spot produced on the cornea at certain points of the procedure. The 
limitation referred to the entire area of the comea treated during the operation, not the area undergoing ablation at 
any one time. The Court further found that Nidek’s FDA submission, and all of Summit’s proffered trial testimony, 
supported a conclusion that physical combinations of separate laser pulses were technologically impossible. Finally, 
Nidek’s expert explicitly stated at trial that the EC-5000 was not a “wide-area” ablation system within the district 
court’s construction. Instead, he emphasized that it was impossible to combine the light spots from the individual 
laser pulses.

The Federal Circuit found that Summit failed to present more than a mere scintilla of evidence to support a jury 
verdict that Nidek infringed either the Marshall ‘093 patent or the Azema ‘330 patent. Thus, the Court affirmed the 
district court’s JMOL of noninfringement in favor of Nidek.
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Substantial Noninfringing Uses Lead to No Indirect Infringement [Judges: Gajarsa (author), Rader, and Bryson]

In Dynacore Holdings Corp. v. U.S. Philips Corp., No. 03-1305 (Fed. Cir. Mar. 31, 2004), the Federal Circuit 
affirmed the district court’s SJ ruling that more than twenty electronic manufacturers did not indirectly infringe a 
local area network (LAN) patent by selling network products capable of substantial noninfringing uses.

Dynacore Holdings Corporation (“Dynacore”) alleged that companies whose products incorporate technology 
that facilitates the implementation of LANs compliant with the IEEE 1394 Standard for a High Performance Serial 
Bus (“IEEE 1394”) infringe U.S. Patent No. 5,077,732 (“the ‘732 patent”). The IEEE 1394 Standard, like the ‘732 
patent, teaches network designers how to connect devices with differing capabilities to a single LAN without 
sacrificing enhanced or optimized capabilities possessed by some but not all devices.

All five of the independent claims of the ’732 patent require “at least three nodes” that are all interconnected as 
“equal peers in a single network configuration.” In a prior litigation involving the ’732 patent, the term “equal 
peers” was construed to require that “all data frames transmitted by each node are heard by all other nodes.”

The district court found that IEEE 1394 networks did not include the “equal peers” limitation because there are 
circumstances in which data frames are not transmitted to all of the other nodes on the IEEE 1394 network.

The Federal Circuit found that Dynacore was collaterally estopped from challenging the earlier claim 
construction of “equal peers.” Accordingly, it turned to a comparison of the claims to the accused devices.

When evaluating infringement, the panel found that Dynacore sought to establish the Defendants’ broad 
vicarious liability by showing that a particular configuration of Defendants’ products, compliant with the IEEE 1394 
Standard, would directly infringe the ’732 patent. The Federal Circuit rejected that attempt and explained that 
precedent requires that the mere sale of a product capable of substantial noninfringing uses does not constitute 
indirect infringement of a patent. As such, Dynacore must either demonstrate that LANs compliant with the IEEE 
1394 Standard necessarily infringe the ‘732 patent, or must point to a specific instance of direct infringement and 
restrict its suit to liability stemming from that specific instance.

Dynacore could do neither. The Federal Circuit concluded that Dynacore engaged in speculation and did not 
point to even a single network that both complies with the IEEE 1394 Standard and meets the “equal peers” 
limitation. Having shown no direct infringement, Dynacore could not prove indirect infringement, so the Court 
affirmed the SJ.

Advertised Use of Patented Product Supports Rule 11 Basis for Suit [Judges: Lourie (author), Archer, and 
Clevenger]

In Q-Pharma, Inc. v. Andrew Jergens Co., No. 03-1184 (Fed. Cir. Mar. 8, 2004), the Federal Circuit affirmed 
the district court’s denial of motions by The Andrew Jergens Company (“Jergens”) for sanctions against Q-Pharma, 
Inc. (“Q-Pharma”).

Q-Pharma owns U.S. Patent No. 4,654,373 (“the ‘373 patent”), which covers methods of treating damaged 
tissue in humans and animals by administering therapeutically effective amounts of Coenzyme Q10 (“Q10”) in 
admixture with a pharmaceutically acceptable carrier. Prior to filing suit, Q-Pharma acquired a sample of a Jergens 
lotion advertised as having the “natural power of Q10.” The lotion’s label prominently displayed the term “Q10” 
and touted its benefits. Although no one at Q-Pharma conducted a chemical analysis of the Jergens lotion, Q- 
Pharma believed—based on its attorneys’ claim construction and the lotion’s advertising and labeling—that it had a 
viable infringement claim.

During discovery, Q-Pharma requested information from Jergens about the contents of its lotion. Jergens 
refused to produce that information and instead filed a motion for SJ of noninfringement, in which it revealed that its 
lotion contained only 0.00005% Q10 by weight. Upon learning that information, Q-Pharma voluntarily dismissed 
its infringement suit.

Jergens brought motions for sanctions under Rule 11 and for attorneys’ fees under 35 U.S.C. §0285, which the 
district court denied. The district court concluded that although Q-Pharma had not chemically analyzed the Jergens 
lotion before filing suit, Q-Pharma’s presuit investigation was nevertheless sufficient. The district court reached that 
conclusion because Q-Pharma’s attorneys had construed the ‘373 patent claims and compared them to the Jergens 
lotion by relying on Jergens’s label and advertising statements, which suggested that the lotion contained a 
therapeutically effective amount of Q10. The district court rejected Jergens’s argument that Q-Pharma was on 
notice that the ‘373 patent claims were invalid in view of previous invalidity challenges, because several companies 
had taken licenses under the patent. The district court also concluded that Q-Pharma’s suit was not objectively 
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baseless and, therefore, granted SJ dismissing Jergens’s antitrust counterclaim, which had been based on Jergens’s 
allegation of “sham” litigation. The district court denied Jergens’s requests for additional discovery related to the 
antitrust counterclaim.

The Federal Circuit affirmed the district court’s decision not to impose sanctions under Rule 11. The Court 
rejected Jergens’s alternative arguments that Q-Pharma either had not construed the ‘373 patent claims or had 
construed them frivolously. Q-Pharma’s attorney’s declaration rebutted the first argument, and the ‘373 patent’s 
intrinsic evidence refuted the second. The Federal Circuit noted that Q-Pharma’s presuit investigation could have 
been more thorough by including a chemical analysis of the Jergens lotion, but nevertheless found the investigation 
sufficient because Q-Pharma had performed an adequate infringement analysis. The Federal Circuit also found 
unpersuasive Jergens’s argument that Q-Pharma should have known the ‘373 patent was invalid, citing the statutory 
presumption of validity and the fact that several companies had taken licenses under the patent.

Similar reasons supported the Federal Circuit’s affirmance of the denial of attorneys’ fees. The Court 
concluded that Q-Pharma’s infringement suit was neither frivolous nor unjustified. Jergens argued on appeal that Q- 
Pharma had litigated in bad faith by changing its legal theory of infringement after Jergens filed its motion for SJ 
and by threatening to “blackmail” Jergens with a false-advertising action before the Federal Trade Commission. But 
the Federal Circuit found the former accusation irrelevant and the latter unsupported by the record.

The Federal Circuit also affirmed the SJ dismissal of Jergens’s antitrust counterclaim. The Court considered Q- 
Pharma’s infringement suit not to have been objectively baseless, which precluded application of the “sham” 
exception to patentee antitrust immunity. The Federal Circuit also affirmed the district court’s decision to deny 
Jergens’s requests for discovery on the issue. That discovery would have only been relevant to Q-Pharma’s 
subjective motivation for bringing suit, which became irrelevant as a matter of law once the suit was determined not 
to have been objectively baseless.

District Court’s Invalidity Ruling for Indefiniteness “Surrenders” to Federal Circuit’s Claim Construction [Judges: 
Bryson (author), Rader, and Prost]

In Bancorp Services, L.L. C. v. Hartford Life Insurance Co., No. 03-1181 (Fed. Cir. Mar. 1, 2004), the Federal 
Circuit reversed the district court’s SJ ruling of invalidity under 35 U.S.C. § 112, 2.

Bancorp Services, L.L.C. (“Bancorp”), owner of U.S. Patent No. 5,926,792 (“the ’792 patent”), filed a suit 
against Hartford Life Insurance Company (“Hartford”). The ’792 patent, titled “System for Managing a Stable 
Value Protected Investment Plan,” describes and claims a system for administering and tracking the value of life 
insurance policies in separate accounts, including policies containing stable value protected investments.

Unlike traditional separate account policies, a stable' value protected investment system allows policy owners to 
report a more predictable, stable value on their financial statements. Under a stable value protected investment 
system, a third-party guarantor guarantees a particular value for a life insurance policy, regardless of its market 
value, should the policy have to be paid out prematurely.

Two years into the litigation, the district court granted Hartford’s SJ motion, holding the claims of the ’792 
patent invalid because the phrase “surrender value protected investment credits” was indefinite. The district court 
rejected Bancorp’s argument that the term “surrender value protection” had the same meaning as the term “stable 
value protection,” which is defined in the specification and used in the claims. The court also rejected the testimony 
of Bancorp’s expert because he was not shown to be an expert in life insurance administration.

On appeal, the Federal Circuit explained that claims are invalid for indefiniteness only if reasonable efforts at 
claim construction prove futile. Otherwise, if the meaning of the claim is discernable, even though the task may be 
formidable and the conclusion may be one over which reasonable persons will disagree, the claim avoids invalidity 
on indefiniteness grounds.

Applying these principles to the facts of the case, the Federal Circuit reversed the district court’s SJ ruling and 
held that the meaning of the term “surrender value protected investment credits” was reasonably discernable. While 
noting that the term was not defined in the patent nor in any industry publication, it nevertheless found the term’s 
components to have well-recognized meaning, allowing the reader to infer the term’s meaning with reasonable 
confidence. First, it found that the component term “surrender value” had a clear meaning to a person skilled in the 
art. Next, it found the meaning of the component term “protected investment” from the specification and extrinsic 
evidence. Finally, it found the meaning of the component term “credits” from the specification. Considering these 
component terms together, it arrived at the claim construction proposed by Bancorp, namely, that the term 
“surrender value protected investment credits” had essentially the same meaning as the term “stable value protected 
investment.”
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While the Federal Circuit concluded that the intrinsic evidence alone merited a reversal of the SJ ruling of 
invalidity, it commented on the district court’s flawed analysis on certain extrinsic evidence. First, it commented 
that the district court should have considered the testimony of Bancorp’s expert because he was an expert in the use 
of stable value protected investments in the context of variable life insurance policies. Furthermore, it concluded 
that the district court should also have considered Hartford’s internal use of the term “surrender value protected 
investment” because, while not public in nature, the use was relevant to show that the term had a discernable 
meaning to at least some persons practicing in the field.

Exceptions in 35 U.S.C. § 271(g)(1) and (2) Do Not Apply as Defenses to ITC Actions [Judges: Newman (author), 
Bryson, and Linn]

In Kinik Co. v. International Trade Commission, No. 02-1550 (Fed. Cir. Mar. 25, 2004), the Federal Circuit 
reversed a decision by the ITC, concluding that on the correct claim construction, the process of U.S. Patent No. 
5,620,489 (“the ‘489 patent”) was not practiced in Taiwan to produce certain abrasive articles what were imported 
by the Kinik Company (“Kinik”) into the United States.

The ‘489 patent is directed to a method for the manufacture of an abrasive article by first making a soft and 
flexible preform from a mixture containing a liquid binder, powdered matrix material, and abrasive particles, and 
then sintering the preform. Kinik argued that the claims, correctly construed, are limited to preform mixtures that 
contain a larger volume of liquid binder composition than powdered matrix material. The Federal Circuit reviewed 
the patent specification and the prosecution history, and concluded that the claims were limited as suggested by 
Kinik. The word “mixture” in the claims has the scope given in the specification, for it is clear that no broader 
scope was contemplated or intended, according to the Federal Circuit. Because Kinik’s preform process uses a 
volume of liquid binder that is significantly lower than the volume of matrix powder, the Federal Circuit found no 
infringement.

The Federal Circuit also affirmed the ITC’s ruling that the defenses available under 35 U.S.C. § [3271(g) do not 
apply to ITC actions under § 1337. The Court reviewed the ITC’s interpretation of the statute, the legislative 
history, and certain precedent and concluded that the defenses of 35 U.S.C. § Q271 (g)( 1) and (2) were not intended 
to and should not apply as defenses to § 1337(a) actions.

May 2004

Patent Specification Limits Claim Scope and Scope of Equivalents [Judges: Bryson (author), Rader, and Dyk]

In Gaus v. Conair Corp., No. 03-1295 (Fed. Cir. Apr. 1,2004), the Federal Circuit reversed the district court’s 
judgment of infringement of U.S. Patent No. 4,589,047 (“the ‘047 patent”), wiping out a jury verdict and enhanced 
damages totaling more than $37 million.

Dr. Harry Gaus charged Conair Corporation (“Conair”) with infringement of the ‘047 patent, which is directed 
to a safety mechanism that prevents fatal shocks to users of electrical appliances such as hair-dryers. The patented 
mechanism operates by disconnecting the appliance from its power source when it comes in contact with water. 
More particularly, the patent describes protective circuitry that includes “a pair of spaced-apart electrically exposed 
conductive probe networks.” When water is present, current passes through the protective circuitry. The current 
melts a resistance element, which stops current flow to the voltage-carrying portions of the device so that the user of 
the device receives no shock.

The accused device, a Conair hairdryer, includes protective circuitry that has a single sense wire that branches 
throughout the housing near the voltage-carrying operating elements of the device. When water is disposed between 
the sense wire and the electrical operating portion of the device, current flows through the protective circuit, causing 
the device to be disconnected from the power supply.

The Federal Circuit interpreted the asserted claim as requiring that the pair of probe networks is a distinct 
component separate from an electrical operating unit. The Court noted that the specification describes several ways 
in which the pair of probe networks and the electrical operation unit are separate. Moreover, the specification 
explains that “[t]he object of the invention is to devise a protective device .. . which device will respond in an 
extremely short time ... independently of the operating state of the apparatus, so as to protect the user from electric 
shock.”

The Federal Circuit further noted that the specification describes an advantage of the invention in a way that 
excludes the electrical operating unit from serving as part of the pair of probe networks. The specification indicates 
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that the invention protects a user from the brief shock that is associated with prior art devices with protective circuits 
by arranging for the protective circuit to be separate from the voltage-carrying components of the device. This 
objective is achieved because the invention ensures that water will encounter the two probe networks before it 
encounters the voltage-carrying electrical operating unit.

The Federal Circuit thus determined that the specification shows that the invention requires that the user be 
completely protected from shock. Therefore, the Court reasoned, the invention cannot encompass a hairdryer with a 
protective device that relies on current passing between a probe and the electrical operating system, because such a 
device would be triggered only when the hairdryer was operating and voltage was being applied to the electrical 
operating system.

Having construed the claim language, the Federal Circuit addressed the issue of infringement and concluded 
that Conair’s hairdryer does not have a pair of probe networks that is separate from the electrical operating unit. 
Accordingly, the Federal Circuit found that Conair’s hairdryer does not literally infringe.

With respect to the DOE, the Federal Circuit concluded that because structure such as that in the Conair device 
was excluded from the scope of the claimed invention, Conair could not be infringing under the DOE. Thus, the 
Federal Circuit held that the Conair device does not infringe the ‘047 patent under the DOE, and the district court 
should have granted Conair’s motion for JMOL of noninfringement.
[Don Dunner, Kara Stoll, and Scott Herbst of our firm successfully represented Conair in this appeal.]

Claims Limited to Only Embodiment [Judges: Lourie (author), Newman, and Dyk (dissenting-in-part)]

In Phillips v. AWHCorp., No. 03-1269 (Fed. Cir. Apr. 8, 2004), the Federal Circuit affirmed the district court’s 
SJ of noninfringement that AWH Corporation, Hopeman Brothers, Inc., and Lofton Corporation (collectively 
“AWH”) did not infringe U.S. Patent No. 4,677,798 (“the ‘798 patent”). The Federal Circuit found that the district 
court had erred in its claim construction but, ultimately, reached the same conclusion of noninfringement. The 
Federal Circuit also affirmed the district court’s dismissal of Phillips’s claim of trade-secret misappropriation 
against AWH.

As a key issue in the case, the Federal Circuit, like the district court, focused on the construction of the term 
“baffle.” The ‘798 patent relates to building modules adapted to fit together for the construction of fire, sound, and 
impact-resistant security barriers. These modules include “means disposed inside [a] shell for increasing its load 
bearing capacity comprising internal steel baffles extending inwardly from the steel shell walls,” as recited in claim 
1. The disclosure of the ‘798 patent describes and illustrates the baffles as angled members deployed from the shell 
walls at angles of other than 90 degrees. The claims, however, do not include limitations relating to the angle at 
which the baffles meet the shell walls.

The district court concluded that claim 1 of the ‘798 patent includes means-plus-function language invoking 35 
U.S.C. § 112, T| 6, and, therefore, limited the term “baffles” to the angled structures disclosed in the specification 
that extend from the shell walls at angles other than 90 degrees. The district court’s SJ of noninfringement followed 
in view of AWH’s baffles that met the shell walls at an angle of 90 degrees.

While the Federal Circuit found that the district court improperly relied upon § 112, 6 to construe the term
“baffles,” the Federal Circuit reached the same conclusion with respect to noninfringement. Reading the term 
“baffles” in view of the specification, the Federal Circuit concluded that the term “baffles” must extend from the 
shell walls at acute or obtuse angles other than 90 degrees. The Court observed that the only embodiment disclosed 
in the ‘798 patent includes baffles angled at acute or obtuse angles with respect to the shell walls. With no other 
embodiments disclosed, the Court concluded that the angled baffles are the actual invention and not just a preferred 
embodiment. Also, the Federal Circuit found that the baffles of the ‘798 patent must be angled with respect to the 
shell walls to accomplish one of the stated goals of deflecting projectiles.

Thus, despite a recognized plain meaning of the term “baffles,” the Federal Circuit looked to the disclosure of 
the ‘798 patent and narrowly construed the term “baffles” to include elements described in the specification but not 
included in the claims.

In dissent, Judge Dyk argued that this claim construction went against established precedent and constituted an 
improper incorporation into the claims of structural details of the disclosed preferred embodiment.

With respect to Phillips’s claim of trade-secret misappropriation, the Federal Circuit agreed with the district 
court that the claim was time-barred by the statute of limitations clause set forth by the governing state law.
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Cyclosporin “Hydrosol” Must Be Formed Outside Patient’s Body [Judges: Dyk (author), Prost, and Clevenger 
(dissenting)]

In Novartis Pharmaceuticals Corp. v. Eon Labs Manufacturing, Inc.,No. 03-1211 (Fed. Cir. Apr. 2, 2004), the 
Federal Circuit affirmed the district court’s grant of SJ that U.S. Patent No. 5,389,382 (“the ‘382 patent”) was not 
infringed by Eon Labs Manufacturing, Inc.’s (“Eon”) manufacture and sale of tablets.

The ‘382 patent, owned by Novartis Pharmaceuticals Corporation (“Novartis”), provides a formulation for 
cyclosporin that addresses problems inherent with the use of the drug. Cyclosporin is an immunosuppressive drug 
used to reduce the risk of organ rejection after transplantation. The drug’s application, however, was limited by its 
low solubility in water, which made it less absorbable in the human body. The ‘382 patent provides cyclosporin as a 
hydrosol, which is more soluble.

The principal issue on appeal was whether the meaning of “hydrosol,” as used in the claims of the ‘382 patent, 
is limited to medicinal products prepared outside the body or includes products formed within the stomach of the 
patient upon ingestion. This distinction is decisive since neither party disputed that Eon’s tablet is hydrosol-free 
prior to ingestion by the patient. The district court’s claim interpretation required a meaning of the term “hydrosol” 
to exclude conversion in the patient’s stomach.

The Federal Circuit began its claim-construction analysis with an examination of a general purpose dictionary. 
It determined that a definition of “hydrosol” yields two competing definitions: (a) a medicinal preparation consisting 
of a dispersion of solid particles in an aqueous colloidal solution prepared outside the body, or (b) a dispersion of 
solid particles in aqueous colloidal solution formed in a patient’s stomach. Thus, the term “hydrosol” is ambiguous.

To resolve the dispute, the Court looked to the intrinsic record. It noted that the specification consistently refers 
to the hydrosol of the ‘382 patent in terms of a “pharmaceutical” composition. A “pharmaceutical” is defined in the 
dictionary as a “medicinal drug,” which, according to the Federal Circuit, is a drug that necessarily must be made 
outside the body. The Court pointed to an additional claimed aspect of the hydrosol—an intravenous injection 
form—as further support of this definition.

Lastly, the Federal Circuit considered the prosecution history. It concluded that because Novartis had 
previously argued before the PTO to overcome an obviousness rejection that the drug was of a size sufficient to be 
administered by intravenous injection, it too supports the narrower definition of the term “hydrosol.”

Having determined that the narrower meaning of the term “hydrosol” applied, the Court found no direct 
infringement of the ‘382 patent. And, because there can be no induced or contributory infringement without the 
underlying direct infringement, the Federal Circuit affirmed the district court’s grant of SJ against Novartis. The 
Court also affirmed the district court’s grant of SJ of no infringement under the DOE because a holding to the 
contrary would vitiate the claimed requirement that the dispersion be prepared outside the body.

Judge Clevenger disagreed with the majority’s use of the tools of claim interpretation. He argued that hydrosol 
must be given its full breadth of meaning, absent the patentee’s clear disavowal of scope that alters the ordinary 
meaning, and that the patentee was denied that interpretation when the majority chose to construe terms further 
removed from the term at issue.

“Consisting Of’ May Not Mean What You Think [Judges: Newman (author), Friedman, and Schall (dissenting-in- 
part)]

In Norian Corp. v. Stryker Corp., No. 02-1490 (Fed. Cir. Apr. 6, 2004), the Federal Circuit affirmed-in-part and 
reversed-in-part various pre- and post-trial rulings of the district court regarding Norian Corporation’s (“Norian”) 
U.S. Patent Nos. 5,336,264 and 6,002,065 (“the ‘264 patent” and “the ’065 patent,” respectively).

Both patents are generally directed to certain rapidly setting calcium phosphate compositions (cements) for the 
repair of bones or teeth. The ‘264 patent claims methods of preparing these compositions comprising, inter alia, 
combining a calcium source, a phosphoric acid source, and a lubricant. The ‘065 patent claims recite kits for 
preparing these compositions “consisting of’ at least one calcium source, at least one phosphoric acid source, and a 
solution consisting of water and a sodium phosphate.

Norian filed suit against Stryker Corporation (“Stryker”), alleging willful infringement by Stryker’s 
BoneSource® kit, which comprised a sodium phosphate component, a mixture of tetracalcium phosphate and 
dicalcium phosphate, a spatula, and instructions for combining the components.

The district court had found the specification’s use of “phosphoric acid source,” the only disputed term, to be 
different from its natural reading and construed the term to mean “an acid chemical that acts as a source of 
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phosphate.” The Federal Circuit affirmed, in view of the specification and the lack of a contradictory prosecution 
history.

After affirming a jury determination that the claims of the ‘264 patent were obvious, the Federal Circuit 
addressed the district court’s denial of a motion for new trial on obviousness. Norian contended prejudice due to the 
jury having heard evidence of Norian’s misstatements to the PTO during prosecution of the ‘264 patent. 
Specifically, Norian’s counsel had admitted that a factual misstatement had been made regarding the prior art. 
While the district court ruled in a SJ determination that this did not constitute inequitable conduct, it instructed the 
jury to consider such evidence. The district court explained that “it was for purposes of allowing the jury to test the 
strength of the presumption that goes with the presumption of validity . . . whether or not the examiner really did 
understand what he was ruling

The Federal Circuit noted that introspection and speculation into the Examiner’s understanding of the prior art 
or the correctness of the examination process is not part of the objective review of patentability. However, while the 
Court concluded that the district court had erred in the jury instructions, it noted that the motion for new trial was 
denied because Norian had failed to object to the instructions. In view of the failure to object and the entirety of the 
prosecution history, the Court affirmed the denial of a new trial.

With respect to anticipation, the Federal Circuit affirmed the district court’s ruling that the claims of the ‘264 
patent are not anticipated by a certain extended abstract (“the Abstract”). The parties agreed that the Abstract 
described the ‘264 patent invention; however, Norian argued that the Abstract was not a publication under 35 U.S.C. 
§ 102, because it was available only upon individual request to the authors. The Federal Circuit agreed that there 
was a lack of substantial evidence presented of dissemination of the Abstract.

The Federal Circuit reviewed the grant of Stryker’s SJ motion of noninfringement of the ‘065 patent. The 
district court had held “consisting of’ to mean that kits include nothing beyond what is claimed and ruled that 
Stryker’s kit, which included a spatula, did not infringe as a matter of law. The Federal Circuit reversed and 
remanded, finding that the term “consisting of’ permits no other chemicals in the kit, but that a spatula is not part of 
the invention that is described.

Judge Schall dissented from this finding of no infringement, explaining that it was inconsistent with the Court’s 
precedent, which precludes all components, and the public-notice function of patent claims. Judge Schall noted that 
there is nothing in the prosecution history to justify the majority’s claim construction and that Norian could easily 
have written the claims to permit mechanical components, but chose not to.

Finally, the Federal Circuit reviewed the district court’s grant of JMOL, dismissing the issue of willfulness after 
Norian had presented its case-in-chief. The Court noted that there is no evidentiary presumption of willfulness and 
it was not enough that Stryker had stipulated that it had knowledge of the Norian patents. The Federal Circuit 
agreed that Stryker never had the burden to rebut willfulness, since Norian never presented a prima facie case of 
willful infringement.

Case or Controversy Questionable [Judges: Michel (author), Gajarsa, and Dyk]

In Sierra Applied Sciences, Inc. v. Advanced Energy Industries, Inc., No. 03-1356 (Fed. Cir. Apr. 13, 2004), the 
Federal Circuit reversed-in-part, vacated-in-part, affirmed-in-part, and remanded a dismissal of a DJ action that was 
based on lack of subject matter jurisdiction.

Sierra Applied Sciences, Inc. (“Sierra”) sued Advanced Energy Industries, Inc. (“AEI”), seeking a declaration 
that AEI’s U.S. Patent No. 5,718,813 (“the ‘813 patent”) is invalid and not infringed by Sierra’s 2 kilowatt and 150 
kilowatt reactive-sputtering power supplies. The district court dismissed the action for lack of a case or controversy.

The Federal Circuit, in reviewing the record, decided on its own initiative that three power sources were 
actually at issue—the 2 kW device and two prototype versions of the 150 kW device. The Court then separately 
addressed whether a case or controversy existed as to each of the three power supplies. It asked whether, for each 
device, there was (a) an explicit threat or other action by the patentee creating a reasonable apprehension of an 
infringement suit, and (b) present activity by the alleged infringer that could constitute infringement or concrete 
steps taken with intent to conduct such activity.

The Federal Circuit found the first prong satisfied for all three devices because AEI’s letters to Sierra 
threatening suit were broad enough to create a reasonable apprehension that AEI would assert the ‘813 patent 
against all of Sierra’s power supplies for all of Sierra’s activities. For the second prong of the test, the Court reached 
a different conclusion for each of the three power supplies.

The Federal Circuit noted that assurances by AEI’s counsel in the district court proceedings that AEI would not 
sue for Sierra’s in-house use of the 2 kW device alleviated any controversy as to the use. Those assurances were 
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not, however, broad enough to alleviate Sierra’s apprehension of suit for several sales of the 2 kW device, which 
though de minimis and occurring several years before the complaint, were within the six-year limitations period and, 
thus, supported jurisdiction.

The Court found that the first of the two 150 kW prototypes was destroyed before or during testing, then 
abandoned. The record was unclear as to whether the first 150 kW prototype was used before it was destroyed. The 
Court remanded, instructing that if the device worked, even briefly, the testing was sufficient to satisfy the 
“infringing activity” prong of the case or controversy test.

As to the second 150 kW prototype, the Court found that, because it was undisputed that Sierra had not engaged 
in infringing activity with the second 150 kW prototype before the filing of the complaint, jurisdiction depended on 
whether Sierra had taken “concrete steps” with the intent to engage in infringing activity with respect to the second 
150 kW prototype. The Court focused on two necessary factors: “immediacy,” i.e., the period of time between the 
date the complaint was filed and the date on which the infringing activity will begin, and “reality,” i.e., whether the 
design of the potentially infringing device is substantially fixed on the date of the complaint. The one-year period 
between the complaint and the completion of the second 150 kW prototype was too long to show “immediacy” at 
the time of the filing. Furthermore, Sierra was unable to show “reality,” since at the time of the complaint, the 
design of the second 150 kW prototype was fluid and indeterminate. As a result, no case or controversy existed as 
to the second 150 kW prototype.

Restrictions on Making, Using, or Selling a Second-Generation Plant Product Does Not Constitute Patent Misuse 
[Judges: Clevenger (author), Lourie, and Plager]

In Monsanto Co. v. McFarling, No. 03-1177 (Fed. Cir. Apr. 9, 2004), the Federal Circuit affirmed a district 
court’s findings that Homan McFarling had breached a technology agreement he had signed with Monsanto 
Company (“Monsanto”) when he replanted some soybeans he had purchased pursuant to the agreement, and that 
McFarling had failed to demonstrate a genuine issue of material fact on his counterclaims or defenses to Monsanto’s 
breach of contract claims. However, the Court vacated and remanded the district court’s judgment relating to 
damages.

The two patents-in-suit relate to genetic-modification technology in the field of soybean seeds. Monsanto 
manufactures ROUNDUP® herbicide, which contains glyphosate, a chemical that kills vegetation by inhibiting a 
particular enzyme: 5-enolpyruvyl-shikimate-3-phosphate synthase (“EPSPS”). Monsanto also markets ROUNDUP 
READY®, which operates by inserting the gene sequence for a variant of EPSPS that is not affected by the presence 
of glyphosate but still performs its enzymatic function. Therefore, ROUNDUP® can be sprayed on a field where 
ROUNDUP READY® soybeans have been planted, killing weeds but leaving the soybeans intact. Monsanto’s U.S. 
Patent No. 5,633,435 (“the ’435 patent”) and Patent No. 5,325,605 (“the ’605 patent”) relate, respectively, to the 
gene encoding the modified EPSPS enzyme and to the use of a particular promoter in genetically modified plant 
cells.

Monsanto licenses its ROUNDUP READY® technology through two interrelated licensing schemes. First, it 
licenses the patented gene to seed companies that manufacture the glyphosate-tolerant seeds that are sold to fanners. 
Second, Monsanto requires that seed companies execute licenses, rather than conduct unconditional sales, with their 
farmer customers.

The 1998 version of the Monsanto Technology Agreement (the “Technology Agreement”) between Monsanto 
and the farmers using ROUNDUP READY® soybeans places several conditions on the farmers’ use of the licensed 
soybeans. For example, the farmers are only allowed to use the seed containing the Monsanto gene technologies in 
a single season, and they cannot save any crop produced from this seed for replanting. The Technology Agreement 
also contains a liquidated-damages clause. In the event of a breach, the damages will include a claim for liquidated 
damages based on 120 times the applicable technology fee.

McFarling, a farmer in Mississippi, executed the Technology Agreement and licensed 1000 bags of ROUNDUP 
READY® soybeans. He concedes that he saved 1500 bushels of seed from his 1998 crop and then replanted them 
in 1999.

As a result, Monsanto filed suit against McFarling, alleging, among other things, infringement of the ’435 and 
’605 patents and breach of the Technology Agreement. McFarling’s affirmative defenses included patent misuse, 
antitrust, and the Plant Variety Protection Act (“PVPA”). The district court granted SJ in favor of Monsanto on all 
of McFarling’s affirmative defenses, as well as on liability with respect to the ’605 patent-infringement claim and 
the breach of contract claim. As to the damages claim, the district court entered final judgment on Monsanto’s 
breach of contract claim in a specified amount only after McFarling had stipulated that he purchased 1000 bags of 
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Monsanto’s soybean seeds. The district court fashioned its own formula to use the multiplier in the liquidated- 
damages clause.

The Federal Circuit affirmed the district court’s grant of SJ against McFarling’s patent-misuse affirmative 
defense. McFarling argued that Monsanto had committed patent misuse because it had impermissibly tied an 
unpatented product to a patented product. Specifically, by prohibiting farmers from saving seeds, McFarling argued 
that Monsanto had extended its patent on gene technology to include an unpatented product—the germplasm, or 
“God-made” soybean seed. The Federal Circuit held that this was not a tying arrangement. The Technology 
Agreement did not impose a restriction on the use of the product purchased under the license, but instead imposed a 
restriction on the use of the goods made by the licensed product. However, in this case, the licensed and patented 
product (the first-generation seeds) and the goods made by the licensed product (the second-generation seeds) are 
nearly identical copies. Since Monsanto’s ’435 patent reads on the first-generation seeds, it would also read on the 
second-generation seeds; therefore, the restrictions in the Technology Agreement prohibiting the replanting of the 
second-generation ROUNDUP READY® soybeans do not impermissibly broaden Monsanto’s rights under the 
patent statute. The Federal Circuit also rejected McFarling’s antitrust counterclaim for the same reasons.

Additionally, the Court refused to reconsider its previous ruling that the PVPA does not preempt and invalidate 
all prohibitions on seed saving contained in utility-patent licenses. The Federal Circuit maintained that the right to 
save seeds of plants registered under the PVPA does not impart the right to save seeds of plants patented under the 
Patent Act. The two statutes can mutually coexist and Congress did not intend for exemptions to exist for saving 
seeds under a utility patent or prohibit owners of utility patents from enforcing seed-saving prohibitions in their 
licenses.

However, the Federal Circuit did vacate the district court’s damages award. The Court held that under Missouri 
law, the provision in the Technology Agreement applying a 120 multiplier to the technology fee is an unenforceable 
and invalid penalty clause. Accordingly, the Court remanded the judgment of damages to the district court for 
determination of actual damages.

Claim for Antidepressant Found Invalid for Public Use [Judges: Rader (author), Bryson, and Gajarsa]

In SmithKline Beecham Corp. v. Apotex Corp., No. 03-1285 (Fed. Cir. Apr. 23, 2004), the Federal Circuit 
rejected the district court’s claim construction that led to a SJ of noninfringement, but affirmed the SJ nonetheless, 
concluding that the claimed invention was invalid as having been in public use.

This appeal arose from an ANDA infringement action involving Paxil®, an antidepressant marketed by 
SmithKline Beecham Corporation (“SB”). Claim 1 of SB’s U.S. Patent No. 4,721,723 (“the ‘723 patent”) claims 
“crystalline paroxetine hydrochloride hemihydrate.” Paxil® contains paroxetine hydrochloride (“PHC”) in the 
hemihydrate crystalline form. Apotex Corporation (“Apotex”) sought to make a generic version of PHC, arguing 
that its PHC product was in an anhydrate crystalline form. SB alleged that Apotex’s proposed product would 
contain the patented hemihydrate crystalline form and would therefore infringe claim 1 of the ‘723 patent.

The district court interpreted claim 1 as limited to PHC hemihydrate in “commercially significant” amounts and 
found that such amounts would have to be in the “high double digits.” The district court supported this claim 
construction with a reference in the specification to the hemihydrate’s superior handling properties. The district 
court then found that Apotex’s proposed paroxetine drug did not contain commercially significant amounts of PHC 
hemihydrate and, therefore, would not infringe.

SB had argued that the claim covered a crystalline form of PHC that contains one molecule of bound water for 
every two molecules of PHC in the crystalline structure, and that any PHC that had this crystalline structure would 
infringe this claim. The district court found that such a claim construction would be indefinite.

The Federal Circuit disagreed with the district court’s claim construction, stating that claim construction “is not 
a policy-driven inquiry. ... it is a contextual interpretation of language. The scope of patent claims can neither be 
broadened nor narrowed based on abstract policy considerations regarding the effect of a particular claim meaning.” 
Slip op. at 11. The Federal Circuit then found that claim 1 covered any amount of PHC hemihydrate. The Federal 
Circuit also rejected the district court’s indefiniteness arguments, observing that the test for indefiniteness does not 
depend on a potential infringer’s ability to ascertain the nature of its own accused product to determine 
infringement, but instead on whether the claim delineates to a skilled artisan the bounds of the invention. The 
Federal Circuit found that the scope of the claim is in fact clear to one of ordinary skill. The Federal Circuit then 
adopted the district court’s factual finding that Apotex’s PHC anhydrate would contain PHC hemihydrate, and found 
that under the correct claim construction, Apotex would infringe claim 1.
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The Federal Circuit then turned to the public-use issue. The district court had granted SB’s motion for SJ that 
SB’s PHC clinical trials did not constitute a public use but rather were experimental. But, the Federal Circuit 
reversed. The Court assumed that the clinical trials were subject to satisfactory controls and otherwise properly 
conducted to fulfill their intended purpose—namely, to establish the efficacy and safety of PHC hemihydrate as an 
antidepressant drug for humans. Nevertheless, the Federal Circuit found that SB’s clinical trials could not be 
experimental, because the intended use of PHC was not recited in the claim. The Court warned that “a patentee 
should understand that testing the properties, uses, and commercial significance of a compound claimed solely in 
structural terms may start the clock under §□ 102(b) for filing a claim that is not limited by any property, 
commercially significant amount, or other use of the compound.” Slip op. at 23.

In a concurring opinion, Judge Gajarsa disagreed with the majority ruling on public-use invalidity, citing 
precedent that had found experimental use even where the intended use was not literally recited in the claim. Judge 
Gajarsa instead concluded that the Court should hold that patent claims drawn broadly enough to encompass 
products that spread, appear, and reproduce through natural processes are not patentable and invalid under 35 U.S.C. 
§□101, and that claim 1 of the ‘723 patent was such a claim.

Findings of Fact Insufficient to Support Ruling of Willful Infringement [Judges: Linn (author), Mayer, and 
Newman (concurring-in-part and dissenting-in-part)]

In Golden Blount, Inc. v. Robert H. Peterson Co., No. 03-1298 (Fed. Cir. Apr. 19, 2004), the Federal Circuit 
affirmed a district court’s claim construction and finding of validity, but remanded the issue of infringement.

Golden Blount, Inc. (“Blount”) and Robert H. Peterson Company (“Peterson”) compete in the fireplace-
equipment market. Blount owns the patent-in-suit, U.S. Patent No. 5,998,159 (“the ‘159 patent”), which relates to a 
gas-fired, artificial log and coal-burner assembly.

Blount alleged infringement by a device marketed by Peterson—the EMB Series Ember Flame Booster 
(“Booster”) based on the function and relative positions of the Booster’s burners. Claim 1 recites that a support 
means holds “the elongated primary burner in a raised level relative to the forwardly position secondary coals burner 
elongated tube.” The district court had found that “raised level” meant that the primary burner was at a raised level 
relative to the secondary burner. Peterson argued that the raised level should be based on the position of the gas 
ports, but the Federal Circuit agreed with the district court.

Claim 17 recites that the gas ports are directed “away from the fireplace opening.” The district court had 
construed this to mean any direction that did not include a horizontal component pointed toward the vertical plane of 
the fireplace opening, and the Federal Circuit affirmed.

Based on its claim constructions, the district court had concluded that Peterson infringed each of the asserted 
claims. It had also concluded, among other things, that the claims of the patent are valid and that Peterson’s 
infringement was willful.

The Federal Circuit vacated and remanded the infringement issues because the district court did not provide 
findings of fact to support a conclusion of infringement. With a lack of support for findings of infringement, the 
Federal Circuit could not determine whether the trial court had any evidence to support its conclusions, nor was it 
able to determine whether the district court applied appropriate legal standards. Because it remanded the 
infringement issues, the Court also vacated the finding of willfulness.

The Federal Circuit also found that Peterson did not meet its burden of proving invalidity by clear and 
convincing evidence. The Court found that Peterson offered only the bare assertion that the patent claims would 
have been obvious. The Court stated that it therefore had no reason to reverse the district court’s conclusion that the 
‘ 159 patent is not invalid. The Federal Circuit found that Peterson had failed to raise an inequitable-conduct issue 
before the district court and, as a result, had waived that issue.

Judge Newman concurred-in-part and dissented-in-part. She concurred with the court’s finding of validity and 
that evidence to support Peterson’s inequitable-conduct claim was lacking, but dissented against remanding for 
another determination of infringement. She based her dissent on judicial efficiency and a finding of sufficient 
support in the record, stating that the issues on appeal were decided by the claim-construction issue and did not 
require a remand for a longer opinion.
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Court “Sheds Light” on Claim Term “Illuminating” [Judges: Michel (author), Clevenger, and Schall]

In Scanner Technologies Corp. v. ICOS Vision Systems Corp., No. 03-1465 (Fed. Cir. Apr. 23, 2004), the 
Federal Circuit vacated and remanded the district court’s SJ ruling that ICOS Vision Systems Corporation, N.V. 
(“ICOS”) did not infringe U.S. Patent Nos. 6,064,757 (“the ‘757 patent”) and 6,064,756 (“the ‘756 patent”).

Scanner Technologies Corporation (“Scanner”) owns the ‘757 and ‘756 patents, which are directed to methods 
and systems, respectively, for electronic-component inspection. The patents disclose the application of triangulation 
techniques using images of an illuminated Ball Grid Array (“BGA”) device to determine the precision to which 
solder balls in the BGA device are at the same height. Among other elements, claim 1 of the ’757 patent recites the 
step of “illuminating” and claim 1 of the ‘756 patent recites “an illumination apparatus.” The district court 
construed both uses of the term as being limited to only one illumination source. The district court recognized that 
the phrase “illumination source” appears nowhere in the claims of the ’756 patent, but concluded that the difference 
between the correct claim term “illumination apparatus” and the phrase “illumination source” was not significant for 
purposes of the claim construction. On the basis of this construction, the district court ruled under SJ that ICOS did 
not infringe the ‘757 and ‘756 patents.

On appeal, the Federal Circuit held that the district court’s imprecise use and apparent construction of the 
phrase “illumination source” was harmless error because the district court had made clear that its decision and 
reasoning applied to the actual claim language.

The Federal Circuit also considered whether the district court failed to account for the difference between a 
system claim and a method claim when it concurrently construed, and limited, an apparatus-claim term and a 
method-claim term together. The Court concluded that the district court did appreciate the difference between a 
system claim and a method claim, and ruled that the apparatus “an illumination source” and step “illuminating” may 
be properly construed together.

Notwithstanding the holdings above, the Federal Circuit concluded that the district court had erred by limiting 
these claim terms to only a single illumination source. The Federal Circuit reiterated that a patentee must evince a 
clear intent to limit the articles “a” and “an” to mean “only one” when used in an open-ended claim that contains the 
transitional phrase “comprising.” The Federal Circuit found no evidence of such clear intent in the prosecution or 
claims of the ’757 and ‘756 patents.

June/July 2004

Rewriting Dependent Claims into Independent Form Raises Presumption of Prosecution History Estoppel [En banc, 
Dyk (author), Newman (dissenting-in-part)]

In Honeywell International, Inc. v. Hamilton Sunstrand Corp., No. 02-1005 (Fed. Cir. June 2, 2004), the 
Federal Circuit held that the rewriting of dependent claims into independent form coupled with the cancellation of 
the original independent claims creates a presumption of prosecution history estoppel.

Honeywell International, Inc.’s (“Honeywell”) patents are directed to an aircraft auxiliary power unit (“APU”), 
which is typically used on aircraft to generate electricity and compress air. The Honeywell APU was designed to 
avoid air surges by controlling a surge-bleed valve.

The decision concerned three claims from two different patents. Each of the three claims originated as a 
dependent claim that depended from a rejected independent claim. The Examiner indicated that these three claims 
would be allowable if rewritten into independent form, and Honeywell responded by canceling the rejected 
independent claims and amending the dependent claims to expressly incorporate the limitations of the rejected 
independent claims. At trial, a jury found willful infringement based on the DOE and awarded over $45 million in 
damages.

The Federal Circuit initially answered a less controversial question, ruling that an amendment adding a new 
claim limitation constitutes a narrowing amendment that gives rise to an estoppel, just like an amendment that 
narrows a preexisting claim limitation. The Court then tackled the more controversial issue of whether rewriting a 
dependent claim into independent form, coupled with the cancellation of the original independent claim, constitutes 
a narrowing amendment. Honeywell, of course, argued that although it had surrendered the broader independent 
claims, there should be no presumption of surrender because the scope of the rewritten dependent claims had not 
been narrowed. The Federal Circuit rejected this argument, however, and concluded that in Festo Corp. v. Shoketsu 
Kinzoku Kogyo Kabushiki Co., 535 U.S. 722 (2002), the Supreme Court held that the proper focus is whether the 
amendment narrows the overall scope of the claimed subject matter. Accordingly, the Court reasoned, the fact that 
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the scope of the rewritten claim has remained unchanged does not preclude the application of prosecution history if, 
by canceling the original independent claim and rewriting the dependent claims in independent form, the scope of 
subject matter claimed in the independent claim has been narrowed to secure the patent.

The Federal Circuit dug deep to find support for its ruling, even citing an old decision by Judge Learned Hand, 
Keith v. Charles E. Hires Co., 116 F.2d 46 (2d Cir. 1940). In Keith, Judge Hand found no difference between the 
situation where a claim was amended to secure allowance and one where the applicant files both a limited claim and 
a broader claim at the same time and then cancels the broader claim when it has been rejected.

After revealing its ruling, the Court cautioned that the presumption of surrender applies only to the amended or 
newly added limitation, not the whole claim. There is no surrender concerning the limitations present in the original 
independent claim. Equivalents are presumably not available only with respect to the limitation added from the 
dependent claim. Having so ruled, the Federal Circuit remanded the case for the district court to determine whether 
the patentee could overcome the presumption of estoppel.

Judge Newman dissented, concluding that the majority’s decision directly contradicts 35OU.S.C. § 112, Tf 4. 
She concluded that this new rule will simply raise the costs and increase the difficulty of examining patents because 
practitioners will simply move away from using dependent claims. In her opinion, 35 U.S.C. § 112, 5| 4 assured that 
claim scope is unrelated to whether the claim is in independent or dependent form, and the Supreme Court did not 
change that law in Festo.

Failure to File Translation of Application Proves Fatal in Interference [Judges: Clevenger (author), Michel, and 
Schall]

In Stevens v. Tamai, No. 03-1479 (Fed. Cir. May 4, 2004), the Federal Circuit reversed the judgment ofthe 
Board for Tamai, the senior-party applicant in an interference proceeding, with instructions to enter judgment for 
Stevens, the junior party. The Board erred in granting Tamai the benefit of Japanese Patent Application No. 3- 
068371 (“the Japanese ‘371 application”).

Stevens and Tamai were parties to Interference No. 103,662, declared May 9, 1997. Stevens’s patent, U.S. 
Patent No. 5,393,368 (“the ‘368 patent”), was filed February 7, 1994, and issued February 28, 1995. Tamai’s 
application, Ser. No. 08/196,839 (“the ‘839 application”), was filed on February 15, 1994, as a CIP of U.S. Patent 
Application No. 08/030,183 (“the ‘183 application”), filed March 29, 1993. The notice declaring the interference 
accorded the ‘839 application the benefit of the ‘183 application’s filing date; thus, Tamai obtained senior-party 
status.

Based on a preliminary motion to be accorded the benefit of the filing date of an earlier filed application under 
37 C.F.R. § 1.637, Stevens obtained a constructive reduction to practice for the ‘368 patent of February 10, 1993, 
prior to Tamai’s priority date of March 29, 1993, based on the ‘183 application. Tamai, however, filed a 
preliminary motion based on the Japanese ‘371 application, filed July 31, 1991, and PCT Application No. 
PCT/JP92/00947 (“the PCT ‘947 application”), both of which are in Japanese. Tamai only filed a translation of the 
Japanese ‘371 application with his motion, failing to file a Japanese language copy of either application and 
similarly failing to file a translation of the PCT ‘947 application with his motion. Tamai also failed to file an 
affidavit attesting to the accuracy of the translation of the Japanese ‘371 application.

While the Board denied Tamai’s motion for benefit based on the PCT ‘947 application because Tamai had 
failed to supply a translation of that application, the Board examined the translation of the Japanese ‘371 application 
and determined it to be a constructive reduction to practice of the interference count. Therefore, the Board entered 
judgment in Tamai’s favor and against Stevens. After reconsideration, the Board refused to modify its judgment, 
stating that Tamai was required to file a translation of the PCT ‘947 application along with its motion. The Board 
further stated that Tamai failed to indicate that the ‘183 application was a translation of the PCT ‘947 application 
when the motion for benefit was filed.

On appeal, Stevens asserted that Tamai was precluded from directly claiming benefit of the Japanese ‘371 
application because it was filed more than one year before the ‘183 application. Further, Stevens argued that Tamai 
needed to obtain the benefit of the PCT ‘947 application in order to obtain benefit of the Japanese ‘371 application. 
The Federal Circuit agreed that the Board had erred in according Tamai the benefit of the Japanese ‘371 application 
because he failed to prove his entitlement to the benefit of the PCT ‘947 application by filing a translation of the 
PCT ‘947 application along with an affidavit attesting to its accuracy with his motion for benefit.

The Federal Circuit found that Tamai’s compliance with filing requirements for international applications 
entering the national stage was not sufficient to prove constructive reduction to practice in an interference 
proceeding. Therefore, without the benefit of the PCT ‘947 application and the Japanese ‘371 application, Tamai’s 
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effective filing date of March 29, 1993, is nearly two months after Stevens’s effective filing date of February 10, 
1993. Based on this information, the Federal Circuit held that Stevens proved a constructive reduction to practice 
earlier in time than Tamai and remanded to the Board with instructions to enter judgment for Stevens.

A General-Usage Dictionary Cannot Overcome Credible Art-Specific Evidence of Meaning of Claim Term [Judges: 
Michel (author), Gajarsa, and Linn]

In Vanderlande Industries Nederland BVv. International Trade Commission, No. 03-1349 (Fed. Cir. May 3, 
2004), the Federal Circuit affirmed rulings that (1) Vanderlande Industries Nederland BV (“Vanderlande”) violated 
19 U.S.C. §131337 by importing products that infringe claims 1 and 4 of U.S. Patent No. 5,127,510 (“the ’510 
patent”), and (2) the patent owner and licensee were not barred from asserting the ‘510 patent against Vanderlande 
under the doctrine of equitable estoppel.

Intervenors Siemens Dematic Corporation (“Siemens”) and Rapistan Systems Advertising Corporation 
(“Rapistan”), respectively, are the exclusive licensee and owner of the patent-in-suit, which relates to mechanical 
sorting systems that push an item across slats of a conveyor belt. The patent-in-suit describes a system that 
minimizes the reaction force of an item against the diverter shoe, laterally moving that item as it travels along a 
conveyor. The ‘510 patent discloses technology designed to improve glide and reduce the reaction forces that tend 
to flip the shoe over and rotate it sideways during sorting. Such conveyor- belt sorting systems are commonly used 
in mail or package-sorting facilities.

Siemans and Rapistan filed a complaint with the ITC seeking a limited exclusion order for sortation systems or 
parts that are manufactured abroad and/or imported by or on behalf of Vanderlande. The ITC investigated and ruled 
that Vanderlande’s Mark 2 Posisorter product infringes claims 1 and 4 of the ‘510 patent. The ITC rejected 
Vanderlande’s defense of equitable estoppel and held the company in violation of 193U.S.C. §131337.

In reviewing the ITC claim construction, the Federal Circuit relied on intrinsic evidence to construe the 
limitation “glide surface surrounding said [slat] wall” from the viewpoint of one of ordinary skill in the art. The 
Federal Circuit reasoned that because the “Summary of the Invention” expressly contemplates embodiments in 
which the glide surface contacts at least one edge of a slat, Vanderlande’s proposed construction requiring that the 
glide surface of the shoe contact a slat on all sides is inconsistent with the written description. The Federal Circuit 
reasoned that the written description discloses detailed, art-specific examples of glide surfaces in the Summary that 
fall outside of Vanderlande’s proposed construction. Even when the Summary emphasizes that such embodiments 
are not optimal, the Court remarked, they fall within the disclosure of the invention and indicate that the patent 
requires a broader meaning of the disputed term.

The Court considered and rejected a dictionary definition of “glide” put forward by Vanderlande, stating that 
the definition of a term from a general-usage dictionary does not out-weigh countervailing inventor and expert 
testimony that the disputed claim term had no independent meaning in the art. The Court stated that evidence 
demonstrating that skilled artisans attach a special meaning (or no meaning at all) to a disputed claim term renders a 
contrary definition from a general-usage dictionary irrelevant. The Court thus adopted a construction of “glide 
surface” that embraces the accused product.

The Federal Circuit also found no error in the ITC’s omission of a formal construction of the limitation “glide 
surface having substantially the same configuration as said outer surface of said slat.” The Court held that an 
implicit construction of the term does not create reversible error, and that substantial evidence supports the 
application of the claim limitation to the accused device as a reasonable person might accept that there is adequate 
support for the conclusion that the shape of the inner surface of the diverter shoe, while not identical to the outer 
surface of the slat, has “substantially the same configuration.”

And finally, the Federal Circuit affirmed the ITC ruling that Siemans and Rapistan were not equitably estopped 
from asserting the ‘510 patent against Vanderlande. Vanderlande argued that they were misled to believe that the 
patent would not be asserted against them by a two to three year delay between warnings of potential infringement 
and the initiation of litigation before the ITC. The Federal Circuit noted that Rapistan initiated litigation nine 
months after receiving confirmation of infringing activities, and, thus, the patentees had not misled Vanderlande 
with any delay. Finding that Siemans and Rapistan did not mislead Vanderlande, the Court concluded that the ITC 
properly rejected this defense.
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Patent License Carries Implied Rights for Customers [Judges: Bryson (author), Michel, and Linn]

In Jacobs v. Nintendo of America, Inc., No. 03-1297 (Fed. Cir. May 28, 2004), the Federal Circuit affirmed a SJ 
that Nintendo of America, Inc. (“Nintendo”), being a customer of Analog Devices, Inc. (“Analog”), could not 
infringe, given an existing license between Jordan Spencer Jacobs and Analog.

Jacobs owns U.S. Patent No. 5,059,958 (“the ‘958 patent”), which concerns a tilt-sensitive joystick for a video-
game controller.

In July 2001, Jacobs settled a case against Analog and agreed to license Analog to the ‘958 patent. After 
settling with Analog, Jacobs then sued Nintendo for infringement of the ‘958 patent. As an Analog customer, 
Nintendo moved for SJ of noninfringement based on the ‘958 patent license. The district court ruled that because 
the settlement agreement between Jacobs and Analog permitted Analog to sell accelerometers for use in tilt-sensitive 
control boxes, such as the ones manufactured and sold by Nintendo, Nintendo had an implied license to use the 
Analog accelerometers in such control boxes.

On appeal, the Federal Circuit agreed with the district court. The Court rejected Jacobs’s argument that the 
Jacobs-Analog agreement was only a bare license granting Analog the right not to be sued for making, using, or 
selling accelerometers for use in tilt-sensitive control boxes, but such right did not extend to such customers like 
Nintendo. Such an interpretation, the Federal Circuit ruled, would violate the basic contract principle that a party 
may not assign a right, receive consideration for it, and then take steps that would render the right commercially 
worthless. Jacobs knew that Analog was not in the business of making game controls, so there is no reason to 
believe that Analog would have bargained for a right that would not protect its customers.

“Circuit”-Plus-Function Is Not Means-Plus-Function [Judges: Linn (author), Newman, and Schall]

In Linear Technology Corp. v. Impala Linear Corp., No. 02-1569 (Fed. Cir. June 17, 2004), the Federal Circuit 
vacated the district court’s grant of SJ of noninfringement in favor of Maxim Integrated Products, Inc. (“Maxim”) 
after concluding that the district court had erred in construing certain claim limitations of U.S. Patent No. 5,481,178 
(“the ‘178 patent”) owned by Linear Technology Corporation (“Linear”). The ‘178 patent relates to voltage 
regulators, which are designed to provide a predetermined and constant voltage output from a fluctuating input 
voltage source, such as a battery, to an energy consuming device. The Federal Circuit also vacated the district 
court’s grant of SJ of no contributory infringement or inducement with respect to certain claims of the ‘178 patent 
because Linear had raised genuine issues of material fact concerning direct infringement. Finally, the Federal 
Circuit affirmed the district court’s denial of Maxim’s motion for SJ that Ronald Vinsant was a joint inventor of the 
‘178 patent.

On appeal, the Federal Circuit first reviewed the district court’s construction of the claim terms “circuit,” “vary 
the duty cycle,” and “simultaneously off.” The Court concluded that the district court had incorrectly construed the 
“circuit” and “circuitry” claim limitations of the ‘178 patent as means-plus-function limitations subject to 
35DU.S.C. § 112, ^[ 6, even though these limitations recited only the functions of the circuits. Because none of the 
disputed limitations included the word “means,” the Federal Circuit held that the district court legally erred by 
failing to apply the rebuttable presumption that § 112, ^[ 6 does not apply. The Court looked at some technical 
dictionaries and concluded that the term “circuit” connotes structure. The Court ruled that “when the structure 
connoting term ‘circuit’ is coupled with a description of the circuit’s operation, sufficient structural meaning 
generally will be conveyed to persons of ordinary skill in the art, and §□ 112, ^[ 6 presumptively will not apply.”

The Federal Circuit also disagreed with the district court’s construction of “vary the duty cycle,” which was 
written in means-plus-function format. The district court had held that the pulse width modulation (“PWM”) 
circuits mentioned in the specification were not corresponding structure for this limitation because the term PWM is 
essentially generic and does not reference a specific structure. The Federal Circuit noted that although the 
expression “PWM circuit” does not reference a specific circuit structure, persons of skill in the art would understand 
that “PWM circuit” references a discrete class of circuit structures that perform known functions.

The Federal Circuit also found that the district court had erred in construing the “simultaneously off’ limitations 
recited in certain claims of the ‘178 patent. Specifically, these limitations state: “to cause both switching transistors 
to be simultaneously OFF for a period of time.” The district court had construed these limitations as encompassing 
“the act of turning or causing both transistors to be off, not the state of being off, that occurs simultaneously.” The 
Federal Circuit disagreed, concluding that the ordinary and customary meaning of “simultaneously off,” in 
contextual relation to the “period of time” language of the claims, encompasses the simultaneous state of both 
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switching transistors being disabled or held off. Thus, the Court concluded that “simultaneously off’ limitations 
require that both switching transistors be held off or disabled for an overlapping period of time, not that they be 
turned off or disabled at the same instant.

The Federal Circuit next turned to the district court’s grant of SJ of no contributory infringement or inducement 
with respect to certain claims of the ‘178 patent. The Court reviewed all the record evidence and concluded that this 
evidence raised a genuine issue as to whether Maxim’s customers directly infringed, and hence, whether Maxim 
contributed to or induced infringement. It therefore vacated the district court’s grant of SJ of non-infringement.

Finally, the Federal Circuit addressed Maxim’s cross appeal. The Court noted that the parties disputed whether 
the district coml had erred in finding that Ronald Vinsant’s claim of joint inventorship of the ‘178 patent was not 
corroborated and also in denying Maxim’s motion for SJ that Vinsant was a joint inventor of the ‘178 patent. The 
Court noted that because Maxim’s cross appeal is from a district court’s denial of its motion for SJ, it would not 
disturb that determination in the absence of an abuse of discretion. The Federal Circuit then reviewed the 
corroboration evidence and agreed with the district court’s assessment of that evidence. Specifically, the Court held 
that the district court had not abused its discretion in concluding that Vinsant’s inventorship claim was not 
corroborated.

Claims for Detecting and Localizing a Tumor May Be Infringed Under DOE [Judges: Gajarsa (author), Schall, and 
Prost (concurring-in-part and dissenting-in-part)]

In Goldenberg v. Cytogen, Inc., No. 03-1409 (Fed. Cir. June 23, 2004), the Federal Circuit affirmed the district 
court’s grant of SJ that Cytogen, Inc.’s (“Cytogen”) ProstaScint, a prostate-specific membrane antigen (PSMA) 
marker, did not literally infringe U.S. Patent No. 4,460,559 (“the ’559 patent”), but reversed the district court’s 
finding of infringement of the ’559 patent under the DOE and remanded for further proceedings.

The ’559 patent is directed to a method for detecting and localizing tumors by targeting “intracellular marker 
substances” that are produced by or associated with tumor cells. The claimed method includes injecting a subject 
with a radioactively highlighted antibody specific to the “marking substance,” which, when scanned, reveals the 
location of concentrations of the “marking substance” within the body.

Milton D. Goldenberg and Immunomedics, Inc. (collectively “Immunomedics”) filed suit against Cytogen and 
C.R. Bard, Inc. (collectively “Cytogen”), alleging that because PSMA is an “intracellular marker substance” and the 
antibody in Cytogen’s ProstaScint targets PSMA, then ProstaScint infringes the method claims of the ’559 patent. 
Specifically, Immunomedics alleged that ProstaScint infringed the method claims of the ’559 patent by containing 
the antibody 7E11-C5.3 (an antibody specific to PSMA).

The method of claim 1 in the ’559 patent included the term “intracellular marker substance.” Immunomedics 
failed to define in the specification the term “intracellular marker substance,” and the parties agreed that the term 
had no commonly accepted meaning. In construing the term, the district court reviewed the intrinsic evidence and 
considered expert testimony. The district court construed “intracellular marker substance” to mean “an antigen 
existing within a body cell.” Both parties filed motions for SJ based on the claim construction. The district court, 
concluding that PSMA was a cell-surface antigen, granted Cytogen’s motions for SJ of noninfringement.

The ’559 patent was one of two patents that originated from two simultaneously filed applications. A 
continuation of the first application resulted in the ’559 patent, and a CIP of the second application resulted in U.S. 
Patent No. 4,444,744 (“the ’744 patent”). In its literal infringement analysis, the district court relied on passages 
added during the prosecution of the ’744 patent where Goldenberg distinguished the parent application of the ’744 
patent from the ‘559 patent to overcome a double-patenting rejection during prosecution of the ’559 patent. The 
district court consequently relied on both the definition and the references in the ’744 patent to conclude that PSMA 
was a cell-surface antigen and was therefore outside of the literal scope of claim 1.

The Federal Circuit reviewed the claim construction of the term “intracellular marker substance” and affirmed 
the district court’s construction. The Federal Circuit also agreed with the district court’s finding that the marker 
substance must be wholly internal to the cell. The Federal Circuit stated, however, that the relevant passages from 
the ’744 patent relied on by the district court constituted new matter added by the CIP; thus, it does not constitute 
part of the prosecution history of the ’559 patent. Nevertheless, the Federal Circuit reached the same construction 
based on the intrinsic evidence of the ’559 patent and held that the district court’s use of the passages from the ’744 
patent was harmless error.

In affirming the district court’s construction of the term “intracellular marker substance,” the Federal Circuit 
agreed that, as a transmembrane antigen, PSMA is not an intracellular marker substance. As to the DOE, however, 
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the Federal Circuit held that the district court improperly relied on the faulty premise of classifying PSMA as solely 
a cell-surface antigen.

Additionally, the Federal Circuit found that Immunomedics had presented a sufficient factual dispute to avoid 
SJ. The Court noted that transmembrane antigens are not susceptible to the black and white categorization made by 
the district court, and “[a]s a ‘grey’ category, transmembrane antigens are not addressed by the ’559 patent or its 
prosecution history and might be equivalent to either of the categories [cell-surface marker or intracellular marker] 
identified by the district court if such a finding was made.” Slip op. at 17.

Accordingly, the Federal Circuit found that Immunomedics had presented a sufficient factual dispute to avoid 
SJ and remanded to the district court for further proceedings on the issue of infringement under the DOE.

Preamble Is Not a Claim Limitation [Judges: Linn (author), Lourie, and Schall]

\n Intirtool, Ltd. v. Texar Corp., No. 03-1394 (Fed. Cir. May 10, 2004), the Federal Circuit reversed and 
remanded the district court’s finding (1) that Intirtool, Ltd.’s (“Intirtool”) U.S. Patent No. 5,022,253 (“the ‘253 
patent”) is invalid for failing to satisfy the written description requirement under 35 U.S.C. §□ 112, first paragraph; 
(2)Dthat Intirtool’s patent is unenforceable because Intirtool committed inequitable conduct during the patent’s 
prosecution; and (3) that damages that had accrued prior to Intirtool’s filing of the infringement action are barred by 
the equitable doctrine of laches. The Federal Circuit held that the district court had either clearly erred or abused its 
discretion in reaching each of these findings.

Intirtool owns the ‘253 patent, which claims hand-held punch pliers for simultaneously punching and 
connecting overlapping sheet metal, such as the comers of overlapping ceiling-tile grids. Intirtool sold patented 
tools to Texar Corporation (“Texar”) in 1992 and 1993, and Texar resold the tools to retailers. In July 1993, during 
a telephone conversation, Texar informed Intirtool that a very similar tool was available from other suppliers for a 
lower price and asked Intirtool to meet the other suppliers’ lower price. Intirtool refused to lower its price, and 
Texar stopped buying the tools from Intirtool. In April 2000, Intirtool filed a patent-infringement suit, accusing 
Texar of infringing its ’253 patent.

In a bench trial, the district court held that the ’253 patent was invalid for failure to satisfy the written 
description requirement, finding that the specification did not describe hand-held pliers for simultaneously punching 
and connecting overlapping sheet metal. The district court also held that the ’253 patent was unenforceable, finding 
that Intirtool had engaged in inequitable conduct because it had represented to the PTO that the described tool 
simultaneously punched holes and connected ceiling grids, knowing this representation was false. Finally, the 
district court held that Intirtool’s infringement action was barred by laches because Intirtool should have known that 
Texar was reselling the competing tools within the six-year period before the action was filed, and Intirtool had not 
shown that the delay in filing the action was reasonable.

The preamble of claim 1 in the ’253 patent recites “a hand-held punch pliers for simultaneously punching and 
connecting overlapping sheet metal.” The district court concluded that the preamble of claim 1 was a claim 
limitation because it found that Intirtool had represented to the PTO that the tool was capable of simultaneously 
punching and connecting ceiling grids, but further concluded that the punch pliers described in the ’253 patent do 
punch holes in overlapped sheets of metal but do not connect the sheets. As a result, the district court found the 
’253 patent invalid for failure to comply with the written description requirement.

Reviewing the district court’s findings, the Federal Circuit concluded that the claim 1 preamble does not recite 
any additional structure or steps underscored as important by the specification. The Court also found no clear 
reliance in the prosecution history by Intirtool on the preamble rather than on the structural limitations set forth in 
the body of claim 1. As a result, the Federal Circuit ruled that the ’253 patent preamble is not a limitation of claim 
1. Finding that the district court appeared to have based its inadequate description conclusion on its erroneous 
finding that the “simultaneously punching and connecting” language of the preamble was a limitation of claim 1, the 
Federal Circuit held that the district court’s conclusion was clearly erroneous.

The district court had based its conclusion that Intirtool had engaged in inequitable conduct on its finding that 
during prosecution of the ’253 patent, Intirtool had repeatedly stated and stressed that the described tool 
simultaneously punched holes and connected ceiling grids, knowing that this assertion was false. The Federal 
Circuit held, however, that Intirtool’s representations merely referred preamble features of the invention. In 
addition, the Federal Circuit held that those representations were not clearly incorrect, and that Intirtool’s 
representations during prosecution did not rise to the required level of materiality. The Federal Circuit thereafter 
concluded that the district court had clearly erred in its finding that Intirtool’s statements were material 
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misrepresentations and held that the district court had abused its discretion in ruling that Intirtool had committed 
inequitable conduct.

The district court had found that Intirtool should have known in July 1993 that Texar was going to continue to 
sell punch pliers but would acquire them from another vendor because the price was cheaper based on the July 1993 
telephone conversation between the Intirtool and Texar representatives.

The Federal Circuit found, however, that the July 1993 telephone discussion between the Intirtool and Texar 
representatives was insufficient to provide Intirtool with constructive knowledge of any act that might give rise to an 
infringement claim against Texar. Accordingly, the Federal Circuit held that the district court had clearly erred in 
finding that Intirtool should have known that it had an infringement claim more than six years prior to filing its 
infringement action in April 2000.

Claimed Decking Board Need Not Be Made of Wood [Judges: Linn (author), Mayer, and Gajarsa (dissenting-in- 
part)]

In Nystrom v. Trex Co., No. 03-1092 (Fed. Cir. June 28, 2004), the Federal Circuit reversed the district court’s 
grant of SJ of noninfringement and invalidity, and remanded for further proceedings, but affirmed the district court’s 
denial of Nystrom’s motion for sanctions under 28 U.S.C. §□ 1927.

The patent-in-suit, U.S. Patent No. 5,474,831 (“the ‘831 patent”), discloses and claims boards for use in 
constructing an exterior floor, such as a deck. Nystrom, the owner of the ‘831 patent, sued Trex Company (“Trex”) 
for infringement of the ‘831 patent. Trex is a manufacturer of exterior decking planks made from composites of 
wood fibers and recycled plastic. In response to the suit, Trex counterclaimed, seeking a DJ of noninfringement, 
invalidity, and unenforceability, and filed antitrust counterclaims. Trex voluntarily dismissed the antitrust 
counterclaims, then filed another antitrust counterclaim, which it eventually dismissed. After construing the claims 
as being limited to wood boards cut from a log, the district court entered SJ of noninfringement in favor of Trex on 
all claims. The district court also granted Trex’s motion for SJ of invalidity of claims 18-20. The district court 
entered a final judgment, staying the invalidity and unenforceability counterclaims regarding the remaining claims, 
claims 1-17.

The Federal Circuit initially dismissed Nystrom’s appeal for lack of finality, but the appeal was reinstated after 
the district court dismissed the stayed counterclaims without prejudice.

The Federal Circuit first reviewed the district court’s construction of three claim limitations: “board,” 
“manufactured to have,” and “convex top surface.” As to the “board” limitation, the district court had construed the 
term to mean a “piece of elongated construction material made from wood cut from a log.” The Federal Circuit 
noted that, although some dictionary definitions define “board” solely in reference to its material composition, not 
all dictionary definitions do so. Based on the broadest possible dictionary definition, the Federal Circuit found that 
the ordinary meaning of the word “board” encompasses both a piece of cut wood or sawn lumber and a similarly 
shaped item made of any rigid material. The Federal Circuit then looked to the written description and found that 
Nystrom did not expressly disclaim boards made from materials other than logs. With respect to the prosecution 
history, the Federal Circuit held that Nystrom’s statements that a prior art reference was not pertinent because it was 
“not made from wood” was not a disavowal or disclaimer of claim scope. The Federal Circuit, therefore, construed 
“board” to mean an elongated, flat piece of wood or other rigid material.

The district court had construed the “manufactured to have” limitation as requiring woodworking techniques, 
based on the board being wood cut from a log. In light of its construction that “board” includes materials other than 
wood, the Federal Circuit held that the “manufactured to have” limitation is not limited to woodworking techniques.

With respect to the “convex top surface” term, the district court had construed it to mean “an upper surface with 
an outward curve that has a ratio of curvature to width of the board between 4:1 to 6:1,” based on statements made 
in the prosecution history to distinguish a prior art reference. The Federal Circuit looked first to the dictionary 
definition of “convex” as “having a surface or boundary that curves or bulges outward, as the exterior of a sphere.” 
The Court ruled that the statements about the convex top surface that were made with respect to issued claim 16 did 
not apply to the other claims and concluded that the prosecution history did not limit the “convex top surface” to a 
particular radius of curvature. The Federal Circuit, therefore, held that the correct construction is an upper surface 
that curves or bulges outward, as the exterior of a sphere.

Based on the revised claim construction, the Federal Circuit reversed the district court’s grant of SJ of 
noninfringement.

The Federal Circuit next considered the district court’s grant of SJ of invalidity of claims 18-20 as anticipated 
by the Zagelmeyer patent. The district court held that certain boards depicted in a figure in the Zagelmeyer patent 
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anticipate the limitation of a “difference in thickness to the width of the board being about 1:40.” The Federal 
Circuit held that the district court had erred in not following prior precedent, holding that arguments made on patent 
drawings that are not explicitly to scale are unavailing, and reversed the district court’s grant of SJ of invalidity of 
claims 18-20.

With respect to sanctions, the Federal Circuit held that the district court did not abuse its discretion in declining 
to award § 1927 sanctions for Trex’s filing of antitrust counterclaims.

Judge Gajarsa dissented with respect to the claim construction of “board” and “manufactured to have,” arguing 
that dictionaries offered competing definitions and that the written description and prosecution history both narrow 
the meaning of “board” to “wood cut from a log.”

Board’s Broad Claim Construction Affirmed, Claims Anticipated [Judges: Bryson (author), Rader, and Gajarsa]

In In re American Academy of Science Tech Center, No. 03-1530 (Fed. Cir. May 13, 2004), the Federal Circuit 
affirmed a decision of the Board upholding an Examiner’s reexamination rejection of several claims of U.S. Patent 
No. 4,714,989 (“the ‘989 patent”) assigned to American Academy of Science Tech Center (“American Academy”).

The ‘989 patent is directed to a data-processing network that distributes processing of user applications among 
several computers. The user applications run on user computers that connect to a database that resides on a separate 
dedicated database computer. In the preferred embodiment described in the ‘989 patent specification, to access the 
database, the user application calls a database-simulator program running on the user computer as though it were 
calling the database directly.

The primary issue on appeal was the construction of the claim terms “user computer” and “indirectly issuing a 
database call.” The Board broadly construed the term “user computer” to encompass both multiuser mainframe 
computers and single-user personal computers, and broadly construed the term “indirectly issuing a database call” to 
require that a request from the host computer go through some other component before it is sent to the database. 
Based on these constructions, the Board affirmed the Examiner’s rejection of the ‘989 patent claims as anticipated 
by or obvious in view of four prior art references that disclosed mainframe computers running user applications and 
communicating with a database computer to access data stored in a database on the database computer.

On appeal, American Academy challenged the Board’s broad claim construction. American Academy first 
argued that the claim term “user computer” should be limited to refer only to a single-user computer, excluding 
multiuser mainframes, because the specification makes clear that the claim language should be interpreted more 
narrowly than the ordinary meaning of the claim language would suggest. In support, American Academy noted 
that the specification points out deficiencies with using multiuser mainframe computers to run user applications and 
refers to a user computer as “dedicated to servicing a user” in the singular. American Academy further argued that 
reading “user computer” to encompass mainframes would vitiate the word “user” from the term. American 
Academy also cited the declarations of its expert as evidence that one of ordinary skill in the art would understand 
“user computer” to mean a computer dedicated to a single user.

In considering this challenge, the Federal Circuit noted that during examination and reexamination, claims are 
to be given their broadest reasonable interpretation consistent with the specification. The Federal Circuit agreed 
with the Board that the description in the ‘989 patent specification did not preclude a mainframe from serving as the 
“user computer” of the invention. The Federal Circuit found that although some of the language of the specification, 
when viewed in isolation, might lead to a construction of “user computer” as a computer that serves only a single 
user, the specification as a whole suggests a construction that is not so narrow. The Federal Circuit concluded that 
the Board’s construction of “user computer” as including multiuser computers, such as mainframes, was not 
unreasonably broad. The Federal Circuit also noted that the Board had broad discretion as to the weight given to 
declarations offered during prosecution and was entitled to discount the opinions of American Academy’s expert.

American Academy also challenged on appeal the Board’s construction of the claim term “indirectly issuing a 
database call.” American Academy argued that the ‘989 patent specification limits this term to “a user computer 
application program issuing a call for data as though from resident storage, coupled with an intermediate step 
redirecting the call to the remote data center computer” because the specification describes a database simulator that 
performs this function as the preferred embodiment. American Academy also provided declarations from its expert 
as further evidence in support of its construction of this term.

The Federal Circuit found that the ‘989 patent specification did not limit “indirectly issuing” to the construction 
proposed by American Academy because the specification makes clear that the database simulator is just a preferred 
embodiment among a variety of conventional protocol procedures. The Federal Circuit concluded that the Board 
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properly used the broadest reasonable construction of the “indirectly issuing” claim term in rejecting the ‘989 patent 
claims.

American Academy did not challenge whether, under the Board’s claim construction, substantial evidence 
supported the Board’s finding of anticipation for the ‘989 patent claims. Consequently, the Federal Circuit also 
affirmed the Board’s finding of anticipation.

Proper Claim Construction Leads to No Infringement [Judges: Clevenger (author), Mayer, and Newman 
(dissenting)]

In Housey Pharmaceuticals, Inc. v. Astrazeneca UK Ltd.,No. 03-1193 (Fed. Cir.May7, 2004), the Federal 
Circuit affirmed the district court’s final judgment of invalidity and noninfringement of four patents directed to 
methods of screening for protein inhibitors or activators.

Housey Pharmaceuticals, Inc. (“Housey”) sued Astrazeneca UK Ltd. and several other Defendants, alleging 
infringement of four patents, all of which are titled “Method of Screening for Protein Inhibitors or Activators.” The 
patented method is an assay to determine whether a substance is an inhibitor or activator of a particular protein 
(called a “protein of interest” or “POI”) in a cell. The method employs two cell lines and compares the effect the 
tested substance has on the phenotypic response to the POI in each cell line.

The district court construed several limitations of the claims, including “inhibitor or activator of a protein,” 
rejecting Housey’s argument that an “inhibitor or activator of a protein” is limited to substances that directly bind to 
the POI, and instead adopting a broader construction that includes substances that operate through indirect 
interactions without necessarily binding to the POI itself. Housey subsequently stipulated that, if the claim 
construction were not reversed or modified on appeal, its patents would be invalid and not infringed. The district 
court thus entered final judgment of invalidity and noninfringement.

On appeal, the Federal Circuit upheld the district court’s claim construction. The Federal Circuit noted that the 
plain language of the representative claim clearly supported the district court’s construction and was inimical to any 
narrower construction. Although Housey had produced definitions of the terms “inhibitor” and “activator” from 
technical dictionaries that included a direct-binding limitation, the Federal Circuit noted that the dictionaries also 
included general definitions of those terms that require only an effect on the biological activity of the protein, 
regardless of the mechanism used to achieve that effect.

The Federal Circuit also held that the intrinsic evidence did not clearly disavow the broad, plain meaning of the 
term “inhibitor or activator of a protein,” and further found that the specification and prosecution history 
affirmatively demonstrated that Housey intended the broader meaning that is not limited to direct binding. The 
Federal Circuit rejected Housey’s arguments that the specification contemplated only direct binding between the 
substance being tested and the POI, characterizing them as attempts to import limitations from the specification into 
the claims.

In dissent, Judge Newman asserted that the majority’s approach to claim construction was based upon 
“confusing recent pronouncements” of the Court that exalt dictionary definitions over technical context. She argued 
that the majority had reinforced the recently created dominance of general definitions, and further contended that 
terms in patent claims should be understood in the technical and scientific context of the specification and should be 
presumed to have their technical meaning, not a general meaning.

Fuel Pump Patent Not Infringed [Judges: Linn (author), Newman, and Bryson]

In TI Group Automotive Systems (North America), Inc. v. VDO North America, LLC, No. 02-1630 (Fed. Cir. 
June 30, 2004), the Federal Circuit affirmed and reversed certain portions of the district court’s claim construction, 
which led to an affirmance of a judgment of noninfringement, but a reversal and remand on validity issues.

TI Group Automotive Systems (North America), Inc. (“TI Group”) owns U.S. Patent No. 4,860,714 (“the ‘714 
patent’), which is directed to fuel pump assembly technology. TI Group is an automotive supplier and has licensed 
the ‘714 patent to other suppliers, including Delphi, a former subsidiary of General Motors. When Delphi began to 
have labor difficulties, General Motors sought a second source of pump assemblies and awarded the contracts to 
VDO North America, LLC, and several other related companies (collectively “VDO”) rather than TI Group. The 
‘714 patent is directed to an in-tank fuel assembly for fuel-injected engines that provides a constant and reliable fuel 
even when the fuel tank is low or its contents are sloshing. Based on the district court’s claim construction, a jury 
returned a verdict finding that VDO infringed three claims literally and under the DOE, that the same claims were 
not invalid, and that VDO’s infringement was willful. The jury also awarded damages in the form of a reasonable 
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royalty of 5%, totaling about $11 million. After the post-trial briefing, however, the district court determined as a 
matter of law that VDO did not infringe, but declined to address VDO’s motion for JMOL that the ‘714 patent was 
invalid. Because the district court left that issue open, the Federal Circuit initially rejected the appeal for lack of 
jurisdiction. The district court then denied VDO’s JMOL motion on invalidity, and the parties reinitiated their 
appeals.

The Court first construed the phrase “fuel reservoir,” which the district court had construed to mean “the portion 
of the apparatus for pumping fuel in which fuel is connected and retained apart from fuel in the fuel tank.” TI Group 
urged the Federal Circuit to adopt the broadest dictionary definition—“any receptacles for fluids.” The Federal 
Circuit concluded that even ordinary dictionary definitions, however, connoted that the fuel in the reservoir be 
contained, or held apart, from the fuel in the fuel tank. Such connotation was fully supported by the written 
description, according to the Court.

The Federal Circuit then construed the phrase “pumping means” and concluded that because this phrase also 
defines structure, including a nozzle and a venturi tube in alignment with the nozzle, any presumption that this 
phrase was a means-plus-function limitation was overcome by the recitation of such structure.

The Federal Circuit also construed the word “within,” which the district court construed to mean that the 
pumping-means components are located inside of the reservoir. Because the dictionaries offered competing 
definitions, the Federal Circuit again looked to the written description to point away from the improper meaning and 
toward the proper meanings. In the end, the Federal Circuit affirmed the district court’s construction of the term 
“within” as meaning “inside.”

After construing several additional claim limitations, the Federal Circuit turned to the JMOL of 
noninfringement. It concluded that based on the proper claim construction, the claims required that the pumping 
means must be on the reservoir side of the opening that divides the fuel tank from the reservoir. The pumping 
means in VDO’s accused device, however, is on the fuel-tank side of the opening that divides the fuel tank from the 
reservoir and, therefore, is not located within the reservoir as the term had been construed. Accordingly, the Federal 
Circuit affirmed the JMOL of no infringement.

With regard to invalidity, however, the Federal Circuit found that although it had determined the proper 
interpretation of the claims, the jury could only have compared the prior art to the erroneously construed claims, 
and, therefore, the Court remanded the invalidity question for further proceedings.

August 2004

Court Reads Specification as Disavowing Certain Lipophilic Component [Judges: Prost (author), Gajarsa, and 
Bryson (dissenting)]

In Novartis Pharmaceuticals Corp. AG v. Abbott Laboratories, No. 03-1367 (Fed. Cir. July 8, 2004), the 
Federal Circuit reversed the district court’s claim construction of the phrase “lipophilic component” but, 
nonetheless, affirmed the district court’s JMOL for noninfringement.

Novartis Pharmaceuticals Corporation AG (“Novartis”) is the assignee of two patents directed to 
pharmaceutical compositions of cyclosporin, U.S. Patent Nos. 5,342,625 (“the ‘625 patent”) and 6,007,840 (“the 
‘840 patent”). The two patents describe compositions that facilitate human absorption of the highly hydrophobic 
cyclosporin by use of a microemulsion. Cyclosporin helps to prevent organ rejection in transplant patients. 
Novartis sued Abbott Laboratories (“Abbott”) for allegedly infringing these two patents with its product Gengraf, a 
cyclosporin formulation.

The district court construed the phrase “lipophilic phase component” to require at least one excipient that (1) is 
a pharmaceutically acceptable solvent in which cyclosporin is soluble, (2) is immiscible with both water and the 
hydrophilic-phase components (without a surfactant), and (3) is not a surfactant. Although they did not agree on the 
meaning of the phrases, both parties agreed that “lipophilic phase component” means the same thing as “lipophilic 
component.”

The parties disputed whether Gengraf contains a “lipophilic phase component.” Abbott asserted that Gengraf 
contains only hydrophilic excipients and surfactants. The jury returned a verdict that Abbott did not infringe claims 
of the ‘625 patent but did infringe claims of the ‘840 patent The district court granted Abbott’s motion for a JMOL 
with respect to infringement of the ‘840 patent, noting that under its claim construction, the “lipophilic phase 
component” cannot be a surfactant.

In construing the phrase “lipophilic component,” the Federal Circuit noted that neither party had been able to 
demonstrate convincingly that the term “lipophilic component” had a well-defined meaning to those of ordinary skill 
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in the art. Novartis pointed to passages of the specification that indicate that a surfactant or a mixture of surfactants 
could form a part of the lipophilic phase that dissolves the cyclosporin, provided that this surfactant or mixture of 
surfactants was an effective solvent for the cyclosporin. The Federal Circuit agreed with Novartis that the district 
court had erred in concluding that a surfactant can form no part of the “lipophilic component.”

Novartis further argued that surfactants could constitute the whole of the lipophilic phase. The Federal Circuit 
did not agree with Novartis on this point, however, and noted that the specification of the ‘840 patent discloses that 
if a surfactant forms a part of the lipophilic phase, it does so as a co- solvent. The Federal Circuit consulted a 
dictionary in defining “co-solvent” as a solvent that can dissolve a solute in conjunction with another solvent and 
defining “part” as something less than whole.

The Federal Circuit further noted the specification’s teaching that in the lipophilic phase, if mixtures of 
surfactants were used as solvents to dissolve the cyclosporin, the other solvent could not be another surfactant. 
Rather, the other solvent had to be a pharmaceutically acceptable nonsurfactant lipophilic excipient capable of 
dissolving cyclosporin. The Federal Circuit concluded that the “lipophilic component” can contain a surfactant but 
cannot be composed entirely of surfactants. Furthermore, the “lipophilic component” must contain, at a minimum, a 
nonsurfactant excipient that is a pharmaceutically acceptable lipophilic substance capable of dissolving cyclosporin.

Novartis also disagreed with the district court’s requirement that the “lipophilic phase component” must be 
immiscible with the hydrophilic phase in the absence of surfactants. The Federal Circuit agreed with Novartis and 
concluded that the specification, contrary to the district court’s reading, does not teach that the entire lipophilic 
phase must be immiscible with the hydrophilic phase, but rather only components, i.e., parts, of the phase should be 
immiscible.

Having determined that the district court had incorrectly construed the phrase “lipophilic component,” the 
Federal Circuit turned to the issue of whether the district court had erred in granting the JMOL of noninfringement 
of the ‘840 patent. The district court, having construed “lipophilic component” to exclude surfactants, found that the 
specific exclusion principle precluded it, as a matter of law, from treating the surfactant as an element forming the 
lipophilic component. Therefore, no compound existed in Gengraf that corresponded to the lipophilic component, 
so the all-elements rule compelled the district court to find that no reasonable fact-finder could find infringement 
under the DOE.

On appeal, Novartis argued that Abbott equivalently infringed because one of the surfactants in Gengraf, Span 
80, was equivalent to the nonsurfactant excipient required by the “lipophilic component.” The Federal Circuit 
rejected Novartis’s theory of infringement by equivalence as contrary to the proper construction of the term 
“lipophilic component” because the theory required that “lipophilic component” include a chemical composition 
composed entirely of surfactants.

The Federal Circuit found no basis to reverse the JMOL for noninfringement of the ‘840 patent because 
Novartis could not provide evidence that would allow a reasonable juror to conclude that there is a “lipophilic 
component,” as properly construed, in Gengraf. Accordingly, the Federal Circuit, finding no error in the district 
court’s grant of the JMOL, reversed the district court’s claim construction and affirmed the grant of the JMOL for 
noninfringement of the ‘840 patent.

§ 271(f)(1) Is Inapplicable to Products Manufactured and Distributed Outside the U.S. [Judges: Lourie (author), 
Rader, and Bryson]

In Pellegrini v. Analog Devices, Inc., No. 04-1054 (Fed. Cir. July 8, 2004), the Federal Circuit affirmed a SJ of 
noninfringement of certain products made and distributed outside the U.S.

Gerald Pellegrini owns U.S. Patent No. 4,651,069 (“the ‘069 patent”) directed to a brushless motor drive circuit. 
Pellegrini sued Analog Devices, Inc. (“Analog”), alleging infringement by Analog’s “ADMC” chips. The ADMC 
chips are manufactured exclusively outside of the U.S., and most of them are sold and shipped to customers outside 
the U.S. The district court granted Analog’s motion for partial SJ with respect to products containing the ADMC 
chips. The district court had rejected Pellegrini’s argument that because Analog’s headquarters are located in the 
U.S. and instructions for the production and disposition of the ADMC chips emanate from the U.S., the chips should 
be regarded as having been caused to be supplied in or from the U.S. under 35 U.S.C. § 271(f)(1).

According to Pellegrini, Analog is incorporated in the U.S. and has exclusive marketing and product-line 
responsibility for ADMC products. Analog conceived and designed the ADMC products in the U.S. and makes all 
development and production decisions in the U.S. Analog is also responsible for the fabrication, assembly, and 
testing of the ADMC products and subcontracts, and pays others for the proprietary fabrication, assembly, and 
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testing of the ADMC products. Analog responded by stating that § 271(f)(1) is inapplicable to products 
manufactured outside of the U.S. and never shipped to or from the U.S.

The Federal Circuit agreed that §D271(f)(1) does not apply to the facts of this case. Rather, it applies only to 
where components of the patented invention are physically present in the U.S. and then either sold or exported in 
such a manner as to induce the combination of the components outside of the U.S. According to the Court, § 
271 (f)(1) clearly refers to the physical supply of components, not simply to the supply of instructions or corporate 
oversight. Although Analog may be giving instructions from the U.S. that cause the components of the patented 
invention to be supplied, it is undisputed that those components are not actually supplied in or from the U.S. Thus, 
there was no liability under § 271(f)(1).

No Best-Mode Violation [Judges: Newman (author), Mayer, and Clevenger]

In High Concrete Structures, Inc. v. New Enterprise Stone & Lime Co., No. 03-1477 (Fed. Cir. July 29, 2004), 
the Federal Circuit reversed and remanded the district court’s grant of SJ that found U.S. Patent No. 5,947,655 (“the 
‘655 patent”) invalid for failure to comply with the best-mode requirement.

The ‘655 patent relates to a device for transporting large, heavy cargo, such as pre-formed concrete structures, 
by orienting the cargo in a certain manner. When loaded on a truck, such cargo can cause the truck to be considered 
an “oversized load,” subjecting the truck to special regulation and limiting travel times and routes. The ‘655 patent 
contains both apparatus and method claims that disclose loading large concrete structures onto an apparatus. The 
apparatus tilts or rotates, enabling the truck to carry the cargo at an angle and, thus, eliminating the oversized load 
restriction. Positioning the cargo in such a manner on the apparatus enables the use of gravity to assist in rotating 
the cargo. The specification of the ‘655 patent teaches that cargo can be rotated manually without heavy equipment, 
but in a deposition, the inventors explained that for heavy cargo, a crane is typically used.

At the district court, the Defendants moved for SJ of invalidity because High Concrete Structures, Inc. failed to 
disclose the best mode, the use of a crane, for practicing the invention. The district court agreed but the Federal 
Circuit did not. The Federal Circuit concluded that the inventors did not deliberately conceal the use of a crane to 
assist in loading cargo, observing that anyone with experience with heavy loads would know to use a crane to move 
the load. The Court ruled that known ways of performing a known operation cannot be deemed intentionally 
concealed absent evidence of intent to deliberately withhold that information. Accordingly, the Court reversed the 
SJ of invalidity and remanded.

Lilly Scientist Not an Inventor of Aradigm Patent [Judges: Clevenger (author), Gajarsa, and Lourie (concurring)]

In Eli Lilly & Co. v. Aradigm Corp., No. 03-1336 (Fed. Cir. July 20, 2004), the Federal Circuit reversed a 
district court’s holding—based on a jury verdict—that a scientist fromDEli Lilly and Company (“Lilly”) was a 
coinventor on a patent owned by Aradigm Corporation (“Aradigm”).

Aradigm’s U.S. Patent No. 5,888,477 (“the ‘477 patent”) is directed to a method of using Lilly’s insulin analog, 
“lispro,” to increase the bioavailability of inhaled insulin. Lilly sued to have two of its scientists recognized as joint 
inventors. The district court ordered that one of the scientists, Dr. DiMarchi, be added as an inventor after a jury 
determined that Lilly demonstrated by clear and convincing evidence that Dr. DiMarchi collaborated with 
Aradigm’s scientists.

On appeal, Aradigm argued that the jury instructions were in error because the district court did not construe the 
claims before sending the inventorship issue to the jury. Although the Federal Circuit recognized that the legal 
scope of a claim must be known before the contributions of an alleged co-inventor can be compared to that claim, 
the Court rejected Aradigm’s argument because it failed to press the district court to engage in claim construction.

As to the burden of proof, Lilly argued that its nonjoinder inventorship claim should be an exception to the 
requirement for clear and convincing evidence, and that a preponderance of the evidence standard should apply. 
Specifically, Lilly pointed to a patent application that it filed prior to the issuance of Aradigm’s ’477 patent and 
proposed that a preponderance of the evidence standard should apply when there are two copending patent 
applications claiming the same subject matter, one of which issued as the patent allegedly omitting the inventor, and 
the other of which was filed by the allegedly omitted inventor.

As support for this proposition, Lilly cited the Federal Circuit’s decision in Environ Products, Inc. v. Furon Co., 
215 F.3d 1261 (Fed. Cir. 2000). Environ Products involved a three-way priority contest between two issued patents 
and a patent application—all of which were pending before the PTO at the same time. Moreover, the parties agreed 
that the same subject matter was claimed.
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The Federal Circuit distinguished Environ Products because it did not involve a §D256 claim for nonjoinder 
and was expressly limited to priority contests. Therefore, the Court held that a preponderance of the evidence 
burden of proof is inappropriate in §D256 joint-inventorship disputes when the person allegedly omitted from an 
issued patent had a copending patent application claiming the same subject matter as the issued patent.

In support of its decision, the Federal Circuit noted that a party seeking to correct nonjoinder is not required to 
risk any rights to its own invention as would be required in an interference. Therefore, such a party should not 
receive the benefit of a lower standard of proof without the accompanying risk. Moreover, the Court refused to treat 
Lilly’s inventorship claim as the functional equivalent of the priority determination in an interference proceeding 
because (1) Lilly and Aradigm never agreed that Lilly’s patent application claimed the same invention as the ’477 
patent, and (2) Lilly could have sought to provoke an interference proceeding in the PTO based on the ’477 patent 
but chose not to.

In his concurring opinion, Judge Lourie agreed with the result reached by the majority, except for the analysis 
relating to the burden of proof for inventorship. Because Judge Lourie found no meaningful distinction between 
inventorship and priority in such a context, he saw no need for different burdens of proof. Moreover, Judge Lourie 
noted that because the Court found that Lilly had failed to provide substantial evidence to the jury, it was not 
necessary for the Court to decide this question.

“Containing” Means Comprising [Judges: Dyk (author), Schall, and Prost]

In Mars, Inc. v. H.J. Heinz Co., No. 03-1617 (Fed. Cir. July 29, 2004), the Federal Circuit vacated the district 
court’s SJ of noninfringement based on a new claim construction and noninfringement under the DOE, and 
remanded for further proceedings.

Mars, Inc. (“Mars”) sued H.J. Heinz Company, L.P. (“Heinz”), alleging the infringement of U.S. Patent No. 
6,312,746 (“the ‘746 patent”). The ‘746 patent is directed to a dual-texture, animal-food product with a soft inner 
component surrounded by a harder, more rigid shell. At issue in the case is the meaning of the claim language 
“containing a mixture of lipid and solid ingredients.” The district court construed the limitation as close-ended, 
requiring the exclusion of ingredients other than lipids and solids. It also found that “ingredients” referred only to 
the starting materials used to make the product, and not to the end components of the accused finished product. 
Because Mars did not dispute that certain nonlipid, nonsolid syrups were used to make the accused products, the 
district court held that there was no infringement.

On appeal, Mars first argued that the district court had erred in holding that the term “ingredients” refers only to 
starting materials. The Federal Circuit agreed that the claims are not so limited. Dictionary definitions indicate that 
the ordinary meaning of “ingredients” can refer to either starting materials or to the end components of a mixture. 
The specification does not provide a clear definition and refers only to “ingredients,” and not to “a mixture of. . . 
ingredients” as required by the claims. The Federal Circuit thus held that the term “ingredients” includes 
components of the inner component at any time after they have been mixed together.

The Court next construed the meaning of the terms “containing” and “mixture” in the phrase “containing a 
mixture of lipid and solid ingredients.” Neither the dictionary nor the MPEP provides a definition for “containing” 
that excludes additional, unnamed ingredients. In fact, the MPEP specifically provides that “containing” is 
synonymous with “comprising.” The Court also noted that nothing within the ordinary meaning of “mixture” bars 
additional, unnamed ingredients.

In limiting the claim, the district court had relied on a portion of the specification describing a preferred 
embodiment of the soft inner component as comprising “about 40-90 wt % solids and about 10-60% lipids . .. with 
the sum of the wt % of solids and lipids, in all cases, not exceeding] 100 wt %.” The Federal Circuit found that the 
mere fact that the sum of the minimum and maximum values of the stated ranges equals 100 percent does not 
suggest that the sum of the percentages must always equal 100 percent. Thus, the specification recites a range of 
values that may vary given the presence of additional, unnamed ingredients.

Heinz also argued that even if the claim language is open-ended, Mars had disclaimed the addition of water to 
the starting materials used to make the inner component. The Court disagreed, pointing out that the specification 
and claims clearly indicate that water is present in the inner component. The Court found no support in the intrinsic 
record for Heinz’s assertion that “moisture” and “water activity” in the inner component, as recited in the asserted 
claims, are distinguished from water intentionally added to the ingredients.

Having construed the claim terms at issue, the Court determined that genuine issues of fact remained as to 
whether the accused products infringe the ‘746 patent, either literally or under the DOE, and remanded the case for 
further consideration.
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Filing of an ANDA Is a “Highly Artificial” Act of Infringement [Judges: Gajarsa (author), Schall, and Dyk]

In Glaxo Group Ltd. v. Apotex, Inc., No. 03-1575 (Fed. Cir. July 27, 2004), the Federal Circuit (1) affirmed the 
district court’s finding that Apotex, Inc.’s (“Apotex”) filing of an ANDA infringed U.S. Patent Nos. 4,562,181 (“the 
‘181 patent”) and 4,820,833 (“the ‘833 patent”) under 35 U.S.C. § 271(e)(2); (2) affirmed that the patents are not 
invalid; and (3) reversed the finding that Apotex’s ANDA filing constituted willful infringement.

Glaxo Group Limited and SmithKline Beecham Corporation (collectively “Glaxo”) owns patents directed to the 
drug, cefuroxime axetil. The ‘181 patent is directed to a highly pure amorphous form ofcefuroxime axetil having 
superior bioavailability and stability when compared to the crystalline forms. Claim 1 recites in part “cefuroxime 
axetil in amorphous form .□.□.□having a purity of at least 95% aside from residual solvents.” The related ‘833 
patent claims a method of preparing “a highly pure, substantially amorphous form ofcefuroxime axetil.”

Apotex’s generic drug is an amorphous coprecipitate comprising 90% cefuroxime axetil.
Under the Hatch-Waxman Act, a pioneer drug manufacturer having an approved NDA must list all patents 

claiming the drug in the “Orange Book.” If a generic company, with an obligation to consult the Orange Book, 
discovers that relevant patents are listed that have not expired or will not expire before the generic company markets 
its product, then the company must certify that such patents are either invalid or not infringed (“a paragraph IV 
certification”). 21 U.S.C. §D355(j)(2)(A)(IV). However, under a now-repealed provision, a pioneer drug 
manufacturer having a drug approved under 21 DU.S.C. § 357 was previously exempt from listing its patents in the 
Orange Book. As a result, any subsequent ANDA applicant could not file a certification under § 355(j)(2)(A). 
Because Glaxo did not list the ‘181 or ‘833 patents after obtaining § 357 approval, Apotex did not file the paragraph 
IV certification.

Glaxo filed a DJ action against Apotex, asserting anticipatory and “artificial” infringement under 35 U.S.C. § 
271(e)(2)(A). The district court found infringement of the ‘181 patent claim to “cefuroxime axetil having a purity of 
at least 95%” based on Apotex’s ANDA, which stated that the products do not contain more than 1% impurities. 
The district court also determined that Apotex infringed the ‘833 patent method claims and held both the ‘181 and 
‘833 patents as not invalid. Finally, the district court found Apotex’s infringement willful because it failed to obtain 
an opinion from competent patent counsel and, thus, did not exercise due care in its ANDA filing. As a result, 
Glaxo was awarded attorney’s fees.

On appeal, Apotex argued that “having a purity of at least 95%” covered only those formulations having at least 
95% cefuroxime axetil. The Federal Circuit rejected this argument, reiterating the principle that a claim should 
rarely be construed to exclude a preferred embodiment. Glaxo’s preferred formulations included significant 
amounts of excipients that are routinely present in pharmaceuticals. Accordingly, the Federal Circuit affirmed the 
district court’s finding of noninfringement of the ‘181 and ‘833 patents. The Court also found that the ‘181 and ‘833 
patents are not invalid.

The Federal Circuit, however, reversed the lower court’s finding that Apotex’s infringement was willful. 
Calling an ANDA filing a “highly artificial” act of infringement under 35 U.S.C. § 271(e)(2), the Federal Circuit 
noted a limited set of remedies available to Glaxo under § 271(e)(4), including monetary damages for actual 
commercial activity. Moreover, this section allows attorney’s fees only for exceptional cases. The Federal Circuit 
had previously limited the types of conduct that constituted an exceptional case, such as in Yamanouchi 
Pharmaceutical Co. v. Danbury Pharmacal, Inc., where an ANDA filer provided a baseless and wholly unjustified 
paragraph IV certification and engaged in litigation misconduct. There, the Federal Circuit instructed the trial court 
to avoid elevating the ANDA certification into a finding of willful infringement. The Court further clarified that the 
award of attorney’s fees in Yamanouchi was based on misconduct and not on willful infringement.

Accordingly, the Federal Circuit held here that merely filing an ANDA application or certification cannot form 
the basis of a willful infringement finding, resulting in an award for attorney’s fees pursuant to § 271(e)(4). Because 
there was no evidence that Apotex engaged in any litigation misconduct, nor did Apotex file a baseless paragraph IV 
certification as in Yamanouchi, the Federal Circuit held that the district court committed clear legal error in finding 
willful infringement and awarding attorney’s fees.

Paid Witnesses Lack Credibility for Summary Judgment of Invalidity [Judges: Dyk (author), Lourie, and Schall]

In TypeRight Keyboard Corp. v. Microsoft Corp., No. 03-1197 (Fed. Cir. July 6, 2004), the Federal Circuit 
reversed a SJ of invalidity on two patents owned by TypeRight Keyboard Corporation (“TypeRight”).
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TypeRight owns two patents that concern ergonomic keyboards featuring a particular key arrangement and 
wrist rest. Microsoft Corporation (“Microsoft”) sought to invalidate the patents based on publicly accessible 
keyboards under 35 U.S.C. § 102(b). However, because the keyboard in question could not be dated, Microsoft 
offered fact testimony of several paid consultants. Two of the consultants testified that a document showing the 
keyboard came from a 1986 trade show in Germany. The district court found that the document constituted prior art 
under 35 U.S.C. § 102(b) and ruled on SJ that the patents were invalid for obviousness.

The Federal Circuit ruled that SJ of invalidity was improper and that a trial is necessary to determine the 
credibility of the testimony offered by Microsoft to prove that the document in question was prior art. The Court 
agreed that if the document was in fact distributed at the German Trade Show in 1986, such a distribution could 
constitute publication under 35 U.S.C. § 102(b), but SJ was improper because general issues remain as to the 
credibility of the witnesses’ testimony. First, the document itself is undated and was discovered in a file dated 1990 
rather than 1986. Second, the date of the events in question occurred over eighteen years ago. Third, the testimony 
was somewhat tentative. Also, two of the fact witnesses received compensation from Microsoft for their time 
testifying. The Court also noted that the district court would need to address whether the testimony had been 
properly corroborated, stating that both physical evidence and oral testimony of a disinterested party can serve to 
satisfy the corroboration requirement.

Specification Clarifies Competing Dictionary Definitions of Claim Term [Judges: Michel (author), Newman, and 
Schall]

In Searfoss v. Pioneer Consolidated Corp., No. 03-1606 (Fed. Cir. July 6, 2004), the Federal Circuit affirmed 
the district court’s construction of the claim terms at issue and its SJ of noninfringement that Pioneer Consolidated 
Corporation (“Pioneer”) did not infringe U.S. Patent No. 5,031,955 (“the ‘955 patent”) under the DOE.

The ‘955 patent, owned by Marlane and Timothy Searfoss (collectively “Searfoss”), provides a flexible cover 
assembly for selectively covering and uncovering the bed of a truck. The claimed cover assembly includes an 
actuation means for connecting a tension bail to an extension assembly and for applying a downward force through a 
center section of the tension bail. The first issue on appeal was whether the meaning of “connecting,” as used in the 
claims of the ‘955 patent, was limited to direct connections. The district court’s claim interpretation required the 
meaning of the term “connecting” to exclude indirect connections because the patent referred to the term 
“connecting” as synonymous with “attaching.”

The Federal Circuit began its claim-construction analysis by acknowledging that competing general dictionary 
definitions of the term “connect” include both direct and indirect connections. To resolve the dispute, the Court 
looked to the intrinsic record. It noted that the specification repeatedly refers to direct connections between the legs 
of the tension bail and the legs of the extension assembly. It further noted that every pertinent figure in the ‘955 
patent depicts a direct connection between the legs of the tension bail and those of the tension assembly. Finally, the 
Court reasoned that, as found by the district court, to construe the word “connecting” to include indirect connections 
would be problematic since such an interpretation would lead one to understand the claims to require the cover (as 
the actuation means) to exert a downward force upon itself.

Having determined that the narrower interpretation of the term “connecting” applied, the Court moved on to the 
second issue on appeal—whether the Pioneer system operated in the “same way” as the Searfoss assembly and was, 
thus, equivalent to the claimed assembly. Searfoss asserted that the Pioneer system combined two physical 
components to operate in the same way as the direct pivotal connection of the claimed invention.

While the Federal Circuit agreed that two physical components of an accused device may be viewed in 
combination to serve as an equivalent of one element of a claimed invention, the Court refused to accept the 
Appellants’ argument. Instead, the Court opined that to find that the indirect connection of the Pioneer system 
constitutes an equivalent of the claimed direct connection function would vitiate the claimed connection function. 
Such a result would require the Court to ignore the proper construction of “connecting.” Accordingly, the Court 
held that no reasonable jury could find that the accused system was insubstantially different than the claimed 
invention and affirmed the district court’s SJ of noninfringement.

Evidence Supporting Walker Process Claim Has No “Meat” [Judges: Gajarsa (author), Schall, and Linn]

In Unitherm Food Systems, Inc. v. Swift-Eckrich, Inc., No. 03-1472 (Fed. Cir. July 12, 2004), the Federal 
Circuit affirmed judgments of invalidity and tortious interference, but reversed a finding of attempted 
monopolization based on enforcement of a fraudulently obtained patent.
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Swift-Eckrich, Inc. d/b/a ConAgra Refrigerated Foods (“ConAgra”) owns U.S. Patent No. 5,952,027 (“the ‘027 
patent”), which is directed to a process for browning precooked meat. Jennie-O Foods, Inc. (“Jennie-O”), a direct 
competitor of ConAgra in the precooked meat business, uses a process for browning precooked meat developed by 
Unitherm Food Systems, Inc. (“Unitherm”), which is the same process as that claimed in the ’027 patent. After 
ConAgra sent a letter to Jennie-O, as well as several other companies, attaching its ‘027 patent and offering that 
patent for license, Jennie-O and Unitherm brought an action seeking a DJ of invalidity and unenforceability of the 
‘027 patent, and asserted a claim of tortious interference with Unitherm’s prospective economic relationships and a 
Walker Process antitrust claim. ConAgra counterclaimed that Jennie-O infringed. The district court granted partial 
SJ against ConAgra on the issues of invalidity and infringement, and a jury verdict was rendered against ConAgra 
on the tortious interference and antitrust claims. ConAgra appealed the decisions relating to invalidity, tortious 
interference, and antitrust violation.

ConAgra had disputed only one claim term, “golden-brown color,” which the district court construed. The 
Federal Circuit found that it was proper for the district court to construe only this term in the claim and to give the 
remaining claim terms the meaning Unitherm proffered. The Federal Circuit rejected ConAgra’s position that the 
term should be given a technical definition based on examples provided in the specification that used a particular 
meter’s measurement of color. The Court found that to construe the term based on the specification examples would 
be to improperly read a limitation of an embodiment into the claim. Thus, the district court’s reliance on dictionary 
meanings was appropriate.

The Federal Circuit upheld the district court’s finding of invalidity of the ‘027 patent based on prior use and 
sale by Unitherm. On this issue, ConAgra did not dispute the evidence regarding prior use and sale, but instead 
argued the existence of material factual disputes regarding the identity of the patented and Unitherm’s processes. 
The Federal Circuit found that none of ConAgra’s arguments created an issue of material fact and, thus, upheld the 
district court’s partial SJ of invalidity based on prior use and sale.

The Federal Circuit remanded the jury verdict against ConAgra for violating antitrust laws based on a Walker 
Process claim. Applying common-law fraud elements, the Federal Circuit concluded that ConAgra’s employee, and 
thus ConAgra, committed fraud on the PTO in obtaining a patent on an invention that the employee knew he did not 
first invent based on his knowledge of prior uses and sales of Unitherm’s process. Although ConAgra presented 
competing evidence that the ConAgra employee did not know of the invention, the Federal Circuit nonetheless 
found that the jury could have reached its conclusion on the basis that it disbelieved all of ConAgra’s competing 
evidence, while believing all of that presented by Unitherm.

Finding that ConAgra was properly stripped of its antitrust immunity, the Federal Circuit applied Tenth Circuit 
antitrust standing law and found that Unitherm sustained antitrust injury and, thus, had standing to bring the antitrust 
claim against ConAgra. However, the Federal Circuit found that Unitherm did not provide sufficient evidence 
regarding the relevant antitrust market definition. Specifically, the Federal Circuit found that Unitherm’s expert’s 
definition of the relevant market as one and the same as the patented subject matter was improper because it 
accounted only for technological, and not economic, substitutability. The Federal Circuit thus vacated the portion of 
the jury’s verdict finding ConAgra liable for antitrust violations. The Federal Circuit vacated this portion of the 
verdict, as opposed to reversing, because ConAgra failed to move postverdict for a JMOL.

Applying Oklahoma state law to the tortious interference claim, the Federal Circuit found that the jury could 
have concluded that Unitherm possessed a valid business expectancy and that ConAgra intentionally interfered with 
that expectation so as to cause damage to Unitherm. In particular, the Federal Circuit concluded that the proffered 
evidence regarding ConAgra’s knowledge that Unitherm sold browning processes to precooked meat producers 
could have led a reasonable jury to conclude that Unitherm possessed a valid business expectancy. Further, the jury 
could have concluded that ConAgra’s attempts to enforce its fraudulently obtained patent amounted to an intentional 
interference with Unitherm’s business relationship with Jennie-O. The Federal Circuit thus affirmed the verdict 
against ConAgra for tortious interference and the consequent damages award.

Case Remanded for Third Time [Judges: Rader (author), Michel, and Newman (dissenting)]

In AFG Industries, Inc. v. CardinalIG Co., No. 03-1078 (Fed. Cir. July 13, 2004), the Federal Circuit vacated a 
grant of SJ of noninfringement after construing a claim term and remanded the case for a third time.

U.S. Patent No. 4,858,532 (“the ‘532 patent”) to AFG Industries, Inc. (“AFG”) claims a transparent laminated 
product with a five-layer transparent coating composed of alternating zinc oxide and silver layers to assist in 
reducing heat transfer through the glass. Cardinal IG Company, Inc. (“Cardinal”) markets a glass product produced 
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by sputter deposition that permits materials, like silver, zinc, and titanium, to be deposited on the surface in either 
alternating or successive layers.

In the first appeal, the Court vacated a SJ of noninfringement and directed the trial court to precisely determine 
the meaning of the claim term “layer.” In the second appeal, the Court again vacated SJ of noninfringement, found 
the trial court’s interpretation of the term “layer” erroneous, and specifically interpreted it to mean “a thickness of 
material of substantially uniform chemical composition, but excluding interlayers having a thickness not to 
substantially affect the optical properties of the coating.”

Now, on the third appeal and after stressing that a product claim covers the inventive structure regardless of 
how it is made, the Court considered (1) whether successive depositions of zinc oxide constituted one or multiple 
layers, and (2) whether the layer of titanium oxide that Cardinal’s process may also deposit constitutes a layer within 
the meaning of the ’532 patent.

Cardinal argued that its successive deposition of zinc oxide constituted 3 to 4.5 layers, not just one layer, and, 
thus, was outside the scope of the ‘532 patent. Citing IM Innovative Properties Co. v. Avery Dennison Corp., 350 
F.3d 1365 (Fed. Cir. 2003), the Court found this construction would impermissibly adopt a process limitation in a 
product claim. By considering the method through which the zinc oxide was applied, the lower court erred because 
it did not determine if successive depositions create a unitary structure with the same optical properties. Thus, those 
depositions may or may not be multiple “layers,” as the Court previously defined the term. In addition, evidence in 
the form of both internal Cardinal documents and analytical testing showed that successive depositions may in fact 
form a single layer. As such, a genuine issue of material fact existed that precluded the entry of SJ.

The Court also vacated SJ on the alternative basis that the titanium dioxide present in some of Cardinal’s 
products may not constitute a “layer.” Even though it noted that “composed of’ excludes only “ingredients that 
would materially affect the basic and novel characteristics of the claimed composition,” the Court found persuasive 
that not all of Cardinal’s accused products actually contain titanium dioxide. Further, the Court cited AFG’s own 
expert testimony to support an argument that titanium deposition may affect the optical properties of the coating and 
thus be a “layer.” Because the record did not show incontrovertible evidence that the titanium dioxide was not a 
“layer,” the Court remanded for further analysis.

Judge Newman dissented, finding the meaning of “layer” to be “a relatively simple technical question” and the 
record sufficiently developed to end the eight years of on-going litigation.
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