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In 1999, the district court for the Northern District of California assembled a Patent Rules 

Advisory Committee to create a set of patent local rules. Just over a year later, the Committee 

had drafted and obtained approval for a set of local rules that is commonly cited as the most 

comprehensive set of rules pertaining to patent pretrial procedure. The Northern District of 

California was so pleased with the newly drafted rules that when the rules were put into effect in 

2001, it confidently — and accurately — predicted that its new rules would be a model for other 

districts around the nation. Recently, several patent litigators in the Northern District of Georgia 

decided to follow the lead of the California court and create a set of patent local rules for the 

Northern District of Georgia using the California rules as a model.

Anthony B. Askew of Kilpatrick Stockton LLP headed the Georgia effort and assembled 

a committee that included several seasoned litigators from the Northern District’s patent bar, 

including Bruce W. Baber, Jim Ewing, Patrick J. Flinn, and William H. Needle. District Judges 

J. Owen Forrester, Julie E. Carnes, and Charles A. Pannell, Jr. of the Northern District of 

Georgia provided formal and informal judicial guidance. After drafting was complete, a set of 

proposed patent local rules were presented to the bar for general comments and 

recommendations and then submitted for comment and approval to the district court judges and 

to the judges of the Eleventh Circuit Court of Appeals. The new patent local rules were put into 

effect on July 15, 2004.

The Northern District of Georgia is not the only district that has decided to model its 

patent practice after that of the Northern District of California. District courts in Arizona and the 

District of Columbia also have adopted variations of the California rules. In addition, even in 



districts that have not created a separate set of patent local rules, various district court judges use 

variations of the Northern District of California Rules in their courtrooms for patent litigation. 

District Judge T. John Ward of the Eastern District of Texas, for example, has created his own 

set of rules modeled on the Northern District of California rules to coordinate patent lawsuits 

filed in his court. Judge Ward’s patent local rules played a principal role in making the Eastern 

District of Texas an attractive venue for patentees and accused infringers alike.

The stated purpose of the newly adopted local patent rules is to “facilitate the speedy, fair 

and efficient resolution of patent disputes.” L.P.R. 1.2(a). Even a cursory review of the new 

rules reveals an intent to eliminate or reduce the number of disputes over the information to be 

exchanged between the parties in discovery. All infringement contentions and invalidity 

contentions, for example, are required to be disclosed early in discovery and have the same 

binding effect on the disclosing party as a response to an interrogatory. The new rules are not, 

however, limited to the resolution of discovery-related issues, but also include restrictions, 

guidelines, and schedules for several other patent suit-related endeavors. Among other things, 

the new rules provide a framework for claim construction proceedings, create limitations on the 

circumstances under which counsel may be disqualified, and govern the exchange of expert 

witness reports. This paper seeks to provide a concise yet comprehensive overview of the new 

patent local rules of the Northern District of Georgia.

DISCOVERY

The discovery process is the single most critical and expensive aspect of patent litigation. 

Not surprisingly, the vast majority of the new rules impact discovery in some way. The new 

rules that most directly impact the parties’ discovery rights and responsibilities can be roughly 

grouped into the general categories of confidentiality, contentions, and willfulness.
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Confidentiality

Protective orders designed to protect against the improper disclosure of confidential 

information during litigation are virtually ubiquitous fixtures in patent litigation. The negotiation 

of the terms of such protective orders is often an onerous and time-consuming undertaking. 

Patent Rule 2.1 provides for a default protective order to secure the parties’ disclosure of 

confidential information even prior to entry of a case-specific, negotiated protective order. The 

default protective order enables the parties to begin exchanging confidential information without 

the built-in delay commonly associated with the negotiation of the terms of a case-specific 

protective order. Of course, a case-specific protective order may be established to replace or 

supplement the default protective order. Patent Rule 2.2(a) requires the parties to meet and 

confer to prepare a stipulated protective order no later than the time of filing the Joint 

Preliminary Report and Discovery Plan (“Preliminary Report”).

The default protective order provides for a single-level confidentiality designation of 

“Confidential - Subject to Protective Order.” L.P.R. 2.1(a). Materials bearing this designation 

may be disclosed only to the receiving party’s outside counsel. L.P.R. 2.1(a). In the case where 

a party does not employ outside counsel, materials designated as confidential may be disclosed 

only to a single in-house attorney, following a five-day opposition period after identification of 

the in-house attorney. L.P.R. 2.1(b). The new rules specifically provide that any papers filed 

with the clerk including confidential information designated under a default or case-specific 

protective order, may be filed under seal. L.P.R. 2.1(d).

Infringement and Invalidity Contentions

An often-unpleasant aspect of patent litigation is the inevitable dispute among the parties 

in connection with when, how, and in what detail a party will reveal to its opponent its 

contentions pertaining to asserted claims of infringement or invalidity. Several of the new patent 

3



rules are directed to ameliorating these disputes by defining the substance of disclosures of such 

information and by putting the parties on a timetable for making the disclosures. Patent Rule 

4.1(a) requires that a plaintiff alleging patent infringement shall serve on all other parties a 

Disclosure of Infringement Contentions within 30 days of filing the Preliminary Report. L.P.R. 

4.1(a), 4.4(a). The Infringement Contentions must include (1) the identity of the claims allegedly 

infringed; (2) the identity of the alleged infringer’s accused instrumentality; (3) the identification 

of where each element of each asserted claim is found in the accused instrumentality; (4) 

whether each element is alleged to be infringed literally or under the doctrine of equivalents; and 

(5) the priority date asserted for each claim. L.P.R. 4.l(b)(l)-(5).

The party disclosing its Infringement Contentions also must provide documentary support 

for its contentions. Patent Rule 4.1(c) requires a party claiming patent infringement to produce: 

(1) documents related to disclosures of the patented invention prior to the date of application for 

the patent-in-suit; (2) documents related to the conception, reduction to practice, and 

development of the claimed invention; (3) a copy of the file history of the patent-in-suit; and (4) 

a copy of related foreign patents and any prior art cited in related foreign prosecution. L.P.R. 

4.1(c)(l)-(5). Accordingly, the party alleging patent infringement must “lay its cards on the 

table” by precisely defining its infringement contentions and by disclosing information that may 

ultimately reveal areas of infirmity in the patent-in-suit.

This broad disclosure requirement should put the accused infringer on good footing to 

respond meaningfully to an allegation of patent infringement. Moreover, requiring early 

disclosure of such information will likely reduce the incentive for a patentee to bring an 

infringement lawsuit without having first done a diligent analysis of its infringement positions. 

An accused infringer, however, also must lay its cards on the table by responding to the 
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patentee’s Infringement Contentions and providing Invalidity Contentions, if it seeks to 

demonstrate that the patent-in-suit is invalid.

Within 30 days of the disclosure of the plaintiffs Infringement Contentions, a defendant-

accused infringer must disclose its Response to Infringement Contentions. L.P.R. 4.2, 4.4(b). A 

Response to Infringement Contentions must acknowledge and/or deny whether each element of 

each asserted claim is found within the accused instrumentality. L.P.R. 4.2(b). The Response to 

Infringement Contentions also must include documentation — such as source code — sufficient to 

show the operation or composition of the accused instrumentality. L.P.R. 4.2(b).

Parties asserting invalidity as a defense to a claim of patent infringement are required to 

serve Invalidity Contentions. A defendant accused of infringement must disclose its Invalidity 

Contentions within 30 days after disclosure of the patentee’s disclosure of its Infringement 

Contentions. L.P.R. 4.4(b). Similarly, a plaintiff seeking a declaratory judgment of patent 

invalidity must disclose its Invalidity Contentions within 30 days of the filing of the Preliminary 

Report. Like the Infringement Contentions described above, the Invalidity Contentions required 

by the new rules require an extensive disclosure of information. The Invalidity Contentions must 

include (1) the identity of prior art that allegedly renders each asserted claim invalid; (2) whether 

each item of prior art disclosed is alleged to anticipate a claim or render a claim obvious; (3) a 

chart specifically citing the portions of the prior art in which the elements of the asserted claims 

are found; and (4) any grounds for invalidity on the basis of any provision of 35 U.S.C. § 112. 

L.P.R. 4.3(a). The invalidity disclosures must be accompanied by documentary support 

including a copy of each item of prior art identified in the Invalidity Contentions. L.P.R. 4.3(b).

For a plaintiff seeking a declaratory judgment of invalidity or non-infringement, and 

responding to a counter-claim of infringement, Patent Rule 4.4(c) requires the disclosure of the 

plaintiffs Response to Infringement Contentions within 20 days after the defendant’s disclosure 
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of its Infringement Contentions. Patent Rule 4.4(b) requires that a defendant alleging patent 

infringement shall serve its Disclosure of Infringement Contentions within 30 days of the 

plaintiffs disclosure of its Invalidity Contentions. L.P.R. 4.1(a), 4.4(a). The following table 

provides a quick reference guide as to the service deadlines for the parties’ contentions and

responses:

Plaintiff Defendant

Patentee Disclose Infringement Contentions 
within 30 days of Preliminary 
Report.

Disclose Infringement Contentions 
within 30 days of disclosure of 
Invalidity Contentions.

Accused
Infringer

(1) Disclose Invalidity Contentions 
within 30 days of Preliminary 
Report.
(2) Respond to Infringement 
Contentions within 20 days of 
disclosure of Infringement 
Contentions

Respond to Infringement Contentions 
and disclose Invalidity Contentions 
within 30 days of disclosure of 
Infringement Contentions

Because the disclosures of contentions regarding infringement and invalidity are well 

defined and scheduled, the new rules eliminate the obligation for the parties to respond to similar 

discovery requests outside the context of the disclosures of contentions described above. In 

particular, Patent Rule 3.1 excuses the parties from responding to discovery requests seeking to 

elicit (1) a party’s claim construction position; (2) comparisons of the accused product to the 

asserted claims; (3) comparisons of the asserted claims to the prior art; and (4) the identification 

of any opinions of counsel upon which the accused infringer intends to rely. L.P.R. 3.1(a)(1)- 

(4).

Of course, these compulsory disclosures could be rendered meaningless without some 

means for ensuring that the disclosures are substantive. Patent Rule 4.5 mandates that the 

disclosures of contentions shall have the same binding effect on a party as a response to an 

interrogatory under Rule 33 of the Federal Rules of Civil Procedure. Accordingly, all 
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disclosures and responses must be supplemented or amended just as discovery responses must be 

under the Federal Rules of Civil Procedure. L.P.R. 4.5(c). Moreover, any amendment or 

modification of the disclosures or responses required by a claim construction ruling by the court 

or a modification of an opposing party’s disclosure or response must be made within 30 days of 

that ruling or modification. L.P.R. 4.5(c).

Willfulness Discovery

Even after the Federal Circuit’s decision in Knorr-Bremse v. Dana Corp., accused 

infringers are likely to seek to delay discovery related to willfulness issues until liability has been 

determined. The new rules provide accused infringers with some relief in this regard. Discovery 

related to willfulness can delayed under the new rules, until the earlier of (1) five days after a 

ruling on summary judgment identifying a triable issue of fact to which willfulness would be 

relevant or (2) 30 days prior to the close of fact discovery. L.P.R. 5.2(b). In other words, the 

new rules provide a means for the accused infringer to delay disclosing an opinion of counsel 

and related information until after the accused infringer has had an opportunity to dispose of the 

infringement claim on summary judgment. If the accused infringer fails to obtain a summary 

judgment of non-infringement, then the obligation arises to provide willfulness information, 

including any opinion of counsel on which the accused infringer intends to rely to disprove an 

allegation of willful infringement.

On the day that willfulness discovery becomes available, the party relying on advice of 

counsel in defense of an allegation of willful infringement must provide the fundamental 

information underlying the advice, including (1) a copy of all written opinions relied on; (2) a 

copy of all materials provided to the opining attorney; (3) a copy of all attorney work product 

that was disclosed to the accused infringer during the preparation of the opinion; and (4) 

identification of all written and oral communications related to the subject matter of the opinion.
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L.P.R. 5.2(b). When willfulness discovery becomes available, the party asserting willful 

infringement is provided the opportunity to take the deposition of the attorney that rendered the 

willfulness advice and any person that claims to have relied upon that advice. L.P.R. 5.2(c).

For the accused infringer, therefore, there is a quid pro quo for the delay of its obligation 

to provide willfulness discovery. At the close of the period of delay, an affirmative obligation 

automatically arises requiring the accused infringer to produce the detailed willfulness 

information listed above. Notably, if fact discovery has closed at the time a summary judgment 

ruling is entered, Patent Rule 5.2(c) provides a means for taking the depositions of the persons 

relevant to willfulness inquiry, including the attorney that rendered the advice regarding non-

infringement.

CLAIM CONSTRUCTION

The new rules provide a highly structured framework within which the parties and the 

court conduct any necessary claim construction or “Markman” proceedings. Under the new 

rules, within 90 days of filing the Preliminary Report, the parties must exchange claim terms that 

they believe should be construed by the court. L.P.R. 6.1(a). The parties are then required to 

meet and confer for the purposes of refining this list by narrowing or resolving any differences as 

to what claims should be construed. L.P.R. 6.1(b). Within 20 days of the exchange of the lists 

of proposed terms for construction, the parties must exchange proposed constructions for each 

claim term that any party has identified as requiring construction. L.P.R. 6.2(a). With the 

proposed constructions, each party must identify the extrinsic evidence that it purports supports 

its proposed constructions. L.P.R. 6.2(b).

After all parties have submitted their proposed constructions, the parties must again meet 

and confer to attempt to narrow the issues and to prepare a Joint Claim Construction Statement. 

L.P.R. 6.2(c). The Joint Claim Construction Statement must be filed with the court within 130 
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days after filing the Preliminary Report. L.P.R. 6.3(a). The Joint Claim Construction Statement 

must include: (1) the constructions of claim terms on which the parties agree; (2) each party’s 

proposed construction for each disputed claim term including identification of intrinsic and 

extrinsic evidence that the party believes supports its proposed construction; (3) the time 

expected to be needed for a claim construction hearing; and (4) whether the party proposes to 

call any witnesses at the claim construction hearing and a summary of the witnesses’ expected 

testimony. L.P.R. 6.3(b)(l)-(4),

Discovery related to claim construction must be completed within 15 days after filing the 

Joint Claim Construction Statement. L.P.R. 6.4(a). Claim construction briefing must begin 

within 30 days of filing the Joint Claim Construction Statement. L.P.R. 6.5(a). Both parties 

simultaneously serve and file an opening brief and then simultaneously respond to their 

opponent’s brief within 20 days. L.P.R. 6.5(a), (b). No provision is made for the filing of a 

reply brief within the claim construction briefing schedule set forth in the new rules. Following 

briefing, the court may conduct a claim construction hearing if the court believes the hearing is 

necessary to construe the claims in dispute. L.P.R. 6.6.

OTHER PROVISIONS

Disqualification

Often the patentee’s counsel in an infringement action will seek to disqualify the accused 

infringer’s counsel, where the accused infringer’s counsel provided a non-infringement opinion 

upon which the accused infringer relies for its defense to a charge of willful infringement. The 

basis for this disqualification is Rule 3.7(a) of the Model Rules of Professional Conduct 

(“MRPC”). Under MRPC Rule 3.7(a), trial counsel can be disqualified if a court determines that 

he or she is “likely to be a necessary witness” at trial. The new patent local rules directly address 

such disqualifications in the context of patent infringement actions.
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Patent Rule 5.3(a) prohibits an individual attorney who rendered an opinion in defense of 

a charge of willful infringement from appearing as an advocate before the jury, where the jury 

must determine the issue of willful infringement. Similarly, Patent Rule 5.3(b) prohibits an 

individual attorney who was involved in the prosecution of the patent-in-suit from appearing as 

an advocate before the jury, where the jury must determine the issue of inequitable conduct in 

connection with the attorney’s conduct in such prosecution. Notably, however, the rules 

explicitly preclude most other disqualifications based solely on an individual lawyer’s 

involvement in either preparing an opinion of counsel or in the prosecution of the patent-in-suit. 

L.P.R. 5.3(c).

Bifurcation of Damages and Liability Issues

Under Rule 42(b) of the Federal Rules of Civil Procedure, a court may order separate 

trials on different issues in a lawsuit. Often, in patent infringement actions, the court will 

bifurcate the issues of damages and liability. The accused infringer usually advocates such a 

bifurcation, so that it can avoid the costs related to the production of damages information and 

the risks associated with disclosing sensitive financial data to an opposing party. A motion for 

bifurcation of liability and damages typically asserts that a determination of non-infringement is 

likely and will render the issue of damages moot and that such a result will enhance efficiency by 

enabling the parties to avoid discovery and trial on damages issues. The new rules, however, 

reflect the modem trend finding separate trials to be less efficient. Patent Rule 5.1 creates a 

presumption against bifurcation of damages from liability issues in patent cases for both 

discovery and trial.

Expert Witnesses

The rules contemplate the exchange of expert reports — on issues other than claim 

construction — to be achieved in three, scheduled disclosures. L.P.R. 7.1. First, Patent Rule 
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7.1(b) requires that on the later of 30 days after the close of discovery or 30 days after the close 

of discovery after claim construction, each party must make its Rule 26 initial expert witness 

disclosures on those issues for which each party bears the burden of proof. Second, Patent Rule 

7.1(c) requires that 30 days later, each party must make its Rule 26 initial expert witness 

disclosures on those issues for which the opposing party bears the burden of proof. Finally, 

Patent Rule 7.1(d) requires that rebuttal expert reports are due on or before ten days after the 

second round of expert disclosures.

Depositions of expert witnesses so disclosed must commence within seven days after the 

service of rebuttal expert reports and must be completed within 30 days after commencement of 

the expert deposition period. L.P.R. 7.2. Acknowledging the complexity of the issues addressed 

in expert reports, the new rules create a presumption against supplementation or amendment of 

an expert report, once the report has been served. L.P.R. 7.3. Supplementation or amendment of 

an expert report is deemed “presumptively prejudicial” under the rules and will not be permitted, 

unless (1) the amendment or supplementation could not have been made earlier; and (2) that all 

reasonable steps are made to reduce prejudice to the opposing party. L.P.R. 7.3.

CONCLUSION

The Eastern District of Texas has experienced an influx of patent infringement actions 

that is attributable in no small part to Judge Ward’s adoption of special patent rules in his federal 

courtroom in the small East Texas town of Marshall, Texas. The Eastern District of Texas is 

purported to currently have the third largest patent docket in the United States, behind only those 

of the Northern District of California and the Eastern District of Virginia. While the efficient 

resolution of patent disputes is the immediate goal of the new Patent Local Rules in the Northern 

District of Georgia, it remains to be seen whether their adoption will help make this district 

another favorite destination for patent litigants.

11



TABLE OF CONTENTS

PATENT LOCAL RULES

Page(s)

LPR 1: General Provisions

LPR 1.1. Title...................................................................................... PR-3

LPR 1.2. Purpose, Scope and Construction.................................... PR-3

LPR 1.3. Effective Date..................................................................... PR-3

LPR 2: Confidentiality of Commercial or Technical Information

LPR 2.1. Confidentiality Prior to Entry of Case
Specific Protective Order .............................................  PR-3

LPR 2.2. Stipulated Protective Orders.........................................  PR-4

LPR 3.1. Discovery Requests

LPR 3: Relationship to General Discoverv Procedures

PR-5

LPR 4: Disclosure of Contentions

LPR 4.1. Infringement Contentions ............................................... PR-5

LPR 4.2. Response to Infringement Contentions ........................ PR-7

LPR 4.3. Invalidity Contentions.......................................................  PR-7

LPR 4.4. Time for Disclosures......................................................... PR-8

LPR 4.5. Supplementing or Amending Contentions PR-9

(Rev. 7/15/04) PR-1



LPR 5: Bifurcation and Willful Infringement Issues

LPR 5.1. Presumption Against Bifurcation................................. PR-9

LPR 5.2. Discovery of the Substance of Opinions of Counsel .. PR-9

LPR 5.3. No Disqualification........................................................ PR-10

LPR 6.1. Exchange of Proposed Terms

LPR 6: Claim Construction Proceedines

PR-11

LPR 6.2. Exchange of Preliminary Constructions ................... PR-11

LPR 6.3. Joint Claim Construction Statement PR-12

LPR 6.4. Completion of Claim Construction Discovery ........... PR-13

LPR 6.5. Claim Construction Briefs

LPR 6.6. Claim Construction Hearing

LPR 6.7. Discovery after Claim Construction

PR-13

PR-13

PR-13

LPR 7: Expert Witnesses

LPR 7.1. Disclosure of Experts and Expert Reports ............... PR-13

LPR 7.2. Depositions of Experts .................................................. PR-14

LPR 7.3. Presumption Against Supplementation
or Amendment .............................................................. PR-14

(Rev. 7/15/04) PR-2



LPR1: GENERAL PROVISIONS

LPR 1.1. TITLE.

These are the Local Rules of Practice for Patent Cases before the 
United States District Court for the Northern District of Georgia. They may 
be cited as “Patent L.R.__

LPR 1.2. PURPOSE, SCOPE AND CONSTRUCTION.

(a) These rules are intended to supplement the Civil Local Rules of 
this District to facilitate the speedy, fair and efficient resolution of patent 
disputes.

(b) These rules apply to all civil actions filed in or transferred to this 
Court which allege infringement of a utility patent in a complaint, 
counterclaim, cross-claim or third party claim, or which seek a declaratory 
judgment that a utility patent is not infringed, is invalid or is unenforceable.

(c) The Court may modify the obligations or deadlines set forth in 
these Patent Local Rules based on the circumstances of any particular case, 
by stipulation of all parties, on motion of a party or on the Court’s own 
motion. The parties shall meet and confer prior to filing any motion seeking 
a modification of the obligations or deadlines set forth in these Patent Local 
Rules. Such meeting shall take place prior to the filing of the Joint 
Preliminary Report and Discovery Plan, and any such motion shall be filed 
no later than the filing of the Joint Preliminary Report and Discovery Plan.

LPR 1.3. EFFECTIVE DATE.

These Patent Local Rules shall take effect on July 15, 2004 and shall 
apply to any case filed or transferred to this Court thereafter. Relevant 
provisions of these rules may be applied to any pending case by the Court, 
on its own motion or on motion by any party.

LPR 2: CONFIDENTIALITY OF COMMERCIAL OR
TECHNICAL INFORMATION

LPR 2.1. Confidentiality Prior to Entry of Case Specific Protective 
Order.
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(a) If any document or information produced is deemed confidential 
by the producing party and if the Court has not entered a protective order, 
until a protective order is issued by the Court, the document shall be marked 
“Confidential - Subject to Protective Order” by the disclosing party and 
disclosure of the confidential document or information shall be limited to 
each party’s outside attomey(s) of record and the employees of such outside 
attorney (s).

(b) If a party is not represented by an outside attorney, disclosure of 
the confidential document or information shall be limited to one designated 
“in house” attorney, whose identity and job functions shall be disclosed to 
the producing party five (5) court days prior to any such disclosure, in order 
to permit any motion for protective order or other relief regarding such 
disclosure.

(c) Pending entry of a protective order (by stipulation or on motion), 
all persons to whom disclosure of a confidential document or information is 
made under this local rule shall not disclose any such protected information 
to any person not entitled to have access to it. After entry of such an order, 
the limits on disclosure provided by such order shall apply to the disclosure 
of documents otherwise produced pursuant to this rule.

(d) Documents filed with the clerk containing or disclosing 
information protected by this rule shall be filed under seal with a notation 
that the pleading is not to be made available to members of the public.

(e) Nothing in this rule shall affect the burden of proof or persuasion 
imposed by law on a party seeking to limit or prevent disclosure or use of a 
document deemed confidential by that party.

LPR 2.2. Stipulated Protective Orders

(a) No later than the time for filing of the Joint Preliminary Report 
and Discovery Plan pursuant to Local Rule 16.2, the parties shall meet and 
confer to prepare a stipulated protective order to govern the production of 
commercially or technologically sensitive information in the case.

(b) Notwithstanding any provision in a protective order limiting the 
use of a document for purposes of a single lawsuit, the fact that an attorney 
or law firm has had access to a document covered by a protective order in 
one case shall not furnish a basis for disqualifying such lawyer in another 
case.
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LPR 3: RELATIONSHIP TO GENERAL DISCOVERY 
PROCEDURES

LPR 3.1. Discovery Requests

a) These Rules do not excuse any party from responding to any proper 
discovery request made under the Federal Rules of Civil Procedure within 
the time required by such rules, except as follows:

(1) Requests seeking to elicit a party’s claim construction position;

(2) Requests seeking to elicit from the patent claimant a comparison 
of the asserted claims and the accused technology;

(3) Requests seeking to elicit from an accused infringer a comparison 
of the asserted claims and the prior art; and

(4) Requests seeking to elicit from an accused infringer the 
identification of any opinions of counsel, and related documents, that 
it intends to rely upon as a defense to an allegation of willful 
infringement.

(b) Disclosure of such information shall instead be made pursuant to 
these rules, absent stipulation of the parties or other order of the Court.

LPR 4: DISCLOSURE OF CONTENTIONS

LPR 4.1. INFRINGEMENT CONTENTIONS

(a) A party claiming patent infringement shall serve on all parties a 
Disclosure of Infringement Contentions at the time specified in these Rules. 
A separate Disclosure shall be made for each party accused of infringing a 
patent-in-suit.

(b) The Disclosure of Infringement Contentions shall contain the 
following information:

(1) Each claim of each patent in suit that is allegedly infringed by 
each opposing party;
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(2) Separately for each asserted claim, each accused apparatus, 
method, composition or other instrumentality (“Accused 
Instrumentality”) of each accused party of which the claiming party is 
aware. This identification shall be as specific as possible, with each 
apparatus identified by name or model number, if known, and each 
method identified by name, if known;

(3) A chart identifying specifically where each element of each 
asserted claim is found within each Accused Instrumentality, 
including for each element that such party contends is governed by 35 
U.S.C. § 112(6), the identity of the structure(s), act(s), or material(s) 
in the Accused Instrumentality that performs the claimed function;

(4) Whether each element of each asserted claim is claimed to be 
literally present, present under the doctrine of equivalents, or both, in 
the Accused Instrumentality; and

(5) For any patent that claims priority to an earlier application, the 
priority date to which each asserted claim allegedly is entitled.

(c) With the Disclosure of Infringement Contentions, the party 
claiming patent infringement must produce to each opposing party or make 
available for inspection and copying:

(1) Documents sufficient to evidence each instance of providing the 
claimed invention to a third party, by sale, offer to sell, or other 
manner of transfer, prior to the date of application for the patent in 
suit;

(2) All documents evidencing the conception, reduction to practice, 
design, and development of each claimed invention, which were 
created on or before the date of application for the patent in suit or the 
priority date identified pursuant in the Disclosure, whichever is 
earlier;

(3) A copy of the file history for each patent in suit; and

(4) A copy of all non-U. S. patents claiming a common priority with 
any patent asserted in the case, together with a copy of all prior art 
cited in such non-U.S. patent proceedings.
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(d) A party’s production of a document as required herein shall not 
constitute an admission that such document evidences or is prior art under 
35 U.S.C. § 102.

LPR 4.2. RESPONSE TO INFRINGEMENT CONTENTIONS

(a) A party opposing a claim of infringement shall make the following 
Response to Infringement Contentions within the time period provided by 
these rules.

(b) The Response to Infringement Contentions shall include a chart 
responsive to the claims chart contained within the Disclosure of 
Infringement Contentions, and shall either acknowledge or deny whether 
each element of each asserted claim is found within each Accused 
Instrumentality;(b) The Response to Infringement Contentions shall include 
a copy of source code, specifications, schematics, flow charts, artwork, 
formulas, or other documentation sufficient to show the operation or 
composition of an Accused Instrumentality identified in the Disclosure of 
Infringement Contentions within the time period specified by these Rules.

LPR 4.3. INVALIDITY CONTENTIONS.

(a) Each party opposing a claim of patent infringement, and each party 
seeking a declaratory judgment of patent invalidity, shall serve on all parties 
its Disclosure of Invalidity Contentions at the time specified in these rules, 
which shall contain the following information:

(1) The identity of each item of prior art that allegedly anticipates 
each asserted claim or renders it obvious.

(i) Prior art under 35 U.S.C. § 102(b) shall be identified by 
specifying the item offered for sale or publicly used or known, 
the date the offer or use took place or the information became 
known, and the identity of the person or entity which made the 
use or which made and received the offer, or the person or 
entity which made the information known or to whom it was 
made known.

(ii) Prior art under 35 U.S.C. § 102(f) shall be identified by 
providing the name of the person(s) or entity(ies) from whom 
and the circumstances under which the invention or any part of 
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it was derived.
(iii) Prior art under 35 U.S.C. § 102(g) shall be identified by 
providing the identities of the person(s) or entity(ies) involved 
in and the circumstances surrounding the making of the 
invention before the patent applicant(s);

(2) For each item of prior art disclosed, whether each item of prior art 
anticipates each asserted claim or renders it obvious. If the disclosing 
party contends that a combination of items of prior art makes a claim 
obvious, each such combination, and the motivation to combine such 
items, shall be identified.

(3) A chart identifying where specifically in each alleged item of prior 
art each element of each asserted claim is found;

(4) Any grounds of invalidity based on any applicable provision of 35 
U.S.C. § 112.

(b) The Disclosure shall include a copy of each item of prior art 
identified in the Disclosure comprising a printed publication if such item of 
prior art does not appear in the file history of the patent(s) at issue. To the 
extent any such item is not in English, an English translation of the 
portion(s) relied upon shall be produced.

LPR 4.4. TIME FOR DISCLOSURES

(a) A plaintiff pleading infringement of a patent shall first make its 
Disclosure of Infringement Contentions within thirty (30) days after filing of 
the Joint Preliminary Report and Discovery Plan. A plaintiff seeking a 
declaratory judgment of patent invalidity or non-infringement shall likewise 
first make its Disclosure of Invalidity Contentions within thirty (30) days 
after filing of the Joint Preliminary Report and Discovery Plan.

(b) A defendant responding to a declaratory judgment action and 
pleading infringement of a patent in a counterclaim shall first make its 
Disclosure of Infringement Contentions within thirty (30) days after service 
of the plaintiffs Disclosure of Invalidity Contentions. A defendant 
opposing a claim of patent infringement shall first make its Disclosure of 
Invalidity Contentions and its Response to Infringement within thirty (30) 
days after the plaintiffs Disclosure of Infringement Contentions.
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(c) A plaintiff seeking a declaratory judgment of patent invalidity or 
non-infringement, and responding to a counter-claim of patent infringement, 
shall produce its Response to Infringement Contentions within twenty (20) 
days after the defendant’s Disclosure of Infringement Contentions.

LPR 4.5. SUPPLEMENTING OR AMENDING CONTENTIONS.

(a) Disclosures and Responses shall have such binding effect on a 
party as a response to an interrogatory under Rule 33 of the Federal Rules of 
Civil Procedure.

(b) Each party’s Disclosures or Response shall be supplemented or 
amended pursuant to the rules for supplementation and amendment of 
discovery responses generally provided for under the Federal Rules of Civil 
Procedure.

(c) In addition, any amendment or modification of the Disclosures or 
Responses which a party believes are required in light of a either a claim 
construction ruling by the Court or a modification of an opposing party’s 
Disclosure or Response shall be made within thirty (30) days of service of 
such ruling, Disclosure or Response.

LPR 5: BIFURCATION AND WILLFUL INFRINGEMENT
ISSUES

LPR 5.1. PRESUMPTION AGAINST BIFURCATION

There shall be a rebuttable presumption against the bifurcation of 
damages from liability issues in patent cases for purposes of either discovery 
or trial.

LPR 5.2. DISCOVERY OF THE SUBSTANCE OF OPINIONS OF 
COUNSEL

(a) The substance of any advice of counsel tendered in defense to a 
charge of willful infringement, and any other information which might be 
deemed to be within the scope of a waiver attendant to disclosure of such 
advice, shall not be discoverable until the earlier of:

(1) five (5) days after a ruling on summary judgment indicating a 
triable issue of fact to which willfulness would be relevant; or
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(2) thirty (30) days prior to the close of fact discovery under the 
discovery track to which the case is assigned.

(b) On the day such willfulness information becomes discoverable, the 
party relying on such advice shall produce the following:

(1) a copy of all written opinions to be relied on by the party opposing 
the claim of infringement;

(2) a copy of all materials or information provided to the attorney in 
connection with the advice;

(3) a copy of all written attorney-work product developed in the 
course of preparation of the opinion and which work product was 
disclosed to the client;

(4) identification of the date, sender and recipient (but not necessarily 
the substance) of all written or oral communications between the 
attorney or law firm rendering any opinions to be relied on, which 
communications discuss the same subject matter as such opinion.

(c) After such willfulness information becomes discoverable, a party 
claiming willful infringement shall be entitled to take the deposition of any 
attorneys rendering the advice relied on and any persons who received such 
advice, including but not limited to any person who claims to have relied on 
such advice.

(d) These rules contain no presumption as to whether any materials 
other than those specifically required to be produced by this rule are, in fact, 
discoverable or subject to the scope of the waiver of any attorney client 
privilege. Resolution of any dispute over disclosure of further material shall 
be left to the Court.

LPR 5.3. NO DISQUALIFICATION

(a) An individual lawyer who rendered an opinion tendered in defense 
of a charge of willful infringement should not, absent express permission 
from the Court, examine witnesses or otherwise appear as an advocate in 
front of a jury where the jury will be determining the question of willful 
infringement.
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(b) An individual lawyer involved in the prosecution of a patent-in-
suit and whose conduct in connection with such prosecution is to be 
determined by the trier of fact should not, absent express permission from 
the Court, examine witnesses or otherwise appear as an advocate in front of 
the trier of fact where the trier of fact will make any determination of the 
question of inequitable conduct with respect to that patent-in-suit.

(c) No other disqualification or limitation on the participation of an 
individual lawyer should be required solely based on the fact that the lawyer 
rendered an opinion tendered in defense of a charge of willful infringement 
or the fact that there is a claim of inequitable conduct with regard to a patent 
in which the lawyer was involved in the prosecution of the particular patent-
in-suit unless the party moving for disqualification or limitation of 
participation shall demonstrate a basis for such under the Georgia Rules of 
Professional Conduct or applicable case authority, or shall otherwise show 
good cause for such disqualification or limitation of participation.

(d) With regard to motions made pursuant to (c), counsel shall not be 
disqualified or limited from participation in the case, pursuant to these rules, 
prior to a ruling on such a motion.

LPR 6: CLAIM CONSTRUCTION PROCEEDINGS

LPR 6.1. EXCHANGE OF PROPOSED TERMS

(a) Not later than ninety (90) days after filing of the Joint Preliminary 
Report and Discovery Plan, each party shall simultaneously exchange a list 
of claim terms, phrases, or clauses which that party contends should be 
construed by the Court, and identify any claim element which that party 
contends should be governed by 35 U.S.C. § 112(6).

(b) The parties shall thereafter meet and confer for the purposes of 
finalizing this list, narrowing or resolving differences.

LPR 6.2. EXCHANGE OF PRELIMINARY CONSTRUCTIONS

(a) Not later than twenty (20) days after the exchange of Proposed 
Terms, for Construction, the parties shall simultaneously exchange a 
preliminary proposed construction of each claim term, phrase, or clause 
which any party has identified for claim construction purposes. Each such 
Preliminary Claim Construction shall also, for each element which any party 
contends is governed by 35 U.S.C. § 112(6), identify the structure(s), act(s), 
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or material(s) in the specification corresponding to that element.
(b) At the same time the parties exchange their respective Preliminary 

Claim Constructions they shall each also provide a preliminary identification 
of extrinsic evidence, including without limitation, dictionary definitions, 
citations to learned treatises and prior art, and testimony of percipient and 
expert witnesses intended to support the respective claim constructions. The 
parties shall identify each such item of extrinsic evidence by production 
number or produce a copy of any such item not previously produced. With 
respect to any such witness, percipient or expert, the parties shall also 
provide a brief description of the substance of that witness’ proposed 
testimony.

(c) The parties shall thereafter meet and confer for the purposes of 
narrowing the issues and finalizing preparation of a Joint Claim 
Construction Statement.

LPR 6.3. JOINT CLAIM CONSTRUCTION STATEMENT

(a) Not later than one hundred and thirty (130) days after the filing of 
the Joint Preliminary Report and Discovery Plan, the parties shall complete 
and file a Joint Claim Construction Statement,

(b) The Joint Claim Construction Statement shall contain the 
following information:

(1) The construction of those claim terms, phrases, or clauses on 
which the parties agree;
(2) Each party’s proposed construction of each disputed claim term, 
phrase, or clause, together with an identification of all references from 
the specification or prosecution history that support that construction, 
and an identification of any extrinsic evidence known to the party on 
which it intends to rely either to support its proposed construction of 
the claim or to oppose any other party’s proposed construction of the 
claim;
(3) The anticipated length of time necessary for the Claim 
Construction Hearing;
(4) Whether any party proposes to call one or more witnesses, 
including experts, at the Claim Construction Hearing, the identity of 
each such witness, and for each expert, a summary of each opinion to 
be offered in sufficient detail to permit a meaningful deposition of that 
expert. No other Rule 26 report or disclosure shall be required for 
testimony directed solely towards claim construction.
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LPR 6.4. COMPLETION OF CLAIM CONSTRUCTION 
DISCOVERY

(a) No later than fifteen (15) days after service and filing of the Joint 
Claim Construction Statement, the parties shall complete all discovery 
relating to claim construction, including any depositions with respect to 
claim construction of any witnesses, including experts, identified in the Joint 
Claim Construction Statement.

(b) Discovery from an individual on claim construction issues shall 
not prevent a prior or subsequent deposition of the same individual on other 
issues.

LPR 6.5. CLAIM CONSTRUCTION BRIEFS

(a) Not later than thirty (30) days after serving and filing the Joint 
Claim Construction Statement, each party shall serve and file an opening 
brief and any evidence supporting its claim construction.

(b) Not later than twenty (20) days after service upon it of an opening 
brief, each party shall serve and file its responsive brief and supporting 
evidence.

LPR 6.6. CLAIM CONSTRUCTION HEARING

Subject to the convenience of the Court’s calendar, the Court shall 
conduct a Claim Construction Hearing to the extent the Court believe a 
hearing is necessary for construction of the claims at issue.

LPR 6.7. DISCOVERY AFTER CLAIM CONSTRUCTION

If at the time the Court issues its claim construction ruling, there are 
fewer than thirty (30) days left for discovery pursuant to the discovery track 
to which the case was assigned pursuant to the Local Rules, the parties shall 
have an additional forty-five (45) days in which to take discovery after the 
Court files and serves its claim construction ruling.

LPR 7: EXPERT WITNESSES

LPR 7.1. DISCLOSURE OF EXPERTS AND EXPERT REPORTS
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(a) For issues other than claim construction to which expert testimony 
shall be directed, expert witness disclosures and depositions shall be 
governed by this rule.

(b) No later than thirty (30) days after (1) the normal close of 
discovery pursuant to the discovery track to which the case was assigned, or 
(2) the close of discovery after claim construction, which ever is later, each 
party shall make its initial expert witness disclosures required by Rule 26 on 
the issues on which each bears the burden of proof;

(c) No later than thirty (30) days after the first round of disclosures, 
each party shall make its initial expert witness disclosures required by Rule 
26 on the issues on which the opposing party bears the burden of proof;

(d) No later than ten (10) days after the second round of disclosures, 
each party shall make any rebuttal expert witness disclosures permitted by 
Rule 26.

LPR 7.2. DEPOSITIONS OF EXPERTS

Depositions of expert witnesses disclosed under this Rule shall 
commence within seven (7) days of the deadline service of rebuttal reports 
and shall be completed within thirty (30) days after commencement of the 
deposition period. If the party taking the deposition agrees to pay the 
reasonable travel expenses of the expert, and absent good cause otherwise 
shown, the party designating the expert shall make its expert witness 
available for deposition in this District.

LPR 7.3. PRESUMPTION AGAINST SUPPLEMENTATION OR 
AMENDMENT

Because of the complexity of the issues often present in patent cases, 
amendments or supplementation to expert reports after the deadlines 
provided here are presumptively prejudicial and shall not be allowed unless 
(a) the tendering party shows cause that the amendment or supplementation 
could not reasonably have been made earlier and (b) all reasonable steps are 
made to ameliorate the prejudice to the responding party.
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